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Invention to the Citation of 



The Relation of "Novelty' ' and "Inven- 
tion" to the Citation of Art 

By 

ARTHUR W. COWLES, 

Principal Examiner, Division Thirty-nine, 

U. S. Patent Office. 



This paper will endeavor to discuss briefly the relation 
of "invention" and "novelty" to the citation of art. 
That is, to consider how far it is advisable, or perhaps 
even legally proper, to refuse to cite art against a claim 
when the question is only one of "novelty" or "inven- 
tion." 

The question is not concerned with division, multiplic- 
ity of claims, incomplete combination, inoperativeness, 
lack of utility, lack of disclosure, new matter, abandon- 
ment of the invention, vital indefiniteness of the claim, 
or failure to define an invention in one of the statutory 
classes. It will be assumed that none of these causes 
of rejection exists. 

It has always been the practice in Division 39 to 
assume that when a useful, operative, complete thing 
has been devised, some problem has been solved; as 
Robinson reiterates, something has been devised to 
satisfy a want believed by the deviser to exist. 

Further, that there exists among those fully skilled in the 
art conqerned what may be called d certain "sum of in- 
formation" as to properties and capabilities in the things 
related to the art ; information derived from study of these 
things in their separate and collective activity. 

The "sum of information" possessed by the deviser 
may be very much smaller than that possessed by those 
fully versed in the art, so that he may in all honesty 
become an applicant for a patent when he is not entitled 
to it, even though he may have performed an act of in- 
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vention considered with reference to his own "sum of 
knowledge." 

In investigating the question of patentability of such 
a presented thing, the things known to those fully skilled 
in the art, whether they are* elements or single steps or 
subcombinations, are considered, not as the bare things 
themselves, but as those things with their known capa- 
bilities and properties. And j ust as a chemical element 
or subcombination may be represented, not by its sym- 
bol or symbols alone, but in addition by the conventional 
radiating lines to indicate known properties and capa- ' 
bilities of the elements, etc., so a mechanical element or 
subcombination is conceived of as bearing such lines. 

If how, for example, one known mechanical element is 
combined with another in an operative device, one or 
more of these lines become bonds, and define the co- 
operation between the elements. The properties and 
capabilities represented by the inactive lines, that is, 
those which do not become bonds, are not concerned 
with the combination, as such, however valuable - 
such inactive properties may be when the element is used 
in other combinations wherein they become bonds. In 
the well-known McNeil case, 100 0. G., pages 1976 and 
2178, there were recited or implied certain features of a 
new stitcher which did enter into the combination with a 
trimmer, and certain other features of the stitcher which 
did not in fact enter into the combination. /The art 
showed a combined stitcher and trimmer with equiva- 
lent bonds though not with lines equivalent to those re- 
cited, but which did not affect the combination. These 
latter lines were properly ignored, and S-T was decided 
to be the equivalent of S'-T, the hyphen representing the 
bonds. 

As is clearly set forth by Robinson in his long dis- 
cussion of novelty, a claimed thing may have its equiva- 
lent in a single known thing, or in that thing modified | 
within the art, or in a thing made up of elements or sub- 
combinations existing in the known art and chosen and 
cooperatively arranged within mechanical skill. 

The "sum of knowledge' ' belonging to those skilled in . 
an art and the manipulation of its material within me- < 

chanical skill are the property of the public, or of some 
patentee, and to pass eventually to the public ; and a pro- 



duced thing which rises within the territory of that per- 
petual monopoly can not create a new monopoly. ' 

Thus, let us assume in a valve application a com- 
bination claim to a specific form of reciprocating valve 
stem, and a specific form of indicator to represent the 
immediate height of the stem. Graphically this could be 
represented by S'-P. Such a combination might be un- 
patentable in view of the simple combination S-I alone, 
or that simple combination modified by substituting for 
one or both of the simple elements in that basic patent, 
corresponding elements with equivalent primes and old 
in the art, or even by a joining for the first time of these 
prime elements or their equivalents, such union being 
within the art. That is, in the last condition, it may even 
be proper to choose as the basic patent one showing less 
than the number of elements, and add to that element or 
elements to produce the greater number. Ex parte 
Perkins, 88 O. G., page 548. Thus, if no vertically mov- 
ing valve-stem had ever been combined with a height 
indicator, a claim to the combination might properly 
be rejected on reciprocating valve stem alone since it 
would involve no invention to add an indicator in view of, 
for example, a float carrying a reciprocating stem, t^ie 
latter provided with a height indicator. That is, it is 
sometimes proper*, and a clearer action, to cite as the 
basic reference a thing which has the defect which the 
applicant has cured, and show that no inventive act has 
been performed in the cure because an equivalent defect 
has been cured in an equivalent way, in a thing so nearly 
like that in the application that the transfer of the cure 
does not involve invention. Such an action sometimes 
results in a clearer issue than, for example, the citation 
as a basic reference of the combined float and indicator, 
and the substitution of a valve-stem for the float. This 
collecting is sometimes called by applicants, "building," 
and its propriety should be clear, because the burden of 
showing lack of invention is heavier. All stich actions 
are only applications of the doctrine of equivalents, and 
may be extended to elements or to combinations of any 
number of elements. And nearly all inventions may be 
classed as combinations in a way, since nearly all product 
claims recite a combination of features. 



Of what wide range is this doctrine of equivalence may- 
be seen by the following quotation from Robinson's 
great work.* 

The quotation as to equivalents is in Vol. I, on page 
339: 

"Similarity in individual character does not 
create, nor does diversity in individual character 
destroy equivalence between such acts and sub- 
stances as are thus capable of substitution for 
each other. However unlike in name, shape, 
size, capacity, proportions, arrangement or ma- 
terial they may appear to be, when studied only in 
connection with each other, if when brought into 
their position in the art or instrument their inter- 
changeability is manifest, those individual varia- 
tions become of no importance. Equivalence 
resides in use, not in intrinsic attributes; and 
similarity of use alone is necessary to'make one 
act or substance the equivalent of another/ ' 

This sweeping statement of Robinson finds, I thmk, 
an analogy in language. Words may develop in particu- 
lar combinations properties quite unexpected. An auto- 
mobilist passed a sign, "slow down," and shortly after a 
sign, "slow up." In these two simple combinations the 
words "up" and "down" are equivalents, though of dia- 
metrically opposite meaning when standing alone. 

This doctrine of equivalents is so comprehensive and so 
complete that it has satisfied all requirements in Division 
39 as to questions of novelty and legal invention, and has 
made unnecessary the use, as a substitute for cited art or 
as a supplement to it, of any indefinite word or expres- 
sion. 

Thus, for example, the word "aggregation" is never 

*I may say that practically all the quotations are from that work. There 
are many valuable hand books of patent law. but Mr. Robinson has so pro- 
foundly analyzed and applied the principles of the law. studying it at the fountain 
head, that his book seems of a different kind. The other works, in spite of their 
value as reference books, have, naturally, in view of their object, the peculiarity 
that Robinson notes as to a line of court decisions; law is studied in the light of 
cases, rather than cases in the light of the law. I believe if Mr. Robinson had 
written his work earlier, and had in consequence, been appointed and served 
for some years as a federal judge, he would have made a scientifically accurate 
use of the principles he disclosed, using them as one uses tools; and his explana- 
tions of such use would have so elucidated patent practice that it would nave 
become uniform and accurate both in the courts and In the office. 



used, and is intentionally avoided because of its loose 
meaning. 

I would like to state briefly why the word ' 'aggrega- 
tion* ' seems to me an unfortunate one in patent practice. 

It seems to have begun its career innocently enough 
in the well-known case of Hailes vs. Van Wormer, 20 
Wallace, page 353, the construction involved being a 
stove combining a* magazine feed with a down draft. 
Magazine stoves with up-drafts had the defect that the 
heat of the products of combustion rising contiguous to 
the magazine heated the latter enough to release gas 
from the fuel in the magazine, causing puffs of gas 
into the room. The dowp-draft stove had been fed by 
hand. The court held that the union of the magazine 
and down-draft was selection within the art, and 
discussed and applied the art very fully. (It is doubtful 
whether the down-draft, by developing its new capacity 
of drawing the products away from the magazine, did not 
make the combination patentable.) 

In addition to such complete application of the art the 
court said : 

"But the results must be a product of the com- 
bination and not a mere aggregate of several re- 
sults, each the complete product of one of the 
combined elements." ' 

In the very next case of real importance before the 
Supreme Court, the familiar Reckendorfer vs. Faber, 92 
U. S., page 375, this cloud originally as big as a man's 
hand suddenly loomed up so black and threatening as to 
obscure the anticipating capacity of known art, and 
subordinate it to the idea that the patentee had no 
standing in court, and no art need be cited. Known 
art was discussed only to emphasize this dreadful new 
thing thrust by patentees on an innocent public. 

The following quotations show the state of mind of the 
court : 

"The combination consists only of the applica- 
tion of a piece of rubber to one end of the same 
piece of wood, which makes a lead pencil. It is 
as if a patent should be granted for an anticle or a 
manufacture, as the patentee prefers to term it, 
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consisting of a stick twelve inches long, on one 
end of which is an ordinary hammer, and on the 
other end is a screw-driver or a tack-drawer,- or, 
what you will see in every retail shop, a lead 
pencil on one end of which is a steel pen. It is the 
case of a garden rake, on the handle of which 
should be placed a hoe, or on the other side of the 
same end of which should be placed a hoe. 
In all these c#ses there might be the advantage 
of carrying about one instrument instead ol two, 
or of avoiding the liability to loss or misplacing of 
separate tools. The instruments placed upon the 
same rod might be more convenient for use than 
when used separately. Each, however, continues 
to perform ite own duty, and nothing else. No 
effect is produced; no result follows from the joint 
use of the two." . . . 

And again : 

"A handle in common, a joint handle, does not 
create a new or combined operation. The handle 
for the pencil does not create or aid the handle for 
the eraser. The handle for the eraser does not 
create or aid the handle for the pencil. Each has 
and each requires a handle the same as it had and 
required without reference to the other end of the 
instrument, and the operation of the handle of and 
for each is precisely the same whether the new 
article is or is not at the other end of it. In this 
and the cases supposed you have but a rake, a 
hoe, a hammer, a pencil or an eraser, when you 
have done." . . . 

Still further: 

. . . "In the case we are considering the 
parts claimed to make a combination are distinct 
and disconnected. There is not only no new re- 
sult, but there is no joint operation. When the 
lead is used it performs the same operation and 
in the same manner as it would do if there were 
no rubber at the other end of the pencil. When 
the rubber is used it is in the same manner and 



performs the same duty as if the lead were not in 
the same pencil. A pencil is laid down and a rub- 
ber is taken up, the one to write, the other to 
erase. . . . There is no relation between the 
instrument in the performance of their several 
functions and no reciprocal action, no parts used 



in common." 



In considering the condition defined by the honorable 
court, let us suppose no one of the combined implements 
existed today, and that an application were jiled for one 
of them. 

The art would show a pencil, a rubber eraser, a pen- 
cil, a steel pen, a hoe, a rake, a hammer, a claw, each 
mounted on its handle. 

Separated into pairs according to the loose alternate 
use to which these tools are put in practice, they would 
be, the pencil and rubber eraser, the pencil and steel 
pen, the hoe and rake, and the hammer and claw. Each 
pair would have two handles. 

The applicant in question had formed from this assort- 
ment £ compound tool, an implement with a single handle 
having a single tool on each of its ends. 

Considering this new implement in its relation to 
known art and asking with Napoleon, "What has he 
done?" we see that he has reversed one of two handles 
carrying tools used alternately, and has merged the two 
handles in one. By these simple acts he has made three 
improvements: ' 1st, a nearly 50 per cent saving of 
material; 2d, a nearly 50 per cent saving of labor in 
manufacture, and 3d, a saving everlastingly in the time 
required to use the tools alternately. That this last item 
is so far from negligible as to be perhaps the most im- 
portant one, may be seen from the great emphasis 
which the new efficiency systems place on the absence of 
"lost motion." 

Could there be a truer triple test of invention? 

Suppose as I have said that the producer of this article 
should file an application, the claim reading: 

"An implement composed of a handle and a tool 
on each end of the handle." 
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Diagrammatically this article could be represented by 
T-H-T. 

' The problem here obviously did not concern itself at 
all with any change in the intimacy of cooperation of 
the tools concerned. The intimacy of cooperation re- 
mains the same as before. The problem was not one of 
tools, but of handles. The resulting compound tool 
falls olearly within the- field of "articles of manufac- 
ture," — the court conceded that condition to the pencil — 
and as clearly satisfies the conditions of invention above 
stated. . 

In event of a rejection by the Office on the ground 
stated by the court, the applicant could very properly 
explain that the problem was one of handles, that — and 
this seems to me a very important item — it was neces- 
sary for him to recite certain old parts in the claim in or- 
der to define his invention, this act being analogous to 
describing certain old parts in order to make clear the 
new thing. That he -could not define his invention by 
claiming a handle alone. And that if neither the prob- 
lem nor its solution was concerned with a change of 
intimacy of cooperation it was difficult to see how that 
Intimacy was concerned with the question of patenta- 
bility. That he had produced by an act of invention, a 
thing of legal novelty, falling within one of the statutory 
classes, and defined in the only clear way. 

I believe there is no doubt that the Office would have 
issued a patent with the above claim. 

'I believe, further, that if a subsequent applicant had 
appeared disclosing an implement with a tool on each 
end, the tools being specifically different from those of 
the patentee, and had claimed the implement reciting 
the tools specifically, the Office would have rejected his 
claim on the patent. Obviously the problem was the 
same, the solution was the same, and as to the problem 
and its solution the character of the tool was immaterial, 
and so in the combination the patented tools would be 
the full equivalent of the subsequent tools recited. 

Also I believe that the patentee could have sued suc- 
cessfully any one who should have made any one of the 
other combinations. The application of equivalents 
seems clear. 

The honorable court in the pencil case had, literally, at 
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hand, an apparently complete anticipation of the pencil 
and rubber claimed, namely, the single handle with a 
lead on one end and a steel pen on the other. But 
apparently "aggregation" had grown in so short a time 
to such proportion as to enclose the vision on all sides. 
If in the Hailes vs. Van Wormer case, through reference 
to "aggregation," the camel's head entered the tent, in 
the pencil case the whole animal came in, overturned 
the tent and scattered the art broadcast. 

In pleasant contrast to such a method of treating ar-, 
tides of manufacture presented to the Office for pro- 
tection, is the treatment of a class of cases disclosing 
paper or similar articles with printed matter alone or 
with such matter and one or more simple mechanical 
features. Examples are a transfer ticket, Cincinnati 
Transfer Co. vs. Pope, 210 F. R., page 443; a menu card, 
Benjamin Menu Card vs.' Rand, McNally & Co., 210 
F. R., page 285; a bank account book, Time Saver 
Co. vs. Stamford Trust Co., 176 F., page 385. These 
are but samples of a large number of similar articles. 
The courts did, indeed, declare many patents on such 
articles void as not covering things falling within a statu- 
tory class. But the ordinary cause of refusal was on prior 
art alone. Yet in such articles there is very slight, if any, 
mechanical cooperation between the recited parts. Cer- 
tain manipulations performed on the complete article, as 
severing a coupon, punching a hole, folding a sheet, etc., 
convey certain definite information to the users of them. 
They cooperate only to affect the mind. Yet neither 
the Office nor the courts are in these cases anxious to 
"see the wheels go round." The articles are considered 
as things embodied in visible, tangible form, and facilitat- 
ing the conduct of human affairs.' In determining their 
patentability the courts treat them as units, and anlyz- 
ing, but not dissecting them, compare them with the 
total embodiment in units solving similar problems, and 
decide whether their existence occurred through the 
inventive act claimed. 

Robinson says in Vol. 1, page 273, footnote: 

"It may well be doubted whether many of the 
cases which h^ve been decided against the paten- 
tees of manufactures on the ground that the 
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instrument claimed was a mere aggregation have 
not been governed by principles applicable rather 
to machines than manufactures, and really 
meritorious inventions been thus denied the pro- 
tection of the law." 

And above, on the same page: 

"In a manufacture the law of operation is in the 
source from which the motive power is drawn ; and 
the action of tlie instruments in their united state, 
so far as depends upon the instruments them- 
selves, often remains the same as before they 
were united. " 

May not the reason for the adverse decisions referred 
to lie in the failure to recognize the condition intimated 
above herein, that it may be necessary, in order to define 
the actual invention, to recite in connection with it 
certain old things, although neither the problem nor its 
solution is concerned with a change in the cooperative 
interrelation of those things? Under such a condition 
apparently the intimacy of interrelation has no bearing 
on the question of invention. 

I find no other court case in which the invention has 
been treated like the unfortunate pencil, and rejection on 
art refused in the direct presence of apparently sufficient 
anticipating art. Is it possible that this notorious pencil 
stands on its rubber heel, its lead pointed skyward, and 
satsifies that hackneyed legal phrase "a lonesome monu- 
ment of error?" 

The later court cases seem in line with Hailes vs. 
Van Wormer to have uniformly defined " aggregation" as 
an unpatentable combination of old things. Robinson, 
in his discussion of aggregation seems to leave it uncertain 
whether the term should be extended to combinations 
in which a part or all of the elements are specifically new, 
although he states clearly that in a true combination it 
is immaterial whether the elements are old or new. 

But the "aggregation" now most commonly used in the 
Office is applied to combinations, some or all of the parts 
of which are specifically new, some art being usually 
cited; although in case of Ex parte Potter, Mss. Deci- 
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sions of the Commissioner, 1905, the citation of refer- 
ences was refused. The reason for this refusal was stated 
to be that "aggregation is a question of invention and 
not of novelty/' Reference was made to common 
knowledge of the broad combination, apparently imply- 
ing that applicant had disclaimed this broad combina- 
tion since he claimed a specific combination having 
added features. 

Thus aggregation has possessed three definitions. An 
unpatentable combination of old elements (Hailes vs. 
Van Wormer); second, a combination falling properly 
within one of the statutory classes, but including 
elements cooperating so loosely as to fall outside the pale 
of claimed things which demand anticipation by known 
art (Reckendorfer vs. Faber) ; third, a combination, some 
or all of the elements of which are new, and presenting a 
condition in which some art is usually cited, but need not 
be. 

Recently the existing confusion of definitions of the 
term was considered by the court. Krell Auto Grand 
Piano Co. of America vs. Story et al., 207 F., page 946, 
said: 

"In the books the word 'aggregation' is used in 
different senses." 

And, after discussion of such "aggregation" as the 
court defined in Hailes vs. Van Wormer, and as the 
Office defined in Ex parte Potter, continued : 

"In another sense (which, in the interest of 
accurate terminology, might well be taken as the 
exclusive sense), 'aggregation' means that the 
claims, in and of themselves, independently of the 
prior art, show that the elements are incapable of 
coacting to produce a unitary result. Illustrative 
of this is the case of Reckendorfer vs. Faber." 

This definition seems to be a limitation to the Recken- 
dorfer vs. Faber condition. If so, it is hoped that the 
above discussion has shown the danger of using such a 
definition. 

It seems to me fundamental that in arriving at an issue 
between parties no word of uncertain meaning should be 
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l 
employed. If, then, Rule 66 is to be followed, and the 

best art is to be cited, the use of the word "aggregation" 

becomes a mere postscript, and is superfluous. If no 

art or less than the best art is considered sufficient in 

view of " aggregation/ ' surely the applicant should be 

informed of the particular kind of " aggregation* ' of 

which he is guilty. 

At a gathering of the Patent Bar Association and the 
examiners some time ago, one of the speakers, referring 
to the loose use of the term by the Office, quoted a mem- 
ber of his firm as saying "I have been in the patent busi- 
ness for a long time, but I don't yet know what an 
aggregation is." 

Because of the easily possible loose use of the term, by 
reason of its variety of definitions, the word is, as I have 
said above, never used in our division. A new assistant, 
especially, might look on it as a convenient word, vpoint- 
ing to a path of least resistance. So the sign: "No 
thoroughfare' ' is placed at that path. Some Office 
letters which I have seen connect "aggregation' ' with 
such loose expressions as "illegitimate combination," 
"not a sufficient intimacy of relation between the ele- 
ments," "no cooperation between the specific parts 
of the combination;" although in the last case, of course 
if two parts cooperate in their simple embodiments they 
cooperate none the less in their most elaborate embodi- 
ments. Indeed these various definitions leave the word 
so fluid that a new assistant may be tempted to pour it 
onto references perhaps thought to be weak in them- 
selves, so that the cup of rejection may overflow, or it 
may be used as a sort of basting fluid so that the rejec- 
tion shall be done to a turn. Therefore in our division 
it is "anathema," and the "aggregationist" is unknown. 

Certainly if "aggregation" is to be used, it is only just 
to applicants that authoritative definitions of it be de- 
vised, so that in a given rejection for "aggregation" the 
applicant may understand precisely the form of "ag- 
gregation" used in that rejection. If when the Office 
"goes into action," it is thought desirable to "fire" "ag- 
gregation" at the applicant, it should surely be in the 
form of a single bullet, properly identified as a "steel 
point," "dum-dum," or what not, instead of a discharge 
from a shot gun, leaving the unfortunate man to wonder, 
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as he perhaps picks some shot from his person, whether 
the gun*was fired merely on account of its report, and 
what part of the charge was really intended or expected 
to hit him. 

I have referred, in connection with Ex parte Potter, 
above, to an intimation therein of " disclaimer/ ' 

It seems to me quite unjust to reject a claim on the 
ground that what is not claimed is " disclaimed/ ' and 
that the claimed matter is not patentable over the "dis- 
claimed" matter. 

"Disclaimer" is used in the statute as a means for re- 
stricting patent claims, an'd often in the courts also as a 
means to prevent a patentee from extending the scope 
of his actual claim in the endeavor to prove infringement 
of it. In connection with the latter procedure the court 
often states that a patentee disclaims any broader matter 
than he claims. Possibly Office rejection on "disclaimer" 
is due to the importation of that court statement 
into the Office, and the deduction that it applies to claims 
in a pending application. 

But the ordinary procedure in the Office is, as in the 
Potter case, a sort of "selective disclaimer," and a judg- 
ment as to patentability is based on that selected form. 
The principle, however, if correct, must extend to all the 
matter disclaimed, since the apparent basis is that "all 
matter not claimed is disclaimed." • 

In the Potter case there were four elements, the base, 
the reflector, the lamp and the top, specifically claimed. 
A combination to them could be represented by A'-B'- 
C'-D'. On the "disclaimer" principles not only was the 
combination A-B-C-D disclaimed, but A'-B', A'-C, 
A'-D', B'-C, C'-D', A'-B'-C, A'-B'-D', A'-C'-D', 
and B'-C'-D'. Diagrammatically, this condition could 
be represented by a rectangle with diagonal lines joining 
the corners, and with one of the letters standing at each 
corner: 
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Thus, in such a combination everything is " disclaimed' ' 
excepting a combination in which each element modifies 
all the others, that is, it comes within the well-known 
Pickering vs. McCullough principle, long since decided 
to be unjust, and obviously especially so as to processes 
involving a succession of steps, and as to mechanism 
for carrying out such processes. 

If "disclaimer" were applied to a claim for a valve-head 
having an annular hard-metal face with an edge, in com- 
bination with a valve-seat having an annular soft-metal 
face with a groove to receive said edge, the applicant 
would be assumed to have "disclaimed" the specific head 
per se and the specific seat per se, because he did not 
claim either separately. But inasmuch as the specific 
head and seat are capable of use only with each other, 
there could be no possible patentability in combining 
them; hence no combination claim could x be allowed. 

But, it is sometimes said, the "disclaimer" principle 
really results in broadening the claim first presented, be- 
cause applicant after rejection on "disclaimer" may sub- 
stitute a claim to the broader matter first disclaimed, and 
so be "properly" protected. 

Assume a cutlery manufacturer who presents to the 
Office a disclosure of a rolled-metal butter-knife having 
its handle and blade integral, the handle and blade in 
planes at right angles to each other and connected by a 
twisted portion. (It may be stated that this is a well- 
known article, practically confined to butter knives.) 

Assume also that the art shows no metal article of any 
kind so formed. Under "disclaimer," a claim to a "but- 
ter-knife" of that character would be rejected, as a 
"knife" broadly is disclaimed, and no patentability lies in 
using for butter a knife so made. But a claim to a "knife" 
disclaims a "tool," such for instance as a hammer so 
made. A claim for a "tool" disclaims "an article" 
so made, for instance a brace in a metallic structure. In 
view of all this the said cutlery manufacturer claims 
"an article" having the characteristics which have been 
noted; and so issues "fully protected." It subsequently 
develops that "an article" of the kind has been used to 
support a sign in a certain position. The claim is void. 

If the original claim to a butter-knife had been com- 
pared with art, and the sign post had been discovered in 
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the search, would the Office or the court have rejected that 
piece of cutlery on the post? I don't believe so. 

Further, such "disclaimer' 7 procedure seems to deny 
the privilege allowed by the familiar Ex parte Eagle, of 
having a specific claim in addition to a generic claim. 

"Disclaimer" would have rejected McNeil on his "dis- 
claimer" of S, of S', of T, and of S-T. 

Still another reason sometimes given for refusal to cite 
art in determining novelty and invention in a claim is 
that the claim should first clearly "define" the exact 
invention. Ordinarily this reason is given where one or 
more of the features recited do not, in the Examiner's 
opinion, actually take part in the combination on which 
the claim is based. 

This treatment of a claim seems" to me to be more 
reasonable than refusal of citation of art on the ground of 
"aggregation" or "disclaimer," because, here at least, an 
actual concrete thing is under observation; and whether 
all of the recited "lines," — *that is, the lines assumed 
to designate the known capabilities and properties of the 
elements — have actually become bonds between co- 
operating elements in the combination, or are inactive, 
idle lines, may be accurately determined. 

But I can see no authority in the law or the courts for 
this procedure. It is true that the courts, in considering 
an invention so pioneer that no anticipating art is 
known even for the broadest embodiment of its idea, 
often quote Sec. 4888 to the effect that the applicant "shall 
particularly point out and distinctly claim," etc. And 
just as, perhaps, "disclaimer" was imported from the 
courts to the Office, the "particularly point-out" plan 
may have so entered. 

In summary, as to rejection of application claims, I 
believe there is no legal authority for the refusal to cite 
existing pertinent art when the question for determina- 
tion is "novelty" or "invention. w 

Mr. Robinson has treated Office procedure as to claims 
in his usually exhaustive way. He makes it clear that a 
person precedes his entrance to the Office as an applicant, 
by making what he supposes to be a patentable invention. 
He is possessor of a certain "sum of information" as to a 
certain art. He conceives of something which to him is 
an improvement in the art, and his conception is suffi- 
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ciently clear to be disclosed to the Office. Even in view 
of his limited "sum of information" his new thing may be 
the result only of the exercise of mechanical skill. Jt 
may however, be the result of a true inventive act. 

But even such an inventive act is not necessarily 
entitled to reward in the form of a patent. For says 
Robinson, Vol. I, page 159: 

"The knowledge of mankind in general con- 
cerning any of the factors of the idea of means does 
not, however, demonstrate that the inventor 
shared such knowledge. Whatever information 
others may have possessed, the attributes of 
those factors may be new to him and have been 
ascertained by a true process of discovery/ . . . 
But as its only object" — that is, the object of the 
* patent law — "is to confer exclusive privileges 
on the first inventor, it consistently refuses to re- 
gard any exhibition of inventive skill, the result 
of which could have been attained by applying 
the constructive process to the discoveries of 
others." 

Thus a person, though a true inventor in view of his 

own previous "suim of information" is not a "legal" 

inventor; that is, an inventor in view of the "sum of in- 

* formation" possessed by those fully skilled in the art 

t concerned. An ordinary applicant for a patent is thus 

' honestly of the belief that he has performed an act of 

invention, that judgment being based on his "sum of 

information;" and if he desires a patent he follows the 

instructions of Sec. 4888. 

It is well to note that although Sec. 4888 by im- 
plication states the proper form of a patent, it is in reality 
addressed not to patentees, but to applicants. So that 
its direction that the claim must "particularly point 
out," etc., is not a direction to present a claim which the 
Office will declare to be patentable, but is to define what 
applicant believes to be his invention. Thus he comes 
to the Office with "clean hands" if he definitely states 
what he believes to be his invention. But, reiterates 
Robinson on page 305 of Vol. I : 

"An inventor does not become entitled to a 
patent merely by exercising his creative faculties 
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in the production of an art or instrument. The 
consideration for the grant of his exclusive privi- 
lege is the benefit which he confers upon the 
public by placing in their hands a means through 
the use of which their wants may be supplied. If 
the same means has been already made accessible 
to them by the inventive genius of a prior in- 
ventor, ... no benefit results to them from 
his inventive act, and there is no consideration 
for his patent." % 

Robinson obviously here implies that "intrinsic" in- 
vention is not necessarily "legal" invention. He con- 
tinues : 

"In order, therefore, that an invention may 
be patented or protected by a patent it must be 
new, that is, bestowed for the first time upon the 
public by the patentee." 
i 

And later, on the same page he defines "legal novelty:" 

st 'Novelty,' therefore, exists unless the inven- 
tion is already in the possession of the public as an 
operative art or instrument, and this occurs only 
when the invention itself is a matter of existing 
public knowledge, or is derivable from what is known 
without the further exercise of inventive skill. 
In other words as every variation of form, as dis- 
tinguished from variation in substance, is considered 
as effected by the imitative faculties, novelty consists 
in the substantial variation of the invention in ques- 
tion from all inventions which in the contemplation 
of the law, are already open to the public: " 

From this exhasutive definition of "legal invention" 
Robinson discusses "novelty" through over 150 pages. 
He, indeed, states, Vol. 2, page 140, that the applicant 
shall include in his claim only such parts as are necessary 
to define the real invention; but this again is based on the 
applicant's "sum of knowledge," and if a patent results 
the claim almost never issues in the form originally 
presented. One duty of the Office is to see that the claim 
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shall issue in proper form. In Vol. 1, page 155, Robinson 

says-: 

.» 

It is the duty of the Patent Office to secure the 
correct statement of the claims before it allows 
the issue of a patent. That the courts might, sus- 
tain a defective claim, in order to prevent the 
defeat of a granted ' patent, is no reason for per- 
mitting such a claim to pass the scrutiny of the 
department. The claim is to define what the 
Patent Office, after due examination, has ascer- 
tained to be the real discovery of the inventor, and 
it must be amended or withdrawn according to 
the judgment of the officers to whom this duty is 
committed. Once settled in its terms by their 
decision, the courts will not disturb it, either by 
interfering with its language or by narrowing or 
enlarging it by construction. . 

Thus we have the applicant coming to the Office with a 
" clean bill" and the Office prepared to investigate his 
right to a patent. 

The statute then turns its attention to the Office, and 
in Section 4893 directs the Commissioner to * 'cause an 
examination to be made of the alleged new invention or 
discovery ; and if on such examination it shall appear that 
the claimant is justly entitled to a patent under the law, 
and that the same is sufficiently useful and important, 
the Commissioner shall issue a patent therefor." 

And further, the statute in Section 4903 instructs both 
the Office and the applicant as to examination procedure:. 

" Whenever on examination any claim for a 
patent is rejected, the Commissioner shall notify 
the applicant thereof, giving him briefly the rea- 
sons for such rejection, together with such 
information and references as may be useful in 
judging of the propriety of renewing his applica- 
tion or of altering his specification; and if, after 
receiving such notice, the applicant persists in his 
claim for a patent, with or without altering his 
specification, the Commissioner shall order a re- 
examination of the case." 
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In considering this question of "legal novelty" which, 
as we have seen from the quotations above, includes 
"legal inventions/' I find no statement or intimation in 
Robinson's work that the Office may test this question 
except by the consideration of the claimed invention as a 
"unit" — he uses the word "unit" repeatedly — and the 
direct comparison of it with the total disclosed embodi- 
ment which furnishes the "sum of information" pos- 
sessed by those fully skilled in the art concerned, when 
any such art exists. (At rare intervals there are pre- 
sented to the Office inventions so pioneer in character 
that there is no known anticipating art.) 

Everywhere the procedure is a comparison between 
concrete things. The applicant was confronted with 
what was to him a problem. He solved that problem. 
No matter whether that solution resulted from only 
mechanical skill or from invention. No matter whether 
the solution is new or old. It is a solution. 

As an applicant he complies with Section 4888. 
Robinson implies in the quotation above, from his page 
305, that a patent shall be granted on the presented 
claim if its subject-matter has "legal novelty" and 
utility. 

As to claims which recite features not material to 
the actual combination on which the claim is drawn 
(McNeil), he says in a footnote in Vol. I, page>389, re- 
ferring to both the claim and the art compared with it 
to determine "novelty:" 

"But it is essential, when all immaterial parts 
are excluded, and the true constituent elements 
of each combination alone remain, these elements 
in- each combiriation should be equivalents of all 
those in the other." 

This procedure has the very great advantage that 
there is direct comparison between concrete things, in- 
stead of comparison between a concrete thing presented 
to the Office, and the definition of a term or expression 
like "aggregation," "disclaimer," "particularly point 
out," etc. 

That the avoidance of these terms and expressions in 
Office practice is not fatal appears from the nearly nine 
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years existence of Division 39. During that time thou- 
sands of cases have been acted on; hundreds have been 
a 11 db n d, before or after final rejection ; and I am glad 
to say, many have been allowed. I believe that more 
applications have been finally disposed of than would be 
the case under any other procedure. 

I should like to touch briefly on another phase of the 
citation of art. 

It is recognized that the relation between a patentee 
and the public is in the nature of a contract. 

A thing having been found to be patentable, as to that 
invention the applicant is related to the public as a 
creditor to a debtor. He may abandon all of his inven- 
tion to the public. Why should the present law be in- 
terpreted to require that he shall abandon all, or none; 
that he shall give everything or demand his "pound of 
flesh;" and so compel him to define his actual invention 
, in the broadest form? 
' A patentee is at liberty to treat the public as a licensee 
or grantee, and so abandon a part of his patent right. 
Why may not the statement of his duty to claim his 
invention be construed merely to mean that he must 
define clearly the bounds of the monopoly he desires, 
even though it be less than he is entitled to? An ordinary 
creditor may give a receipt in full when less than the 
whole amount of the debt is paid, if he is willing to do so. 

Abandonment of a part of a monopoly to which an 
applicant is entitled would appear in a claim in the form 
of the recitation of unnecessary limitations. Suppose 
McNeil had known he was entitled to a monopoly on 
his new stitcher for all of its uses, but as* a practical 
manufacturer cared only to use it in connection with a 
trimmer, dedicating all its other uses to the public. The 
court would hold him striptly to his limited monopoly. 
Who would be injured? Would not the Office duty be 
complete if it should inform the applicant of the true 
breadth of his monopoly, and leave him to deliberately 
restrict it as he desires? 

A practice of allowing such limited monopolies would 
immensely simplify Office practice, a combination claim 
then being allowed if it contains a novel element. 

Under this theory the McNeil claim would have been 
allowed, as well as the butter-knife claim above. 
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The McNeil claim coulc^ therefore, according to the 
various theories of Office practice, be refused action as 
an "aggregation' ' (ex parte Potter); could be rejected 
on "disclaimed matter" disclosed; rejected as failing to 
"define" the invention; rejected on an "equivalent, as 
was actually done; or, under the last-mentioned theory, 
could be allowed. 

If rejections are to be based wholly or partly on 
"aggregation," "disclaimer" and "particular definition" 
in the claim, there should at least be authoritative 
definitions of those terms. Judgment as to patentability 
in view of a particular disclosure of art must, apparently, 
always be influenced by the personal factor. But as to 
the other fundamentals of Office practice there should 
be such accurate and widespread information that the 
personal factor would not influence the action. All 
applications are addressed to the Honorable Commis- 
sioner of Patents, and so far as is possible, all applica- 
tions should be examined as if they were examined by 
him. 

Rules 66 and 68 interpreting Section 4903 above 
quoted are the two "golden rules" of our official daily 
conduct. Figuratively their language should be on the 
wall of every division. As to these rules we should be 
strict constructionists, and insist on following the first 
rule and that applicants shall follow the second rule. In 
this way cases can be really and rapidly progressed. 

In spite of the academic familiarity with these two 
rules the first paragraph of each is worthy of frequent 
repetition. 

"Rule 66. Upon the rejection of an application 
for want of novelty the Examiner must cite the 
best references at his command. When the refer- 
ence shows or describes inventions other than that 
claimed by the applicant, the particular part relied 
on will be designated as nearly as practicable. 
The pertinence of the reference, if not obvious, 
must be clearly explained and the anticipated 
claim specified." 

Rule 68. "The applicant has a right to amend 
before or after the first rejection or action; and he 
may amend as often as the Examiner presents new 



22 

references or reasons for rejection. In so amend- 
ing the applicant must clearly point out all the 
patentable novelty which he thinks the case 
presents ifl view of the references cited or the 
objectiofls made. Hei 1 must also show how the 
amendments avoid such references or objections." 

It should be remembered that the time of a great many 
patent solicitors is more valuable commercially than the 
time of the examiners. Their clients pay more for their 
services than the Office pays the examiners, and many 
solicitors are pa^d according to the actual time employed 
on a' case. It is due to applicants, therefore, that every 
Office action should be so definite that time need not be 
wasted in determining its meaning; and every action 
of an applicant should be equally clear. 

I believe the greatest material thing in any country 
is its natural resources; the next, the defense of those re- 
sources ; and then the development of those resources by 
the peaceful development of the arts and sciences. This 
development is practically synonymous with civilization. 

But men are not yet so altruistic as to spend time/ 
money and thought in such development without the 
prospect of financial return. Therefore every progressive 
country has its patent system. Our patent system thus 
stands on this lofty plane in relation to the welfare of our 
country; and everybody connected with it, in or out of 
the Patent Office, should be proud of that connec- 
tion, and anxious to assist in doing the greatest good 
to the public by the exercise of the maximum efficiency. 
And in that efficiency, uniformity and consistency in 
practice are a large factor. 

April 8, 1915. 
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and Cross-References 



By 
FRED M. HOPKINS, 

First Assistant Examiner, Division Twenty-eight, 
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Rule 43 of the Rules of Practice and Commissioner's 
Orders Nos. 1832, 2010 and 2071 direct that certain 
classes of applications shall contain cross-references to 
each other; and that divisions, continuations and substi- 
tutes for previously filed applications shall have en- 
dorsements upon their file wrappers referring them to 
their parent cases. 

There exists no definite statement as to exactly what 
is covered by the terms division, continuation, and 
substitute; and there are several classes of application 
which should logically bear endorsements on their file 
wrappers to show their connection with other applica- 
tions, but which are not covered by the terms just 
quoted. 

Therefore it is the purpose of this paper to discuss the 
object of such endorsements and cross-references with 
the view to more exactly define the significance of the 
terms in question, and to suggest forms of endorsement 
to be placed on the file wrappers of those applications 
which are not covered by the said terms but which 
nevertheless should bear some indication of their re- 
lationship to certain other cases. 

Such endorsements and cross-references have several 
important functions. 

First. They indicate the ownership of the applications. 
This information is necessary that the patents may 
issue to the proper parties. The assignment of an appli- 
cation affects the title, not only of that application, but 
of all divisions, continuations and substitutes thereof 
which may be fil§d. Such divisions, continuations and 
substitutes should issue to the assignee of the parent 
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case; and should therefore contain an indication of such 
relationship. As the relation of the applications can be 
determined only by a comparison of the applications, 
the assignment division, in dealing with the cases, is 
almost necessarily compelled to rely upon the notices 
appearing on the file wrappers and in the specifications. 

Second. Where the original and subsequent applica- 
tions are co-pending, the notices indicate the date to 
which applicant is entitled when, in the prosecution of 
the later application, its date of filing is considered. 

Third. In the case of a patent, such a notice apprises 
any one examining the record of. the patent that another 
application or patent exists which may contain claims 
covering the subject-matter disclosed in the patent 
containing the notice. 

Fourth. The notices inform the public of other appli- 
cations in which the prosecution of the claims might have 
been carried on; and prevent the practice, more or less 
common at one time, of prosecuting claims to allow- 
ance and then filing a new application containing only the 
allowed claims and giving no hint to the public of the 
steps leading up to allowance. 

The relationship of the subsequent application to the 
parent case can be most easily and accurately deter- 
mined by the examiner during the prosecution of the 
applications before him; and on him logically falls the 
duty of making the proper endorsement on the file 
wrapper and requiring proper references in the speci- 
fications. 

The instructions placing this duty upon the examiner 
are found in Commissioner's Orders Nos. 1832, 2010, 
2071 and Rule 43 of the Rules of Practice. These orders, 
when read together, direct as follows : 

When an application is filed which, in the opinion of 
the examiner, is a division of, a continuation of, or a 
substitute for, a previously filed application, the exam- 
iner will not require applicant to insert a reference to 
the prior application in the specification; it being re- 
garded as sufficient if this reference appears somewhere 
in the record of the application. The examiner will make 
the appropriate entry upon the face of the file wrapper. 
The heading of the printed patent will then conform to 
this entry. 



Rule 43, relating to cross-references, reads as follows: 

"When an applicant files two or more applica- 
tions relating to the same subject-matter of 
invention, all showing but only one claiming the 
same thing, the applications not claiming it must 
contain references to the application claiming it." 

In the previously mentioned orders, only the three 
terms, division, continuation and substitute are used, 
and it is impossible to group under these three terms all 
the various applications requiring endorsements on the 
file wrappers, without extending the meaning of these 
terms beyond their commonly accepted significance. 
Since certain decisions have rather clearly defined the 
meaning of the terms division and continuation, it has 
been suggested that the term substitute should be ap- 
plied to all cases which require endorsements and which 
are not covered by the terms division and continuation; 
but to me the broadening of these terms to cover a 
variety of applications having diversified characteristics 
appears improper. 

The term Division has a well-defined meaning and is 
generally accepted as designating an application which 
contains only matter carved out of a previously filed 
application or which contains only such matter modified 
by immaterial additions or changes. A division must be 
filed during the pendency of the original application. 
To such applications and such only should the term 
division be applied. 

It sometimes occurs, however, that an application is 
filed which, so far as the subject-matter is concerned, 
would be a true division of a previously filed case, but 
the filing of which was delayed until after the grant of a 
patent upon the original application. By reason of this 
lack of continuity in prosecution, this application can 
not properly be designated as a division. Such a later 
filed application, although, through lack of continuity 
in prosecution, not entitled to the date of filing of the 
first-filed application, would yet be covered by an assign- 
ment of the latter. Therefore, in order to insure the 
issuance of the patent to the proper party, the later 
filed application should contain some reference to the 
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earlier. Therefore since in practice the form of endorse- 
ment to be placed on the file wrapper of said case is not 
yet definitely decided and the latter case in every respect 
except that of filing is a division of the earlier, it is sug- 
gested that the term Division Filed After Grant be en- 
dorsed on the file wrapper. While, of course, such a 
case is not a division in the generally accepted meaning of 
the term, yet it is a division of the subject-matter of the 
earlier case. The proposed form of endorsement would 
indicate this fact, as well as disclose the break in con- 
tinuity of prosecution. 

The term Continuation does not have so generally 
accepted a meaning as the term division. It appears 
to be used in some decisions in a sense broad enough to 
cover any application which is entitled to the date of a 
previously filed application and where so used, would 
include divisions and substitutes. As all three terms are 
used in the orders, it is apparent that they are intended 
to have distinct meanings. Therefore, in the absence of 
definite instructions as to the meaning of this term, it is 
suggested that it be applied exclusively to those appli- 
cations which contain only claims that could have been 
made in an earlier copending application, but the subject- 
matter of which involves a material departure from the 
earlier application. Such applications, like divisional 
applications are entitled to the date of the earlier applica- 
tions, but, on account of the departure from the earlier 
applications, can not be termed divisions. 

Similar to the cases above termed divisions, there are 
applications which, as far as the subject-matter is con- 
cerned, might be termed continuations, but the filing 
of which is delayed until after the issue of the original 
application. While such cases have no continuity of 
prosecution, there is, nevertheless, continuity of subject- 
matter and an assignment of the" prior application would 
carry title to the subsequent application. It is therefore 
suggested that such an application might be designated 
a Continuation Filed After Grant. The words " filed 
after grant' ' clearly negative the idea that there is any 
continuity in prosecution of the two applications. 

There is another class of applications which are 
clearly related to continuations, but which it will be mis- 
leading to endorse as such. These are applications whose 
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disclosure, while differing materially from that of prior 
applications, yet afford foundation for claims that might 
have been made therein and which contain claims both 
to the common subject-matter and that which is not 
common. These applications are entitled to the dates 
of the prior applications for the claims that could have 
been made therein and to their own dates for the re- 
maining claims. Such applications have been termed 
Continuations in Part. The assignments of the prior 
applications do not carry title to such subsequent ap- 
plications. Therefore there seems to be some question 
whether it is advisable to make any endorsement on the 
file wrappers of continuations in part. Since, however, 
a portion of the claims are entitled to a date earlier 
than that disclosed by the application, it is of interest 
to the public to have knowledge of the earlier applica- 
tion. Some reference to the earlier application should 
therefore appear in the record of the later application. In 
view of the possible advantage to be derived from the 
information given by such endorsement and in view of 
the absence of any apparent objection thereto, it is 
suggested that such cases bear the endorsement Con- 
tinuation in part. 

If an application having the characteristics of a con- 
tinuation in part is filed after the issuance of a patent 
on the prior application, it could be endorsed Continua- 
tion in Part Filed After Grant 

The term Substitute should be applied only to an 
application which is substituted for, or replaces, another ; 
the first application being forfeited or abandoned. This 
application of the word is consistent with its general use. 
Tins term would then be applied to an application sub- 
stituted for another when the latter covered substan- 
tially the same and the entire subject-matter of a prior 
application. Such an application can not be termed a 
division, since it contains the entiie disclosure of another 
application, nor, with the restricted meaning above given 
to the term continuation, can it be called a continuation or 
a continuation in part. For the two latter terms have been 
defined as involving a departure from the prior applica- 
tion. The most usual instance of this type of application 
is where an application is prosecuted to allowance and 
then abandoned in favor of a new application containing 



6 

the claims which were determined to be allowable in the 
prior application. 

There could be no substitute filed after grant of a 
patent, since the subject-matter of the two applications 
would be the same and all claims of the later applica- 
tion should have been made in the prior application. 
Applicant's remedy in such a case would be a reissue of 
the patent. 

These terms used as above suggested indicate the 
relationship that exists between the subject-matter of 
the several applications and also indicate by the words 
" filed after grant' ' whether or not applicant can carry 
back his date to a prior case. Furthermore, they cover 
all those cases in which endorsements on the file wrappers 
are necessary. 

If a parent application contains claims which cover 
the structure disclosed in a division or a continuation, 
such division or continuation would come under Rule 43 
requiring a cross-reference to the parent case. It appears, 
however, from Order No. 2071 that an endorsement on 
the file wrapper and notation in the heading of the 
printed patent are sufficient reference to the parent 
application to meet the requirements of Rule 43. 

In the case of a continuation in part which discloses 
matter covered by claims in the prior application, . if 
no endorsement of the prior application is made on the 
file wrapper, such continuation in part should, under 
Rule 43, contain a cross-reference to the earlier case. 

All parent cases should, under Rule 43, contain cross- 
references to divisions, continuations, and continuations 
in part, as the latter cases all contain claims reading on 
the disclosure of the earlier cases. 

There is a class of cases which require cross-references 
but not endorsements on the file wrappers. These are 
cases which disclose certain common features, one of the 
cases containing claims broad enough to read on the 
disclosure of the other case and the other containing 
specific claims reading only on the structure of its own 
case. In these cases, the specific case is not entitled to 
the date of the generic case, but should contain a cross- 
reference thereto. These cases may be filed simultane- 
ously or on different dates. 

Another class of applications in which cross-references 



are necessary is where several applications disclose a 
common structure but the claims in each are limited to 
the specific features thereof. 

In regard to the nature of the cross-references them- 
selves, it was held in ex parte Finch, C. D., 1884, page 1, 
that references should state the serial numbers and dates 
of filing of the applications, and in ex parte Everitt, 
C. D., 1889, page 213, that "they must be of such nature 
that they will impart a more or less definite conception 
of their scope." 

In ex parte Kellogg, C. D., 1906, page 84, two appli- 
cations filed by different inventors were owned by the 
same party and the assignee wished to refer in one case 
to the other and it was held that there was nothing in 
the rule that applications are preserved in secrecy 
which would make the reference improper. Apparently 
a party should never be permitted to refer in one appli- 
cation to that filed by another unless both applications 
are owned by the same party. 

Where an application to which reference is made 
matures into a patent before allowance of the latter case, 
the serial number and date of filing appearing in the 
cross-reference should be replaced by the number of the 
patent and the date of issue. 

A reference in an application to another for a disclosure 
of a feature of invention should not be permitted, as 
each application should be complete in itself, and further, 
the application referred to may not mature into a 
patent. Ex parte Scott, (\ D., 1901, page 59, and ex 
parte Kellogg, C. D., 1906, page 84. 

November 2, 1916. 
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Building Structures as "Mamtfacttass" 



By 
FREDERICK F. MASON, 
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U. S. Patent Office. 



The purpose of this paper is to consider the question 
whether such structures as buildings and parts of build- 
ings fall within the term "manufacture" as used in 
Sec. 4886, Revised Statutes. Robinson in his work on 
Patent* defines a manufacture to be — 

"an instrument created by the exercise of mechan- 
ical forces and designed for the production of 
mechanical effects, but not capable, when set in 
motion, of attaining by its own operation to any 
predetermined result." 

As he points out, a manufacture possesses no inherent 
law which compels it to perform its functions in a given 
manner, and in this absence of principle lies the distinc- 
tion between a manufacture and a machine. 

A building, or part of a building, such as a wall, roof, 
floor, etc., is believed to fall well within the above 
definition of a manufacture. They are created by the 
exercise of mechanical forces, are clearly designed for the 
production of mechanical effects, and aie not capable, 
when set in motion, of attaining to any predetermined 
result by their own operation. 

Robinson, in Vol. 1, footnote to page 249, states that : 

"A distinction is necessarily drawn by the courts 
between a plan or project for doing something 
and the method by which it is to be physically 
effected. The former, if the ideas or mode of 
delineation are new, may be protected by copy- 
right, not by patent since the plan or project 
though capable of being carried out by the use 
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of means is not in itself a means. Thus, an 
architectural plan for the building of a house, 
though new and original, is not an art or any other 
form of invention," 

and cites Jacobs vs. Baker (1868), 7 Wall, 295. 

One question that presents itself from the above is, 
what is meant by the expression "a plan or project, ,, in 

the statement — 

"a distinction is necessarily drawn by the*, courts 
between a plan or project for doing something 
and the method by which it is to be physically 
effected. ,, 

Of course, it is obvious that as far as the plan of a 
building or jail, in so far as it appears on paper in the 
form of a drawing, is concerned, it could only be pro- 
tected by copyright, since when the drawing or plan is 
completed the result is merely a sheet of paper with 
numerous straight and curved lines thereon. But how 
about the completed building and component parts 
thereof after they are actually constructed? It appears 
to be equally obvious that they would not be the subject- 
matter for copyright. 

An inspection of the Jacobs vs. Baker case, supra, 
reveals that there were four patents sued upon, the first 
of which claimed "a secret passage, or guard-chamber" 
arranged in a certain way, and the fourth of which was 
for constructing and arranging cells in jails with spaces 
therebetween and one above the other, while the claims 
of the second and third patents were for the specific 
structure of the wall and the joint between the plates 
thereof. Mr. Justice Grier in delivering the opinion of 
the court said: 

"Now a jail can hardly come under the denom- 
ination of 'a machine'; nor, though made by 
hands, can it well be classed with 'manufactures'; 
nor, although compounded of matter, can it be 
termed a ' composition of matter,' in the meaning 
of the patent act." 

Nor did he appear to think that it would come under 
the head of an "art." 



From the subject-matter of the four claims as outlined 
above, it can be readily seen how those of the first and 
fourth patents could not be classified under the head of 
"manufactures," for the reason that they recite no 
structure whatever, but merely the arrangement of 
things in space; but when the second and third claims 
are considered, it is not at all clear how the learned 
judge could hesitate for a moment to classify the subject- 
matter thereof under "manufactures," since what these 
two claims recite is the specific structure of a wall and of 
the joints between the plate sections of such wall. Such 
structures clearly would not be properly classifiable 
under either "art," "machine" or "composition of 
matter"; however, on the other hand, if they can not 
properly be called a "manufacture" them a large part of 
the work in Divisions 33 and 29 (including a great 
volume of existing patents) must be considered as out- 
side of the provisions of the patent statutes, to wit, for 
an "art, machine, manufacture, or composition of matter, 
or any new and useful improvements thereon," and 
such patents accordingly invalid. This, however, is not 
believed to be the case, and it is thought that such wall 
and joint structures are properly classifiable under the 
term "manufactures" whether claimed as being in a jail, 
a dwelling house, or piece of cabinet work, the latter of 
which Webster's Dictionary cites as an example of a 
"manufacture." 

The Jacobs vs. Baker case, however, was not decided 
on the above question of law, but it was decided on the 
issues of fact, the evidence showing that the plaintiff 
Jacobs was not the first inventor. The reason for devot- 
ing so much discussion to this case is because it has been 
accepted in subsequent cases, such as the American 
Disappearing Bed Co. vs. Arnaelsteen, 182 Fed., 324, 
the International Mausoleum Co. vs. Sievert et al., 197 
Fed., 936, and Fond du Lac County vs. May, 137 U. S., 
395, as settling the above question. 

The structure covered by the patent sued upon in the 
case of the American Disappearing Bed Co. vs. Arnael- 
steen, supra, before the Circuit Court of Appeals, Ninth 
Circuit, was a number of rooms, in an apartment house, 
so arranged that a recess was formed between two of 
them, into which recess a bed was to be rolled with the 
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foot of the bed so designed that it would close the mouth 
of the recess. In arguing the question as to whether or 
not the invention in this case came within the meaning 
of that part of the patent statute which states that 
patents may be obtained for a new and useful art, 
machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, it was con- 
tended that it should come within the term manufacture, 
when that term was given the liberal construction which 
accords with the genius and purpose of the patent laws. 
Mr. Justice Gilbert, however, was of the opinion that it 
would be an undue expansion of the wdrd "manufacture" 
to hold that it includes the construction of a house, or 
of any room or recess in a house; that as used in the 
patent laws, the term "manufacture" comprises articles 
or implements made by human agency from raw or 
prepared material; and that it would be a gross misuse 
of the word to say that a house or a room in a house is 
manufactured. The court then cited the Jacobs vs. 
Baker case, supra, in support of this view. 

In the lower court, Judge Wellborn cited the following 
definition (among others) of the word * 'manufacture' ' 
as given by Webster: "anything made from raw materials 
by the hand, by machinery, or by art, as cloths, iron 
utensils, shoes, cabinet work, saddlery, and the like," and 
then stated, "These definitions as illustrated by the 
examples given, obviously do not include a building." 
He also cited one definition of the word "manufacture" 
as taken from the Century Dictionary to be, "Anything 
made for use from raw or prepared materials; collec- 
tively, manufactured articles; figuratively, anything 
formed or produced; a contrivance," and also concluded 
that this definition did not include a building. 

The plaintiff in the lower court called the court's 
attention to the following paragraph from Walker on 
Patents (4th Ed.), pages 12 and 13, section 17: 

"The word 'manufacture' has a much narrower 
signification in the American patent laws than 
it has in those of England. In the latter it 
includes everything made by the hand of man ; and 
also includes processes of manufacture. Accord- 
ing to the former, processes are patentable because 



they are arts, while some of the things made by 
the hand of man are patentable as machines, and 
some others are patentable as compositions of 
matter, and some others are patentable as designs. 
Whatever is made by the hand of man, and is 
neither of these, is a manufacture, in the sense in 
which that word is used in the American patent 
laws. The term should be held to justify a patent 
for the invention of a new and useful human 
habitation, or a new and useful improvement of 
such a structure. This statement is ventured, 
notwithstanding the facetious obiter dictum of 
Judge Grier in the jail case." 

Judge Wellborn, however, in dealing with the above 
quotation from Walker, stated in his decision: 

"If 'manufacture 7 were held to include every- 
thing made by the hand of man, not only would 
its popular meaning be disregarded, but at least 
two classifications found in the patent statute 
would be useless, since manufacture would then 
comprehend all that is included, either in the 
word 'machine/ or the expression 'composition of 
matter.' Furthermore, the text above quoted, 
notwithstanding the high respectability of its 
author, is met by the case which he himself 
refers to as out of line with the statement h 
ventures, namely, Jacobs vs. Baker" (which is 
the "jail case"). 

The patent in the above case was held void, on the 
ground that the subject-matter was not within the 
patent law. 

In considering the term "manufacture," it is believed 
that the extensive use of the word "article" in connec- 
tion therewith, as in the expression "an article of manu- 
facture," has possibly had much to do with creating an 
idea in the minds of some that an object in order to be a 
"manufacture" must possess portability, and be capable 
of being made in a factory and placed on the market as 
a thing which can be readily moved and handled. That 
this is not the true test, however, is apparent from the 
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many classes and subclasses in the U. S. Patent Office 
classification to the contrary, such as Bridges, Masonry 
and Concrete Structures (under which may be found 
massive integral column and floor structures, large 
chimneys, silos, foundations, stairs, arches, etc.), Wooden 
Buildings, Paving, Ships, and Hydraulic Engineering 
(with its massive retaining walls and dams). It is 
obvious at a glance that the above named structures 
are not built in a factory, but are built in situ, the 
buildings, pavements and the like in their permanent 
resting place on land, and the ships in dry docks, or on 
ways. To be sure the smaller component parts may be 
made in a factory, but can it be said that when these 
parts are patented nothing further remains to be 
patented? Clearly not, in view of the endless number 
of decisions on combinations. Further, if such structures 
as named above are clearly not within the purview of 
the patent statutes, is it not readily supposable that in 
the present endeavor to catch up with the work, the 
Office would direct that all applications for such struc- 
tures be at once rejected, without further search, as 
not falling within the classes of the patent statutes and 
thus make available the time of more examiners # and 
assistant examiners on other lines of work. 

It is generally conceded that a button-hook and a 
telescope come within the term "manufacture," yet can 
we say that the former is such, more so than the latter 
because of its size? Again, where would there be any 
line of difference in this respect between the small 
spy glass and the massive astronomical telescope? 
Would it be with the three-inch stand telescope at the 
street corner, with the six-inch instrument, or where? 
Again, would the small pocket revolver be any more a 
"manufacture" than the hunting rifle, or the mammoth 
modern cannon with its complex disappearing carriage? 
In the opinion of the writer, a building, a dam, a bridge, 
or the like is a "manufacture" just as much as the 
button-hook, revolver, telescope or cannon. 

in support of the contention that a building or a part 
of a building is properly classifiable under the head 
"manufactures," the following decisions will be discussed : 

In the case of International Mausoleum Co. vs. 



Sievert et al. (Circuit Court of Appeals, Sixth Circuit, 
March 3, 1914), reported in 213 Fed., 225, the structure 
involved was a mausoleum in the form of a community 
crypt, having a hallway or lobby of sufficient size to 
accommodate the funeral attendants, and protect them, 
during the services, from the weather. The catacombs 
were arranged in vertical rows, tier upon tier, were 
separated by partitions of cement, and provided with 
valved-ports which communicated with the air spaces 
in the outer walls. This structure was clearly a building, 
and the second claim read as follows: 

"A burial crypt comprising a structure with a 
reception hall-way, seamless catacombs located 
therein and spaced from the walls thereof whereby 
an air passage is formed, said catacombs being 
provided with valve- controlled ports at their rear 
ends which communicate with said air passage, 
said passage being provided with an outlet at or 
near the top of the structure, also valve-controlled 
ports at the front ends of the catacombs through 
which the air may be exhausted therefrom after 
the same are sealed." 

The lower court, following Jacobs vs. Baker, Fond Du 
Lac County vs. May, and American Disappearing Bed 
Co. vs. Arnaelsteen, supra, held the patent involved to 
be for a building and therefore void as for a subject- 
matter not within the patent laws. This was reversed, 
however, in the upper court, by Judges Denison, Knap- 
pen and Cochran; the court saying: 

"It seems clear that the making of the various 
parts of the mausoleum would be manufacture. 
The subject, in our opinion, does not lose its 
nature from the mere fact of the bringing of the 
parts together in a complete whole. . . . We 
think an improvement in mausoleum construction, 
aimed at securing convenience, preservation of 
the body, and sanitary conditions, should be 
classed as a manufacture under the patent statute." 



8 

In Johnson et al. vs. Johnston, 60 Fed., 618, Judge 
Acheson stated : 

"The term 'manufacture/ as used in the patent 
law, has a very comprehensive sense, embracing 
whatever is made by the art or industry of man, 
not being a machine, a composition of matter, or 
a design.' ' 

This was quoted with approval in Traction Co. vs. 
Pope, 210 Fed., 443, Mausoleum Co. vs. Sievert, 213 
Fed., supra, and Riter-Conley Co. vs. Aiken et al, 203 
Fed., 699. 

In the latter case the Aiken patent No. 718,044 was 
for a roof structure designed for use on large manufactur- 
ing buildings. In holding this to be patentable subject- 
matter the court said : 

"To us it is clear that as building is embraced 
in the inclusive scope of 'useful arts,' and as 
buildings, both as a whole and in their constituent 
parts of wood, brick, glass, iron, etc., are manu- 
factured products, and not natural objects, they 
fall within the broad terms 'manufacture 1 of the 
act of Congress and 'useful arts' of the Constitu- 
tion. ... To say that a roof falls within the 
domain of architecture is not to decide the ques- 
tion; for the question is not whether a roof con- 
struction is included in architecture, which of 
course, it is, but whether the roof section here 
in question is, in view of its several constituents 
and cooperating elements, a manufacture. We 
must not be misled by the factors of size and 
immobility. The pyramids, by reason of their 
bulk and solidity, are none the less a manu- 
facture, as distinguished from a natural object." 

Attention is further called to this case, and the deci- 
sion in the lower court found in Aiken et al. vs. Riter 
Conley Co., 205 Fed., 531, and the cases cited thereunder, 
as containing an interesting discussion of this question. 
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Robinson, in Vol. 1 of his work on "Patents," section 
183, says, in discussing the subject of "Manufactures": 

"The species of inventions belonging to this 
class aie very numerous, comprehending every 
article devised by man except machinery upon 
the one side, and compositions of matter and 
designs upon the other." 

That an arch of a bridge or like structure is a "manu- 
facture" within the meaning of the patent law, see 
Thacher vs. Mayor and City Council of Baltimore, 219 
Fed., 909. 

In Turner vs. Quincy Market Co., 225 Fed., 41, the 
Turner patent, No. 985,119 for an improvement in steel 
skeleton concrete construction in structures erected at 
least in part of reinforced concrete, was held to be for 
a "manufacture," within the meaning of the patent law. 

In conclusion, it is believed that a consideration of 
the foregoing cases establishes the fact that the weight 
of authority is clearly to the effect that a building, or 
part of a building, is properly classifiable under the term 
"manufacture," and therefore constitutes patentable 
subject-matter; and that the Patent Office is not in 
error in gi anting patents for this class of structures. 

December 21, 1916. 
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Comments Upon the Prolonged Pen- 
dency of Applications in the 
Patent Office 

By 
B. N. MORRIS, 

Principal Examiner, Division 29, 
U. S. Patent Office. 



Although everybody in the Patent Office is, probably, 
more or less keenly aware of the undesirableness of delay 
in the final disposition of applications, the possible evils 
thereof are not constantly and immediately before us 
in connection with each case, especially in the earlier 
stages of its life. It may therefore serve a useful pur- 
pose to sum them up as a means of keeping them con- 
stantly in mind, for the evils bear heavily upon the 
applicant, his attorney, the office and the public. Undue 
delay discourages an applicant and often embarrasses 
him in working or disposing of his invention. It fre- 
quently prejudices an attorney with his client. It in- 
creases the work of the office and the attorney, both by 
dulling the recollection and loosening the grasp of each 
upon the important facts involved, and by vastly in- 
creasing the probability of interferences and of the 
arising of adverse rights. But, perhaps most important 
of all, it frequently imposes heavy burdens upon a de- 
fenseless public, in which must be included patentees 
of cognate devices and manufacturers who have often 
invested large sums upon the basis of a supposed state 
of the art completely altered by a patent granted upon 
some application antedating all previously obtainable 
information upon the subject. 

Recognizing these evils has led me to consider how the 
examining corps can best avoid any share in their pro- 
duction. That in each division, we act upon all cases 
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and papers filed, at the earliest date possibly consistent 
with a proper consideration thereof, is of course to be 
assumed, as also, that each action is the best of which 
we are individually capable, and I need hardly word 
the experience, I am sure of each of us that the most 
careful and painstaking treatment, both as to merits 
and form, in the first action upon an application, fully 
justifies itself in the long run, despite an occasional 
temptation to just off-hand reject upon a "pat" reference 
"first out of the box" so dear to the heart of the new 
fourth. 

I may, however, mention a useful custom, followedjl 
believe by most of us, which I am sorry to say, I fear is 
not universal, but which I deem of great value in this 
connection. This custom is for the examiner in charge 
to inspect the new cases received each day and assign 
each to the assistant who is expected to handle it. If the 
examiner is in doubt as to the case being properly as- 
signed to that division he consults the appropriate 
assistant who, it may be observed, is very likely to have 
quite earnest convictions against accepting any case not 
clearly within his class. If the examiner and assistant 
can not agree upon accepting the case, the assistant is 
invited to consult any other division involved and to 
gather all data bearing on its assignment elsewhere. 
If the examiner is still in doubt, or believes a case for 
transfer has been made out, the case is referred to the 
Classification Division. All this is prior to the entering 
of the application on the examiner's register. When 
cases have been entered on the register, they are delivered 
to the respective assistants, who are instructed to inspect 
them as to the inventive matter disclosed, with sufficient 
care to make certain that they are properly assigned — 
in case of oversight by the examiner in charge — to ascer- 
tain whether any interference with any pending case be 
probable, and to ascertain its relation to his classes, to 
such a degree, that if between the date of such inspection 
and the reaching of the case in its order, in the searching 
of other cases, any class not palpably pertinent, is found 
to contain patents apparently bearing thereon, the fact 
may be noted in the case for future detailed considera- 
tion. 



The time saved and completeness of search facilitated 
by this preliminary inspection by the assistant, and the 
early opportunity given other divisions to make the same 
inspection is believed to materially speed the progress 
of applications through the Office and I should suppose 
this custom to be universal were it not that occasionally 
assistants from other divisions explain delays in offering 
cases, obviously proper for transfer, on the ground that 
they have just seen the case for the first time. 

Also, along the line of a suggestion by Mr. Frederick 
P. Fish in his instructive address to us, I may say that 
if it is at all practicable without serious sacrifice of 
time, and especially as to formal matters, I find it of the 
greatest possible advantage in hastening prosecution, 
that the official action suggest exactly what should be 
done, even to the extent of supplying language and in- 
dicating the exact plane of necessary sectional views, for 
instance, rather than merely to indicate the short-com- 
ings necessary to be remedied. There seems to be some 
human trait that causes the mind to fear, resent, or op- 
pose, what is not fully understood. By the majority, a 
concrete example is far more readily understood than 
the most explicitly worded abstract proposition. Even 
those aggressive minds which are impatient of sug- 
gestion, are still more impatient of less definite criticism, 
and while they may repudiate the language of the 
examiner, their excess of individuality is as likely to 
result in their trying to do the same thing better (and 
in fact doing so) as in opposing the change sought. 

Besides care and diligence in his own work, what more 
can an examiner do to shorten the life of an application 
beyond what may be sought by an over-driven, or negli- 
gent, wilful or incompetent attorney, or a lost-interest 
inventor, or an applicant plotting to play cat and 
mouse with the public and taking unjust advantage of 
all the just privileges of the statutes and the rules? 

Broadly, this: Having first insured so far as possible 
that in the first action the case has been treated so fully 
throughout, that no new ground of objection or rejection 
need be thereafter stated, which would delay final action 
for second consideration thereof, the examiner is then in 
position to insist that in every response, applicant 
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similarly, shall cover the entire field. Rule 68 provides 
that in amending — 

"applicant must clearly point out all the patent- 
able novelty which he thinks the case presents 
in view of the state of the art disclosed by the 
references cited or the objections made. He must 
also show how the amendments avoid such refer- 
ences or objections. ,, 

Rule 17 says: 

"Prosecution of an application to save it from 
abandonment must include such proper action 
as the condition of the case may require.' ' 

The broad authority given by these rules, to insist, 
not only upon such response, as will make some slight 
progress in the case, but upon such complete response 
as shall advance the case, in every respect, to the next 
stage, is obvious. But difficulties arise in exercising this 
authority, which often necessitates the exercise of keen 
judgment and discretion. 

Applicant's reply may be truly responsive to the office 
action, in any degree, from the smallest item only, to the 
entire extent or purport of such action, or, it may be 
utterly irresponsive in every respect and may also be 
informal — for instance, unsigned. 

By "responsive" is not meant, of course, that the 
views of the examiner are accepted by the applicant, but 
if they are not, it is believed that some, at least plausible 
attempt, must be made to show the error of the exam- 
iner, upon the first response to a criticism or rejection. 

As compliance with formal requirements, not affecting 
the merits, may be postponed until either agreement or 
an issue is reached, between an applicant and the 
examiner, responsiveness has a somewhat different 
application as to the formal criticisms than as to those 
affecting the merits. Even ignoring, until this stage, of 
formal requirements, not emphasized by the examiner 
for cause, may be disregarded. But when the final 
stage as to the merits is reached, and applicant cancels 
all rejected claims, or receives a final rejection, it is 
believed to be then incumbent upon him to completely 



prepare the case for issue, or, for appeal, as, by meeting 
the requirement, arguing at least plausibly against it, 
if it has not also been made final, or if it has, by filing a 
petition. Less than one of these courses is clearly not 
such "proper" action as the condition of the case may 
require. 

Applicant's response may be filed any time, from a 
day to a year after the official action. The action then 
proper to be taken, may depend upon the extent of the 
delay. 

In Division 29, immediately a response has been 
entered in the file — and previous thereto, if it be a substi- 
tute specification, or if it direct a cancellation of the 
drawing, or is not properly signed, or, is not filed within 
the year — it is placed on the assistant's desk, who is in- 
structed to examine it that day. If the case be in con- 
dition for allowance it is immediately passed to issue. 
If allowable, except for formal matters, action is taken 
immediately, calling attention thereto, and if they have 
been previously noted as they should have been (unless 
they occur in the new paper) applicant is informed that 
the year within which response must be made dates 
from the last previous action. If the time be short and 
further response be not within the year but is made with 
absolute promptness and renders the case allowable, it is 
entered and the case allowed; the promptness and full 
correction being accepted as evidence that full response 
was contemplated and merely omitted by inadvertence. 
But if the response beyond the year be again irresponsive 
it can not be presumed that a fully responsive action 
within the year was even contemplated, and it is believed 
that the examiner should hold the case to have become 
abandoned. Or, if there be ample time and the merely 
formal amendment be delayed beyond the year, or, if 
whatever may be filed within the year, be not fully re- 
sponsive it is believed then, also, the examiner should 
hold the case abandoned. 

It has been suggested that the examiner should not be 
so strict or so technical in finding abandonment upon 
the first delay of a year, as he may if such delay has 
occurred several times, but the statute and the rules 
make no distinction and it is my observation that when 
an applicant long delays response to the first action, he 
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rarely, if ever, acts more speedily later, unless pressure 
be exercised. 

If applicant's response does not place the case in con- 
dition for allowance as to the merits, the case takes its 
place for action in regular order, unless the paper be not 
properly signed and be filed near the end of the year, in 
which case applicant is promptly notified as required 
by the Commissioner's Order No. 1961. Of course, an 
amendment vitally defective in form, as, by not being 
properly signed, can not be entered so as to modify the 
case, but unless it be filed near the close of the year, 
so that immediate notification without waiting for action 
on the case in its regular order, is necessary, as provided 
in said order, I have made it a practice, though not so au- 
thorized by the order, to endorse it on the file and place it 
therein, instead of returning it as authorized in the order 
and besides the announcement of the informality of the 
paper applicant is given, in substance, the same action 
upon the case as if the paper had been formally presented. 
By this course, especially if the paper be irresponsive 
or ineffective, prosecution need not be delayed by 
futile presentation, formally, of the same defects, but 
applicant may in the formal paper, remedy the other 
defects of the previous one. In order that no injustice be 
done other applicants this action is not had until the 
case is reached in its order, which also gives applicant 
himself a chance to discover and remedy the formal de- 
fect which often happens, and this also sometimes pre- 
vents the crossing in the mails, of the examiner's criti- 
cism and the voluntary attempt of the applicant to 
remove the cause. 

Where an amendment only partly covers the case — 
unless the part treated be quite immaterial — it fre- 
quently happens that to delay action, on the ground that 
piece-meal prosecution is not to be encouraged, does not 
tend to shorten the life of an application. If the paper 
raises any substantial point, adequate action thereon 
by the Office, will often tend to advance the case, but 
it should always be accompanied by a reminder that the 
paper is not fully responsive and therefore is insufficient 
to save the case from abandonment, unless supported 
by further necessary prosecution to be filed within a 
year from the preceding action. Frequently such partial 



amendments are mere "feelers." If applicant or his 
attorney can speedily ascertain that certain claims will 
be allowed, it may be that others will be dropped in order 
to expedite the case. If the examiner can make it clear 
that they can not be, then attention is apt to be concen- 
trated in the next response upon the remaining matters. 
Here is where discretion must be exercised. If upon the 
record already made in the application, or, upon matters 
already in his knowledge, the examiner feels satisfied that 
a complete decision can be made on so much as is involved 
in the amendment, I can see no reason why he should not 
be willing to give applicant at this stage the benefit of 
his conclusions. Or, if he is satisfied that there is no 
other possible patentable feature in the case or that as 
to the rest of the case no further examination or argu- 
ment can possibly develop anything further, material 
to the case, although the partial amendment requires 
further search or further application of the references for 
complete action thereon, it seems to me best that action 
so far as possible be given at this time in order to expe- 
dite the case. There are, however, cases, where an 
application is full of details, many of which have not 
been claimed and which the examiner would naturally 
deem so obvious that they never should be claimed and 
wherein all substantial invention has been completely 
anticipated, but when the claims in every amendment 
jump from one set of details to another, when every- 
thing justifies the examiner in expecting that every future 
amendment will require a new search or a new ground of 
action. In such cases, an obviously partial response, de- 
mands no consideration whatever, beyond acknowledg- 
ment that it has been filed, with the statement that be- 
cause of its incompleteness it requires no further action 
until full response to the Office action is made. In many 
of these cases the whole intent of applicant or his attorney 
is to multiply actions, for each of which, I understand, a 
separate sum is charged the client by certain firms, and to 
badger the examiner into the attitude of the judge in the 
Scriptures, whom the woman worried into rendering an 
unlawful decision. This is the class of cases which 
necessitates the general rule against " piece-meal prose- 
cution," in the interest of expediting cases and preventing 
unworthy applicants or attorneys from monopolizing 
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the attention of the Office, to the detriment of other ap- 
plicants. Certainly, however, the examining corps 
should not prejudice so salutary and necessary a rule 
by misapplying it when it would delay instead of expe- 
dite the final determination of cases. 

There is one type of cases, in which both the utmost 
delay and at least partial non-responsiveness, is so nearly 
invariable as to be in effect the rule. The application, 
usually for a more or less complicated structure, fails 
essentially to disclose an operative device, and often it 
would seem that the preparation thereof has been at- 
tempted without sufficient data, or, by some one incom- 
petent to prepare such a dase. Whichever it be, the 
same cause which led to the defective preparation of the 
case will ordinarily continue to dominate its prosecution. 
If it be a mental incapacity, the same incapacity stands in 
the way of an understanding of the examiner's criticisms. 
Also, when a moral obliquity permits an attorney to file 
a case knowing and understanding its deficiencies of dis- 
closure, the same obliquity, will lead him to evade the 
issue, to attempt to divert attention, or, to pretend not 
to understand the defect or the examiner's criticisms. 
Either cause also leads to delay. It is obvious that the 
case is a bug-bear to the prosecutor. He avoids taking it 
up until tha*last moment. Perhaps, he hopes that time 
will dull the acuteness of the examiner's perceptions. He 
is especially insistent upon the citation of references and 
action upon the merits of claims not involving the in- 
operativeness, and that all such formal questions be de- 
ferred until that of the scope and allowability of the 
claims be determined. It is very seldom that an inventor 
prosecuting his own case pursues such an evasive or 
dilatory course, in response to a criticism of inoperative- 
ness, unless he is of absolutely unsound mind, and 
however in error he may be, in theory or practice, an 
inventor usually hastens to meet an issue of inoperative- 
ness, often to be sure, by suggesting inadmissible new 
matter, or by propounding fallacies, but also often by 
showing that the supposed inoperativeness is merely due 
to an accidental omission to state some operative rela- 
tion which, though not apparent, can be shown neces- 
sarily to inhere in the structure disclosed. Especially 
quick is the actual inventor to respond to any imputa- 
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tion on the operativeness of his device. This suggests 
that, in many cases when the attorney so evades, and 
delays, he is playing as unfairly with his client as he is 
with the Office. He seems unwilling to put the matter 
up to the inventor, perhaps, because he fears to betray 
his carelessness or incompetency. The longer he delays, 
the more unwilling he becomes, regardless of the fact that 
such delay may seriously prejudice the interests of the 
inventor, if it becomes necessary to file a new applica- 
tion. 

Obviously there is no advantage either to the public or 
to the applicant in any exhibition of leniency in such 
cases. Postponement of drastic action may vitally preju- 
dice both. The first office action should make clear that 
the question of inoperativeness is vital (for of course we 
are not now discussing mere incidental or collateral de- 
fects such as obvious mistakes or oversights of a drafts- 
man) and, although references may be cited, and applied, 
and claims rejected, warning should be given, that no 
further complete action will be had, until the objection 
of inoperativeness is disposed of. Full warrant for this 
position is presented by the fact, that until an operative 
invention is presented, there is no inventive substance to 
be treated. It may be well that the action add that it 
is not apparent that an operative disclosure can be 
made, without the presentation of new matter, and that 
failure adequately to respond to the criticism upon this 
ground, within the year, may work an abandonment 
of the application. 

If the response to this action presents the claims in 
such shape that they avoid all references, or may be 
finally rejected on those cited, the next action should 
so reject, or state that the claims cover novel matter, 
because this clears the deck, and leaves the matter of 
inoperativeness to stand out alone. If the response does 
not admit of this and does not advance the case as to the 
question of inoperativeness, it is believed that the action 
should be confined to the latter question, in order to avoid 
confusion, and because complete action, upon a structure 
which is inoperative, can not be had. If, for instance, 
the applicant merely controverts the examiner's holding 
of inoperativeness, without attempting to remedy the 
defects of description, or illustration, this obviously 
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advances the case to the point of enabling the examiner 
to repeat the action when, of course, if the rest of the case 
permits, it may be made final, or, if further action, 
otherwise, be necessary, as for instance, the citing of 
additional references to amended claims, or a re-applica- 
tion of the references, or, occasion for further criticism 
has arisen, such additional action must be had and 
final action on inoperativeness must wait for final action 
on the remaining points. 

On the other hand, amendment to correct inoperative- 
ness by introducing new matter, of course, requires 
objection or rejection or both on this ground, and as 
this new ground postpones final action on the case, as 
a whole, complete action on all other phases of the case 
is ordinarily advisable in order that the next action may, 
be final on all questions. 

If the only response upon the subject of inoperative- 
ness, is an ineffective amendment, not meeting in sub- 
stance the examiner's position, the insufficiencies should 
be briefly pointed out, and the paper stated to be not 
responsive, and further action refused, unless, as above 
stated, by final rejection of or admission of novelty in 
the claims, the issue between the examiner and appli- 
cant, can be limited to the single point, in which case, 
the appropriate announcement can be coupled with 
the holding of irresponsiveness, if the response has been 
filed so that action can be had before the end of the year. 

In either case, if the response is delayed beyond the 
end of the year, the application should be held to have 
become abandoned. 

In several instances where it has been thus indicated 
that the examiner should hold the case abandoned, this 
is not meant as even suggesting that such a holding 
must be sustained by the Commissioner if the matter 
be carried up by petition. 

As I read and apply the statute R. S. 4894 and Rules 
171 and 172, founded thereon, the Commissioner alone 
has the authority actually to decide what degree or 
mariner of prosecution is necessary to avoid abandon- 
ment, and what delay is excusable, and nothing here 
said is meant to encroach on this jurisdiction even by 
suggestion. 

On the contrary the aim is to caution against any such 
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encroaching by the examining corps, for I consider that a 
failure to note a delay to prosecute properly within the 
year, amounts to a decision that the delay was proper or 
unavoidable, which the examiner has no right to decide, 
if there be any conditions which raise the question. 

During the last eight years Division 29 has probably 
raised this question as often, if not oftener, than any 
other division in the Office. In about a third of the 
cases it has been sustained without comment. In about 
a third the examiner has been overruled as wrong in the 
particular case. In the remaining third, it might be 
said that applicant was let out with a warning. 

In every case there has been a very noticeable differ- 
ence in the prosecution thereafter and the examiner 
can not but feel that a good purpose was served. He 
can not help believing that the interests of the applicant, 
the Office and the public have profited, and that it is 
a wholesome thing for the practice that a primary 
examiner should be strict rather than lax in raising the 
question. 

It is believed to be wholly due to so strictly holding 
applicants to complete prosecution within the year, 
that Division 29 has no pending case earlier than March, 

1910, that there are only five cases filed in 1910 that are 
still pending before the examiner and only six filed in 

1911, all of which stand finally rejected and a propor- 
tionately small number in 1912, 1913 and 1914, while 
before this course was adopted there were cases pending 
in Division 29 which were filed before the change in the 
law limiting to one year the period for response by 
applicants. 

The Commissioner wishes me to add to the foregoing 
discussion the statement that even where he overrules 
the primary examiner and holds the application not 
abandoned, he is careful to require that the application 
be brought into condition for final action before passing 
on the question presented for his determination ; and delay 
by the applicant in filing a proper amendment at this 
stage is considered to be a part of the delay which must 
be shown to be unavoidable. 

November 9; 1916. 
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PREFACE. 

As Chief of the Assignment Division of the United States 
Patent Office, inquiries are often propounded to me re- 
lating to assignments, the recording thereof, and the effect 
of certain rights granted under patents and applications 
for patents, and in order to answer them intelligently it 
has been necessary to search many works of reference, as 
well as to rely upon my experience of nearly thirty years in 
the Assignment Division. 

The solicitation of a number of Attorneys has prompted 
me to publish this pamphlet, with the hope that it will 
prove of value to all interested in title matters pertaining to 
patent property. 



WILLIS B. MAQBUDER. 



Washington, D. C, 
January, 1912. 



Assignments of Patents. 

Section 4898 of the Revised Statutes provides that: 

''Every patent or any interest therein shall be as- 
signable in law by an instrument in writing; and the 
patentee or his assigns or legal representatives may, 
in like manner, grant and convey an exclusive right 
tinder his patent to the whole or any specified part of 
the United States. An assignment, grant or convey- 
ance shall be void as against any subsequent pur- 
chaser or mortgagee for a valuable consideration, 
without notice, unless it is recorded in the Patent 
Office within three months from the date thereof." 



RECORD BOOKS. 

In order to comply with said law the Patent Office has 
provided books for the record of such assignments as may be 
presented, and the assignment records of the Patent Office 
are intact from 1837 to the present date. In 1836 the entire 
records of the Patent Office were destroyed in a fire, and 
that is the reason why the records of assignments prior to 
1837 are not in existence. 

The books provided for the record of assignments are 
designated "Transfers of Patents," and contain 500 pages 
each, in alphabetical series, numbered from 1 to 88, and 
therefore the designation where an instrument is recorded is 
referred to by letter and number, as, for example, Liber 
H77; W 76; or A 75, etc. 

Since 1837 to the present date there are over 2,300 of these 
record books. It would therefore be an endless task to 
make a search of these volumes to ascertain the title to a 
patent; so it was necessary to have a separate index in 
which searches could be readily made, and such books were 
provided and designated "Digest of Assignments," in which 
there is an index of each instrument under the name of the 
inventor only, and consequently it is necessary to know the 



name of the inventor of the particular patent, application 
or invention under which a search is to be made, in order 
to make such a search. 

INDEXING AND BRIEFING. 

Prior to 1870 these indexes were made from party to 
party, as are records of transfers of realty, but it was found 
that if any particular paper in a chain of title was not re- 
corded, all subsequent assignments under the same patent 
were lost in making a search. Therefore in 1870 a special 
appropriation was obtained from Congress that new indexes 
might be made under the name of the inventor, and such 
indexes and digests were made by the clerks of the Patent 
Office working outside of office hours, and in due time a full 
set of digests were made and were accessible to the public 
for searches, and said system of indexing under the name of 
the inventor has been carried out to the present date. 

These digests contain the name of the inventor; the as- 
signor or the party who gives or grants the rights in the 
assignment ; the assignee, purchaser or beneficiary in the as- 
signment; the date of the writing; the date of its record; 
the description or identification of the invention, applica- 
tion or patent transferred which is recited in the assignment 
itself; a brief description or digest of the interests or rights 
transferred; designation where the same is fully recorded; 
when the original was returned, and to whom. This digest 
is particularly full and clear, being a brief description of the 
essentials of the instrument, so that one searching the rec- 
ords may find spread upon such digest a condensed descrip- 
tion of the writing. 

Digesting is one of the important branches of work done 
in the Patent Office and its value is inestimable. Into this 
work enter analysis, analogy, logic, common sense and office 
precedent. There are no written rules in making these di- 
gests, the 'deeds being so diverse as to render rules of little 
value. Tears ago the digesting was done in a most informal 
manner, being little more than an index, but for many years 
past, and especially since the inauguration of a new system 
in 1898, of briefing on sheets preparatory to revision, alter- 
ation and copying into the Digest books, it would be diffi- 
cult to find a more concise, correct and accessible record and 
index from which searches can be made. 
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These briefs are copied to form certified "Abstracts of 
Title" for use in the courts, and are constantly being search- 
ed by attorneys and others interested in patents, and with- 
out the "Digest of Assignments" their work would be not 
only difficult and voluminous, but the expense thereof would 
be very largely increased. 

At the present time there are 440 of such Digests of As- 
signments. They are separated alphabetically in the 26 
letters of the alphabet, to contain briefs of deeds under the 
initial letter of the surname of the inventor. Consequently 
in making a search you would ask for the books under the 
initial of surname, from a certain date, at least two years 
prior to the date of filing the application for the patent, 
to cover the term that the application may have been pend- 
ing and to obtain access to any assignments recorded prior 
thereto- In each of these volumes is a separate and detach- 
able index, and this index is made under the given name* 
of the inventor \ and under the first vowel of the surname. 



SEARCHING. 

If it be desired to ascertain whether any assignments 
under the name of John Wesley Richardson are of record, 
you obtain the books labeled R, turn to the index of first 
name, in this search under the letter J, and you will find 
thereunder the combinations Ba, Be, Bi, Bo, Bu, and By, so 
that it is only necessary in making the search for the name 
of John Wesley Bichardson to look under the combination 
Bi, and if there be any assignments in that volume under 
said inventor's name, the number of the page will be oppo- 
site his name, and if the name John Wesley Bichardson does 
not appear in this combination it is certain that no assign- 
ments from him or under his patents are of record in said 
book. Surnames beginning with a vowel and having no 
other vowel are indexed as if the initial stood for the first 
letter of the surname and also as the vowel, as, for example, 
Erp, Olds, etc., will be found in the combination E-e, O-o, 
respectively. 

It will be apparent that searches are by this system of 
indexing materially shortened, and that the information 
sought is particularly accessible. 
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Under the system of indexing only under the name of the 
inventor, instruments from an assignee to a third assignee, 
and from said party to others, will be found under the name 
of the inventor, and not from party to party, as before men- 
tioned. 

Following the regular index of names of sole inventors, 
there is found an index of joint inventors, together with 
names of firms and corporations that are registrants of 
trade-marks, labels or prints. 

Under this system of indexing it is a prerequisite that 
each deed recite specifically the full name of the inventor 
or registrant of each invention, application, patent, design, 
trade-mark, label or print affected by said writing, that a 
definite index may be made under each name, but frequently 
a deed that should be recorded fails to contain such identifi- 
cation, for instance, a deed from a company of all its pat- 
ents, etc., without enumerating same. 

This situation necessitated a special index for such papers, 
and therefore additional indexes were prepared and desig- 
nated "Irregular Transfers." 

Instruments that do not recite the name of the inventor 
or registrant, or for other reasons are irregular, are indexed 
among the "Irregular Transfers," under the name of each 
person, firm, corporation or court, etc., named in instrument, 
and in making searches it is therefore necessary to continue 
! the search in this index of "Irregular Transfers" under the 
1 names of all parties that are found in the search among the 
regular deeds, in order to have access to such unidentified 
deeds as may have been made and recorded by any of the 
owners disclosed by the search. 

There are of record in the Assignment Division of the 
Patent Office all sorts of instruments in relation to the 
title to inventions, applications, patents, designs, trade- 
marks, labels, and prints, such as assignments, licenses, 
agreements, liens, mortgages, shoprights, decrees of court in 
relation to title, and other papers. It can be readily appre- 
ciated that from such a variety of writings there are a num- 
ber of very informal writings presented for record, and 
much difficulty is experienced in intelligently spreading such 



instruments upon the digest of assignments, so that searches 
therein may disclose all papers that might in any way affect 
or relate to the subject matter of the search. 

IDENTIFICATION AND PROPORTION ASSIGNED. 

The inquiry has often been made why there cannot be an 
index under the numbers of the patents, as there is in most 
all other record offices in plat books, so that a person might 
at once see who owns a particular patent ; but the answer to 
this question is that there are of record in the office many 
instruments that may affect title indirectly or equitably, but 
do not specifically refer directly thereto. It is a common 
practice for inventors, preparatory to even making an appli- 
cation for patent for their inventions, to solicit and obtain 
the aid of capitalists, and to secure the latter there is drawn 
an agreement or a transfer that the whole or a certain por- 
tion of said invention, after it becomes a patent, will be, or 
is, transferred to the party furnishing the money to develop 
the invention. 

It will be apparent that at this time no identification of 
the invention is possible, inasmuch as the invention is prob- 
ably only in the mind of the inventor, and has not even yet 
been reduced to writing in order to apply for a patent, and 
therefore there is no data or other means of referring to the 
invention except by its mere name. If such an instrument 
be found of record the courts might hold that it would be 
at least a lien or an equitable transfer of the invention 
that may become a patent ; but should a patent be granted, 
such an instrument would be in the nature of an executory 
contract, and the party who has put up the money for the 
development of the invention, if denied a legal deed, has the 
right to go into court, if necessary, and compel a legal trans- 
fer from the inventor. In a number of transfers in which an 
inventor assigns a particular patent or application, specific- 
ally identifying same, there is also transferred ''all improve- 
ments that I may make thereon" or ''all improvements 
which I may make in the same class of invention. 9 ' This has 
been construed to grant at least an equitable interest in any 
further or future inventions that the inventor may make, 
and in making searches under a particular patent such writ- 
ings as above must be taken into consideration and weighed, 
in order that the rights of the parties mentioned may be de- 
termined. 
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Experience in the Assignment Division of the Patent 
Office has made me appreciate the extreme carelessness dis- 
played in drawing up instruments in writing affecting the 
title to patents or applications. In fact some of the papers 
presented for record show evidence of almost, I might say, 
criminal carelessness. No sane person in drawing up a deed 
of real estate would fail to recite the metes and bounds of 
the property, as that would seem to be the first essential, 
but many instruments are presented for record in the Patent 
Office that have no identification whatever. It will be ap- 
preciated what an assignment would amount to, for in- 
stance, if Thomas A. Edison should transfer an electrical 
invention "for which I am about to make application" with- 
out any other identification, inasmuch as Mr. Edison is a 
prolific inventor, having filed many applications and ob- 
tained many patents for improvements in electrical sub- 
jects. 

Identification of the application or patent transferred is 
of the utmost importance. The rules provide that if the 
assignment be dated subsequently to the application, the 
assignment must identify the application by date of execu- 
tion, date of filing or serial number of the application, "so 
that there can be no mistake as to the particular invention 
intended." (Rule 26.) 

If the application and assignment be executed on the 
same date, the assignment should identify the application as 
"executed of even date herewith," that there may be cer- 
tainty as to the particular invention and application af- 
fected. 

If more than one application for the same class of in- 
vention be executed upon the same date, care should be exer- 
cised to designate each by some arbitrary symbol, that each 
may be perfectly identified if it be desired to assign either 
of them. Such applications might be designated by letters, 
as, for example, "Oase A," "Case B," "Case C," etc., or by 
numerals, as, for example, "Oase 1," "Case 2," etc. 

In the decision ex parte Williamson, 88 Official Gazette, 
2065, the Commissioner says : 

"It is possible that the assignment mentioned above 
has reference to the invention covered by application 
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No. — ; but there is no certainty of this, and in such 
matters the Office requires certainty and not mere 
probability to justify its action." 

The proportion of interest transferred should also be 
carefully and correctly recited. If an inventor has trans- 
ferred a part of his interest to one party and desires to sell 
to another party a port interest, the proportion to each 
should be designated as a certain part of the whole and 
entire interest, rather than ae a portion of "my interest." 

• 

If two transfers, dated on the same date, sell to each of 
two parties "one-quarter of my right, title and interest," 
it cannot be determined which writing was first executed, 
thereby transferring one-quarter of the whole interest, or 
which was thereafter executed, thereby transferring one- 
quarter of the remaining interest. If each writing trans- 
ferred "one-quarter of the entire right, title and interest" 
the proportion assigned to each would be definite. 

Several years ago there was presented for record an as- 
signment in which it was recited that the inventor had made 
an application which was properly identified in the deed; 
that a party desired to obtain one-third interest therein ; but 
the second clause in the writing transferred to the pur- 
chasing party a one-half interest, and a request was made 
that the Commissioner of Patents issue the patent that 
might be granted on the application, to the purchasing par- 
ty, for the entire right, title and interest in the patent. 
The attorney presenting the instrument was called by tele- 
phone for the purpose of affording him an opportunity of 
withdrawing the instrument, and preparing a proper and 
consistent writing. An office boy was sent to the Assign- 
ment Division to inspect the assignment, and looking the 
matter over he said "That is funny, ain't it" The writing 
was subsequently corrected to recite one-third interest in 
the three clauses thereof, so as to make them consistent. The 
writing was then recorded and a patent was granted to 
the assignee for a one-third interest, whereupon he imme- 
diately returned the patent to the Office for a Certificate of 
Correction, with the statement that he had purchased a 
half interest in the patent, and could not understand why 
the patent had issued to him for a third interest only. 
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This incident is recited for the purpose of showing the 
necessity of much care in the preparation of assignments 
of pending applications, as also of patents. 

REQUEST TO ISSUE PATENT TO ASSIGNEE. 

A number of decisions hold that an assignment of an 
unpatented invention which fails to make a request that 
should a patent be granted upon the application trans- 
ferred, it issue to the assignee for his interest, is merely an 
executory contract and does not transfer legal title. 

In the decision Harrison v. Morton, Court of Appeals of 
Maryland, 83 Md., 476; 76 Official Gazette, 1275, before 
Judges McSherry, Bryan, Page, Russum, Boyd and Fowler; 
Judge Fowler says : 

"It follows from what Chief Justice Taney says in 
Gaylor vs. Wilder (10 How., 480), that prior to the 
issue of Letters Patent to the inventor he has an im- 
perfect inchoate right to its exclusive use, which he 
may perfect and make absolute by taking the steps 
required by law, and especially by having Letters 
Patent issued to him; or he may by an assignment 
of this inchoate right, coupled with a request to issue 
letters to his assignee, in compliance with Rule 26 of 
the Patent Office, transfer to such assignee a legal 
title to such invention. The legal title passes to the 
assignee under such an assignment, because he has 
under it, as the inventor had by law, the right 
to secure letters in his own name. But the only 
way in which such letters, which are the evidence 
of a perfect legal title, can be secured by the as- 
signee, is by request of the inventor first, and of his 
assignees, as the case may be, expressed in the assign- 
ment, * * * The general rule seems to be that an 
assignment without request conveys only an equitable 
title." 

Therefore in all assignments of pending applications it 
would seem to be absolutely necessary that the writing con- 
tain a request that the Commissioner of Patents issue any pat- 
ent that might be granted thereon to the assignee for his in- 
terest. About seven out of ten assignments presented for rec- 
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ord contain such a request, and when the patents are granted 
upon applications, the assignments whereof do not contain 
snch request, there is invariably a complaint that the patent 
has not issued to the assignee; but such complaint is too 
late, inasmuch as the rules provide that the request must be 
"embodied in the assignment," which assignment must be 
recorded in the Patent Office before or at a date not later 
than that on which the final fee in the application is paid, 
in order to have the patent issue to the assignee. The 
Office is constantly calling in local attorneys to correct 
assignments that have not been carefully examined before 
presentation, and nearly all of the correspondence of the 
Assignment Division is in criticising carelessly prepared 
writings, and it would therefore seem that many of the 
assignments forwarded to the Patent Office are prepared by 
office boys and without any consideration whatever from the 
attorney. 

FORM OP ASSIGNMENT. 

A great many assignments are filled out on printed forms, 
and frequently an instrument is presented in which it is 
attempted to transfer a pending application by altering a 
blank form intended for the transfer of a patent, and some 
of such attempts in changing the phraseology of the writing, 
or in filling blanks, are ludicrous. In the Office Rules there 
are certain suggestive forms for assignments, but even these 
are not properly followed, and there appear of record among 
the assignment records some instruments that if taken into 
court would not be considered for a moment. Inasmuch as 
the law does not provide a particular form for assignments, 
the Office cannot control the same, and has no authority to 
withhold the same from record, except as a matter of cour- 
tesy, which sometimes is not appreciated. 

Of course in assignments of applications where there is a 
request to issue, the Commissioner of Patents is authorized 
to withhold the assignment from record and require certain 
identification or the correction of informalities therein, inas- 
much as he is requested to act thereon in the issuance of the 
patent; but in deeds for patents he has no such authority, 
and consequently very many instruments are spread upon 
the assignment records of the Patent Office which are ut- 
terly worthless, owing to lack of identification of patents 
affected. 



ACKNOWLEDGMENT. 

The law does not require that an assignment of a patent 
shall be witnessed, be under seal, nor that it should be 
acknowledged, but merely provides that such assignment 
shall be "by instrument in writing signed by the owner." 

In 1894, in the decision American Cable Railway Co. v. 
Mayor of the City of New York, 60 Federal Reporter, 1016 ; 
67 Official Gazette, 1334, the United States Circuit Court of 
Appeals, Second Circuit, Judge Wallace decided : 

"A copy of an assignment of letters patent, certified 
by the Commissioner of Patents to be a true copy 
from the records of the Patent Office, if objected to at 
the time of offer, is not competent evidence of title." 

The reason stated by the Court was that 

"Section 4898 of the Revised Statutes does not 
make the recorded instrument evidence, does not re- 
quire the assignment to be executed in the presence 
of any public officer, or to be acknowledged or authen- 
ticated in any way before recording, . and does not 
provide or contemplate that it shall remain subse- 
quently in the custody of the Office " • * We are 
aware of no principle which gives to such a record 
the effect of primary evidence, or of prima facie proof 
of the execution or genuineness of the original docu- 
ment." 

After this decision the Scientific American, in comment- 
ing thereon, stated : 

"In view of the foregoing decision it will be well 
for those who are interested in patent property to 
take the precaution of having their deeds more fully 
authenticated and verified. Such documents should 
be executed before a notary public in the same man- 
ner that deeds and conveyances of real estate and 
other properties are certified." 

In 1890, in the decision Standard Elevator Company et 
al., v. Crime Elevator Company et al., 76 Fed. Rep., 767-792 ; 
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77 O. G., 811, Judge Showalter, in giving the decision of the 
Circuit Court of Appeals, 7th Circuit, composed of Judges 
Woods, Showalter and Bunn, held 

"The record of an assignment is in law tantamount 
to a finding or certificate by the Commissioner that 
the original is genuine. It matters not that the 
Commissioner may act upon the mere assumption that 
whatever paper of this kind is presented for record 
is genuine. He is a public officer charged by law with 
the duty of recording only such as are genuine. The 
law attaches to his act in making the record, the 
prima facie presumption that the instrument copied 
upon his record-book is entitled to record — that is to 
say, is genuine. * * * 

This court cannot accede to the view announced 
in Mayor of New York v. American Cable Railway Co. 
The rule as understood and acted upon prior to that 
decision is considered by this court to be the law." 

It will be observed from the foregoing that different cir- 

\ cudt courts and courts of appeals do not agree upon this 

] subject. As a matter of fact there are six decisions of the 

circuit courts in relation to this matter, three of which hold 

that certified copies of assignments from the records of the 

Patent Office are acceptable as evidence, whereas three other 

such courts hold that they are not evidence, if objected to, 

| and that the original assignment must be proven as are 

1 other papers. This question has never been taken to the 

Supreme Court of the United States, so that we have these 

differing decisions. 

Consequently by an act of March 3, 1897, in view of these 
conflicting decisions of the circuit courts, Congress enacted 
an amendment to Section 4898 of the Revised Statutes, as 
follows : 

"If any such assignment, grant or conveyance of 
any patent shall be acknowledged before anj notary 
public of the several States or Territories or the Dis- 
trict of Columbia, or any commissioner of the United 
States circuit court, or before any secretary of lega- 
tion or consular officer authorized to administer oaths 
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or perform notarial acts tinder section seventeen hun- 
dred and fifty of the Revised Statutes, the certificate 
of such acknowledgment, under the hand and official 
seal of such notary or other officer, shall be prima 
faoie evidence of the execution of such assignment or 
conveyance." 

This did not seem to meet the situation, as interpreted by 
the courts, inasmuch as it was held in the decision Eastern 
Dynamite Company v. Keystone Powder Manufacturing Co., 
in the Circuit Court, Middle District Penn., September 1st, 
1908, 164 Federal Reporter, 47, by Judge Archbald. that the 
law, Section 892 of the Revised Statutes, providing that 

" Written or printed copies of any records of the 
papers or drawings belonging to the Patent Office 
* * * authenticated by the seal and certified by 
the Commissioner or Acting Commissioner, shall be 
evidence in all cases Wherein the originals could be 
evidence' * * * does not establish the due execu- 
tion or genuineness of the paper which happens to 
be found there, which must be proved in the usual 
way. Nor is this affected by the act of March 3rd, 
1897, which provides that if any assignment, grant, 
or conveyance of a patent shall be acknowledged be- 
fore a notary public or certain other designated offi- 
cers 'the certificate of such acknowledgment under 
the hand and official seal of such notary or other offi- 
cer, shall be prima facie evidence of the execution of 
such assignment, grant, or conveyance/ An assign- 
ment so authenticated does not have to be otherwise 
proved, as by calling the subscribing witnesses, or by 
proof of the handwriting of the party who executed 
it, but the document itself must still be produced, 
and not a certified copy taken from the record, which 
in no respect is made a substitute. * * *The case 
is not to be ruled by analogy with the recording of 
deeds for the alienation of real estate, which depends 
upon the effect of local statutes, where, as in Penn- 
sylvania for instance, an exemplification of the record 
is expressly made evidence 'as valid and effectual in 
law as the original deeds themselves.' Congress might 
have so provided, but the fact is that it has not done 
so, and that is the end of it." 
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So it would seem that an acknowledgment to a patent 
deed, while not specifically required by the law, is absolutely 
necessary in order that the original, when presented as evi- 
dence, may be accepted under the Statute 4898 as "prima fa- 
cie evidence of the execution of such instrument or convey- 
ance," notwithstanding that a certified copy from the records 
of the Patent Office may not be acceptable as evidence. 

RECORDING WITHIN SPECIFIED TIME. 

The requirement in the statute for recording assignments 
within three months is very generally misunderstood as ap- 
plying to all assignments; but Section 4898, in which said 
provision appears, relates entirely and only to patents, and 
therefore assignments of patents only are required to be 
recorded within three months, in order to be good as against 
any subsequent purchaser without notice. The courts, how- 
ever, have held that even for such instruments the statute 
is merely directory, inasmuch as any subsequent recording 
will suffice to vest the assignee with title except as to inter- 
mediate bona fide purchasers without notice. Pitts v. Whit- 
man, 2 Storv 609; 2 Robb 189; Brooks v. Byam, 2 Story 
525 ; 2 Robb'l61 ; Boyd v. McAlpin, 3 McLean 427 ; 2 Robb 
277 ; Case v. Redfield, 4 McLean 52G ; 2 Robb 741. 

The law contains another section in relation to the re- 
cording of assignments. Section 4895 of the Revised Stat- 
utes provides that 

'Tatents may be granted and issued or reissued to 
the assignee of the inventor or discoverer; but the 
assignment must first be entered of record in the 
Patent Office." 

The courts have held that, "respecting the recording of 
an assignment of an invention, it is enough within the terms 
of the sixth section of the act of 1837 if it be recorded at any 
time before the issuing of the patent." Gay v. Cornell, 1 
Blatchford, 506. 

It will be observed that assignments of pending applica- 
tions are not required, therefore, to be recorded within three 
months, and it is a very common practice to withhold the 
recording of an assignment of a pending application until 
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the application is about to become a patent, filing the as- 
signment for record simultaneously with paying the final fee 
in the application. This practice is probably good, for the 
reason that if an assignment be spread upon record identi- 
fying an application by its date of execution, and said appli- 
cation should subsequently be placed in interference, the 
opponent, in order to obtain knowledge of the date of the 
application, frequently consults the assignment records to 
ascertain whether the other party has made an assignment 
giving such data, which is a distinct advantage in the prepa- 
ration of his preliminary statement. 

On the other hand, if the instrument be not recorded be- 
fore the grant of the patent, it occasionally occurs that the 
relations of the assignor and assignee become strained, and 
the inventor makes an assignment to another party, attempt- 
ing thereby to nullify the first assignment. 

CONFLICTING ASSIGNMENTS. 

Where there are conflicting legal assignments of record 
under a particular application, the senior assignee is, under 
the practice of the Office, allowed to intervene in the prosecu- 
tion of the application, (Spjarkes v. Small, 113 O. G. 1970) ; 
but should such case terminate in a patent said patent 
would issue to the inventor, that the courts might determine 
between the contesting parties the ownership of the patent. 
(In re Moller, 108 O. G., 2144). It is therefore questionable 
as to the proper practice of recording assignments of pend- 
ing applications. 

ASSIGNMENT BY OPERATION OP LAW. 

Very little consideration is given by most patent attor- 
neys to matters in relation to title, until a complicated case 
of ownership is presented to them for determination or dis- 
entangling, whereupon they usually attempt to apply the 
common law principles of transferring personal property. 

In transfers of Patents there is a very general misunder- 
standing among the laity, and also among a great many of 
the legal profession, and that is, that patent property may 
be transferred as is personal property. The reason for this 
misunderstanding is, that it is not appreciated that patent 
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property is established by statute, and therefore assign- 
ments thereof cannot be treated under the common law. In 
Robinson on Patents, Vol. 2, paragraph 766, the learned 
author states : 

"The rule that an assignment can be made only by 
the actual owner of the patented invention admits of 
no exception in the interest of creditors. Valuable as 
his property therein may be, it cannot be subjected to 
the payment of his debts by any of the ordinary 
methods of voluntary alienation. This is not due to 
any peculiar sanctity which the law attaches to this 
class of property, but to the fact that the statutes 
which create the monopoly provide no other mode of 
transferring it than through the voluntary act of its 
real owner. The ownership of a patented invention 
cannot be seized and sold on execution by a sheriff 
like a personal chattel, nor like other incorporeal 
rights does it vest in a receiver or a trustee in insolv- 
ency by virtue of the judicial decree of the court by 
which these various officials are appointed. Thus 
neither a bankrupt court nor a court of equity, nor 
any person acting under its authority, can affect 
the ownership of a patented invention without the 
actual or presumed co-operation of the individual in 
which such ownership is vested by the issue of the 
patent or by assignment from the patentee. Either 
of these courts may have the power to compel the 
owner to transfer the ownership by an assignment to 
the receiver or trustee, and a court of equity, on his 
refusal, may treat the equitable rights as vested in 
the creditors and appoint a trustee for the owner to 
convey the legal title, in his name and behalf, to the 
officer in, charge of his bankrupt estate, but the title 
in all such cases is still derived from him on whom 
it was originally conferred. That Congress has the 
power at any time to meet this difficulty by creating 
methods of involuntary alienation there can be no 
doubt, but in the absence of such statutes and judi- 
cial orders the patented invention remains entirely 
and exclusively under the control of its owner, and 
may be retained or conveyed by him at his pleasure 
without reference to any existing condition of in- 
solvency." 
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It will be observed that the above authority recites very 
clearly "that Congress has the power at any time to meet 
this difficulty/' and Congress has by the Federal Bankrupt 
Act, (Act of July 1, 1898, 30 Stat. 565) enacted since the 
foregoing was written, provided for the vesting in the Trus- 
tee in Bankruptcy by process of law, the title of a bankrupt 
to all "interest in patents, patent rights, copyrights and 
trade-marks," but Congress has not as yet provided for the 
alienation of patent property by other lawful processes 
except in bankruptcy, and as late as 1909 in the decision 
Ball v. Coker et al., 168 Fed. Rep., 304, the Circuit Court 
of the District of South Carolina, Judge Brawley says : 

"It seems to me clear, therefore, that the mere ap- 
pointment of a receiver does not in itself vest in him 
the title to a patent which will enable him to main- 
tain a suit for infringement. A state court having 
jurisdiction of the parties may compel them to exe- 
cute an assignment to the receiver * * * and in 
the event that any of the parties decline to execute 
such an assignment such reasonable time will be 
given as may enable the parties interested to apply 
to the state court for such orders as may be necessary 
to compel the needful assignments." 

In Section 805, Vol. 2, Robinson on Patents, there is 
reiterated the method of properly transferring patents by 
operation of law, as follows : 

"That courts of equity, acting in aid of courts of 
law, have the authority to compel the owner of a 
patented invention to assign it to a trustee or re- 
ceiver to be sold for the satisfaction of his judgment 
debts, seems now to be decided." 

and cites a number of references so holding. 
It is further stated : 

"This method satisfies all the requirements of the 
law. Where the owner refuses to execute the neces- 
sary conveyances, or is incapable of doing so, it has 
been held that the court of equity, in order to effect- 
uate its own decree, may appoint a trustee to make 
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the assignment in the name and on behalf of the re- 
calcitrant or incapacitated owner, and that this con- 
veyance is equivalent to one executed by himself." 

Judge Ooxe, in the United States Circuit Court of North- 
ern District of New York, in 1896, in the decision Newton v. 
Buck, 75 O. G., 673, 72 P. B., 777, says : 

"The rule seems to be well settled that an assign- 
ment can only be made by the actual owner of the 
patent; that rights under the patent cannot be sold 
by a sheriff on execution, and do not, like other incor- 
poreal rights, vest in a receiver." 

JOINT OWNERS. 

One otiher important fact in relation to assignments of 
patents is not understood by the general public, and that is 
that each of joint owners of patents is at liberty to manu- 
facture, use and to sell his right as he may deem proper, 
without consent of his joint owner, unless there be a part- 
nership agreement to that effect between them. 

In the decision of Blackledge v. Weir & Craig Mfg. Co., 
95 0. G., 275 ; 108 Fed. Rep., 71, the United States Circuit 
Court, Seventh Circuit, Judge Woods says : 

"The use of an invention by one of the co-owners 
or by his licensees is not the exercise of the entire 
monopoly conferred by the patent. That can be effect- 
ed only by the joint or concurrent action of all own- 
ers. The separate action of any one owner or of 
his licensees can be an exercise or use only of his 
individual right, which, though exclusive of all be- 
sides, is not exclusive of the other patentees, their 
assignees, or licensees. On principle, therefore, there 
can be no accountability on the part of a part owner 
of an invention to other owners for profits made by 
the exercise of his individual right, whether it be 
by engaging in the manufacture and sale, or by grant- 
ing to others licenses, or by assigning interests in the 
patent. His use of the invention in any lawful way 
is not an appropriation of anything which belongs to 
another. The separate rights of the other owners 
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remain unaffected. They are equally free to use the 
invention in all legitimate ways for their individual 
profit. Each is entitled to the fruite of his endeav- 
ors, taking no risk and expecting no reward from 
enterprises in which he does not choose to join." 

It wonld therefore not be necessary for a corporation 
having a large plant to obtain the entire right, title and in- 
terest in a patent in order to control the sale of the pat- 
ented article. For if such a corporation having a particu- 
larly large plant capable of manufacturing the article at a 
low figure should obtain a portion of the undivided interest, 
even a hundredth part or less, it would be enabled to flood 
the country with the manufactured article, and probably 
sell the same at a less figure than the inventor or the owner 
or owners of the other 99-100 parts, provided the latter did 
not possess a plant to manufacture said article. 

Therefore it would seem to be dangerous to transfer a 
portion of a patent unless the sale thereof was coupled with 
a partnership agreement. 

MORTGAGES. 

Should you mortgage real estate property to another, ordi- 
narily you would be left in possession of your property until 
the mortgage was foreclosed, but in patent property it is 
entirely different, a* the mortgagee becomes vested with the 
property at once, upon the recording of the mortgage. 

In the Supreme Court of the United States in Waterman 
v. Mackenzie, 54 O. G., 1562, 138 U. S., 252, Mr. Justice 
Gray says: 

"By a mortgage of personal property, differing in 
this respect from a pledge, it is not merely the pos- 
session or a special property that passes, but, both 
at law and in equity, the whole title is transferred to 
the mortgagee as security for the debt, subject only to 
be defeated by performance of the condition or by re- 
demption on bill in equity within a reasonable time, 
and the right of possession, when there is no express 
stipulation to the contrary, goes with the right of 
property." 
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"A mortgage of real estate has gradually, partly by 
the adoption of rules of equity in courts of common 
law and partly by express provisions of statute, come 
to be more and more considered as a mere security for 
the debt, creating a lien or incumbrance only and 
leaving the title in the mortgagor, subject to aliena- 
tion, levy on execution, dower, and other incidents of 
a legal estate; but the rules upon the subject vary 
in different States, and a mortgage is everywhere con- 
sidered as passing the title in the land, so far as may 
be necessary for the protection of the mortgagee and 
to give him the full benefit of his security." 

<r When it is provided by statute that a mortgage of 
personal property shall not be valid against third 
persons, unless the mortgage is recorded, a recording 
of the mortgage is a substitute for and (unless in 
case of actual fraud) equivalent to a delivery of pos- 
session, and makes the title and the possession of the 
mortgagee good against all the world." 

"A patent right is incorporeal property, not sus- 
ceptible of actual delivery or possession; and the 
recording of a mortgage thereof in the Patent Office, 
in accordance with the act of Congress, is equivalent 
to a delivery of possession, and makes the title of the 
mortgagee complete toward all other persons, as well 
as against the mortgagor. The right conferred by 
Letters Patent for an invention is limited to a term 
of years, and a large part of its value consists in the 
profits derived from royalties and license fees." 

From this decision it will be observed that patent prop- 
erty is to a certain extent treated as are chattels, but more 
particularly as collateral security. It is somewhat like the 
pledge of property with a pawnbroker, who holds the prop- 
erty until it is redeemed by repayment of the loan thereon, 
with interest, but is more particularly like a loan obtained 
from a bank, where collateral security, such as stocks and 
bonds, has been put up and held by the bank, which is often 
by power of attorney given the privilege of negotiating or 
selling said stocks or bonds should they deteriorate in 
value, in order to protect the loan. This is actual posses- 
sion of the property, and patents have been so treated, be- 
cause the actual possession of the letters patent granted 
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by the Office is not essential to ownership, inasmuch as the 
statute provides that the rights conferred by a patent, such 
as to manufacture, use, sell, and transfer these rights to 
others, can only be alienated by recording in the Patent 
Office "an instrument in writing signed by the owner." 
Therefore, if a mortgage is made of patent property and the 
same is recorded, it passes the ownership thereof to the 
mortgagee until the mortgage has been satisfied and a re- 
transfer from the mortgagee back to the mortgagor is 
recorded. 

ASSIGNMENTS OP TRADE-MARKS. 

Section 10 of the Trade-Mark law of February 20th, 1905, 
is as follows: 

"That every registered trade-mark, and every mark 
for the registration of which application has been 
made, together with the application for registration 
of the same, dhall be assignable in connection with 
the good will of the business in which the mark is 
used. Such assignment must be by an instrument in 
writing and duly acknowledged according to the laws 
of the country or State in which the same is exe- 
cuted; any such assignment shall be void as against 
any subsequent purchaser for a valuable considera- 
tion, without notice, unless it is recorded in the Pat- 
ent Office within three months from date thereof. The 
Commissioner shall keep a record of such assign- 
ments." 

♦ 

GOOD WILL OP THE BUSINESS. 

The courts have always held before the enactment of the 
new law that there was no valid transfer of a trade-mark 
unless it be in connection with the business in which the 
mark was used. The Oorurt of Appeals* District of Colum- 
bia, under date of June 1st, 1910, in the decision Mayer 
Fertilizer & Jnnk Co. v. Virginia-Carolina Chemical Co., 35 
App. D. C. 425 ; 156 O. G. 539, Judge Van Orsdel, says : 

"The purpose of the trade-mark law is as much for 
the protection of the public as for the manufacturer 
or dealer. The public has a right to know the origin 
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of goods and commodities which it purchases. The 
public comes to recognize commodities designated by 
a particular mark as the product of a certain dealer 
and as containing certain characteristics and quali- 
ties. If the owner of a mark be permitted to sell it 
unaccompanied by the business by which it has be- 
come known to the trade, for use on goods of the 
same general class, but possessing different charac- 
teristics and qualities, one of the purposes of the law 
has failed and a fraud upon the public sanctioned." 

In the decision National Chemical Co., 134 O. G. 1298, As- 
sistant Commissioner Billings held : 

"The primary purpose of a trade-mark is to denote 
ownership or origin, and if the mark is used by 
various persons in various localities on goods of their 
individual manufacture, then it fails to accomplish 
this purpose. 

While the law does not in terms forbid the record- 
ation of such an assignment, it is believed that the 
clear intent of the Statute is that such an assignment 
should not be recorded. 

Section 2 provides that the applicant for the regis- 
tration of a marie shall make oath that he or the firm 
or corporation in whose behalf he applies, is the 
owner of the mark, and that no other person, firm or 
corporation has the right to use said mark. 

Section 10 provides that the registered mark or a 
mark for the registration of which application has 
been made, shall be assignable in connection with the 
good will of the business in which it is used. 

Taking these sections together, it is believed that 
a paper purporting to grant a mere territorial right 
to the use of the mark is not recordable." 

The syllabus of Eiseman v. Schiffer, 157 Fed. Rep., 473, is 
as follows: 

"Under Section 10 of the Trade-Mark Act, which 
provided that 'every mark • • • shall be assign- 
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able in connection with the good will of the business 
in which the mark is used/ a trade-mark registered 
tinder the act cannot be assigned unless such good 
will is also transferred, and, when a trader has sold 
a particular article under a selected name to such 
ertent as to secure registration, an assignment of 
the trade-mark confers no title on the assignee if the 
assignor continues to sell the same article, although 
under a different name." 

An examination of the decision, however, discloses the 
following dictum : 

"It is not contended that the original owner of the 
trade-mark shall go out of the dry goods business or 
that it shall cease to sell dry goods in the business 
to which it has not appropriated the trade-mark, but 
when a trader has sold some particular article under 
a selected name to such extent as to secure registra- 
tion, he has established a special business in which 
that trade-mark is used, and if the trade-mark be- 
comes so valuable as to induce him to sell it he must, 
as a condition of transfer under the statute, assign 
that special business with the trade-mark of which it 
was the parent." 

While it was not contended in this case that the entire 
business should be transferred in connection with the trade- 
mark, certainly such a contention would be justified by 
Section 10 of the law, which provides that the mark may 
be sold "in connection with the good will of the business in 
which the mark is used." 

If only one brand of a commodity and the business in 
connection with that brand is sold, the manufacturer could 
sell the same commodity under another brand unless he 
transferred the entire business of making that commodity, 
and it is believed that this was the intention of the law. 

It might be contended that there is a special business in 
each brand that may be segregated and sold, leaving in the 
assignor the remaining brands in the same class of business, 
but if Congress had such an intention it would seem that the 
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law would have been made to read: "in connection with 
such special business," and not, as it does, in connection 
with "the business." 



In the decision Independent Baking Powder Go. v. Boor- 
man, 175 Federal Reporter, 448, District Judge Cross (on 
page 450) says: 

"In dealing with this case, it is assumed, although 
denied by defendant's counsel, that a person may 
legitimately own and use in his business several dif- 
ferent trade-marks upon the same article ; but it does 
not follow from this that a person having a dozen 
trade-marks can assign all of them to as many differ- 
ent people, authorizing each of them to manufacture 
and sell the identical article to which all the marks 
were originally applied under the particular one spe- 
cially assigned to him, while at the same time the 
assignor can continue to manufacture and sell the 
self-same article at the same place of business and 
affix thereto the single remaining unassigned trade- 
mark. Such a wealth of trade-marks might be per- 
fectly valid in the hands of one party while conduct- 
ing a single business, and might continue to be valid 
in the hands of a third party when assigned with the 
good will and business with which they originated, 
but when scattered in the manner indicated would 
work nothing but confusion and fraud. The law of 
trade-marks has not been so broadly applied, and 
cannot be, in my judgment, without overruling its 
underlying and well-established principles. If a man 
can establish and then assign 4 or 5 trade-marks, and 
still continue his original business unimpaired, he 
can, with almost equal facility, establish and assign 
400 or 500. The ability to do this might constitute 
him a successful manufacturer of trade-marks and 
probably inure to his pecuniary benefit as a dealer 
therein; but the result could work only disaster to 
the public and legitimate trade-mark owners. But 
neither the good will of a business, nor the business 
itself, can be thus split up. I am persuaded that the 
use of decimal fractions will not be adopted for the 
purpose of determining just how much or how little 
of the good will of a business, or of the business 
itself, must be transferred with a trade-mark, in order 
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that its assignment should be valid. It is sufficient 
to say in this connection, however, that the assignor 
cannot, after the assignment, continue the same iden- 
tical business and at the same places as before, under 
unassigned trade-marks, and at the same time author- 
ize his assignee to conduct the same business else- 
where under an assigned trade-mark. In either case 
the same business would be conducted." 

From the above quoted decisions it is apparent that an 
instrument is not recordable which attempts to transfer 
anything less than the complete business in which the mark 
is used, or unless the sale of the mark and of the business 
be exclusive, and the assignor thereafter cease to manufac- 
ture the same or similar articles in the same class included 
within the "Classification of Merchandise under the Act of 
May 4, 1906." 

Instruments in writing attempting to license the use of a 
trade-mark, or a grant to use a trade-mark within a limited 
territory, or an assignment of a trade-mark not including 
the sale of the entire business of the same class of merchan- 
dise to which the mark is applied, are not recordable in the 
Patent Office. 

ACKNOWLEDGMENT. 

Section 10 of the Trade-Mark Law requires that an as- 
signment of trade-mark "must be * * * duly acknowl- 
edged according to the laws of the country or State in 
which the same is executed," and Commissioner Allen in the 
decision In re Hunter, 127 O. Q., 1253, held : 

"If the laws of the country or State do not require 
assignments of trade-marks to be acknowledged or are 
silent on this point, it is believed to be necessary, in 
order to comply with the section mentioned, (Sec 
10) that there be an acknowledgment such as the 
laws of the country or State provide for other instru- 
ments in writing or legal documents of similar char- 
acter." 
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IDENTIFICATION. 

The rules governing trade-marks (63 et seq.) provide that 

"Such assignment must identity the application by 
serial number and date of filing, or when the mark 
has been registered, by the certificate number and 
the date thereof." 

Therefore care should be exercised in drawing assign- 
ments of trade-marks to transfer in connection therewith 
"the good will of the business in which the mark is used' 9 ; 
that the assignment shall be acknowledged, as is provided 
for other instruments in writing of a like character; and 
that the assignment identify the application for trade-mark 
or the registered trade-mark, by its serial number and date 
of filling, or its registered number and its date of registry. 
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The constitution of the United States provides that 
"Congress shall have power ... to promote the 
Progress of Science and Useful Arts by securing for 
limited times to Authors and Inventors the exclusive 
right to their respective writings and discoveries." 

K. S. 4886 states that a patent may be obtained by 
any person who has invented or discovered any new and 
useful art, machine, manufacture, or composition of 
matter, etc." 

It is therefore clear that Congress has limited the 
subject-matter of a patent to an invention, novelty and 
utility alone being insufficient to justify the grant. 

Where" a device is composed of but a single element, the 
question of patentability is simple, depending on whether 
the element is the result, of invention or the product 
of mere mechanical skill ; but, when two or more elements 
are grouped together, as in combined tools, machines, or 
the several steps of a process, a new question arises. 
Are the several elementary parts so related as to produce 
a legitimate combination and, if so, under what cir- 
cumstances do they consitute a patentable invention? 

The decisions of the Federal Courts, from the beginning 
of our patent system, have been remarkably uniform 
in respect to this matter, yet, judged by the nature of the 
patents granted, the practical distinction between patent- 
able and unpatentable combinations or aggregations 
seems to be little understood by many. I therefore base 
the remarks which I shall make on a few of the decisions 
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which I have found most useful in determining the many 
cases which have come before me. 
These are : 

"To make a valid claim for a combination it is 
not necessary that the several elementary parts 
of the combination should act simultaneously. 
If those elementary parts are so arranged that 
the successive action of each contributes to 
produce some one practical result, which result, 
where attained, is the product cf the simul- 
taneous or successive action of all the elementary 
parts, viewed as one entire whole, a valid claim 
for thus combining those elementary parts may 

be made." 

■ * • 

Furbush et al. vs. Cook et al., 10 Mo. L. R., 
664, Curtis, 1857. - 

"Although three elements of a patented com- 
bination may all be old and two of them have been 
combined before, yet he who brings into ,the 
combination the third element, and thereby gets 
a practical advantage, makes a patentable in- 
vention." 

lb. 

"Although a combination of old devices may be 
patentable when a new and useful result is pro- 
duced, no one can, by combining several devices, 
each of which is old, thereby deprive others 
of the right to use them separately or the right 
to use them in new combinations, or the right 
to use some of them in combinations, omitting 
others." 

Hailes et al. vs. Van Wormer et al., 7 Blatch- 
ford, 443, Woodruff, 1870. 

"The mere addition of an old device, producing 
a specific result, to another device, producing 
its own result, in such wise that their combina- 
tion produces those two same results, and no 
other, is not invention." 

lb. 
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Patents may be granteji for combinations 
in which some of the parts are old and some are 
new; and whatever in the several parts is new may 
be separately secured to the inventor; and yet it 
may be true that only in the combination de- 
scribed or in some similar combination, the new 
part thus secured to the inventor is of any practi- 
cal use whatever." 

Wheeler, Jr., vs. Clipper Mowing and Reap- 
ing Co., 10 Blatch., 185, Woodruff, 1872. 

"Under the statutes patentee is required to 
particularly specify what he claims to be new, and 
if he claims a combination of certain elements or 
parts, we can not declare that any one of these 
is immaterial. The patentee makes them all 
material by the restricted form of his claim." 

Union Water Meter Co. vs. Desper, 101 U. S., 
332, Sup. Ct., 1879. 

"A mere aggregation of old things is not patent- 
able, and, in the sense of the patent law, is not a 
combination. In a combination the elemental 
parts must be so united that they will depend- 
ency co-operate and produce some new and 
useful result." 

Wood et al. vs. Packer, 57 Fed. Rep., 651, 
Nixon, 1883. 

"A combination is patentable (1) if it produces 
new and useful results, though all the constitu- 
ents of the combination were well known and in 
common use before the combination was made, 
provided the results are a product of the combina- 
tion, and not a mere aggregation of several 
results, each the produce of one of the combined 
elements; (2) if it produces a different force, 
effect, or result in the combined forces or proc- 
esses froih that given by their separate parts 
and a new result is produced by their union; 
(3) if it either forms a new machine of distinct 
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character or formation or produces a result which 
is not the mere aggregate of separate contribu- 
tions, but is due to the joint and co-operating ac- 
tion of the elements; (4) when the several ele- 
ments, of which it is composed produce, by their 
joint action, either a new and useful result, or an 
old result in a cheaper or otherwise more ad- 
vantageous way." 

Niles Tool Works vs. Betts Machine Co., 27 
Fed. Rep., 691, Wales, 1886. 

"A patent for a combination can not be main- 
tained where nothing is done except to bring well- 
known devices into juxtaposition, each working 
its own effect, and the aggregate producing no 
new and useful result." 

Kerosene • Lamp Heater Co. vs. Littell, 3 
Banning and Arden, 312, Nixon, 1878. 

"There is no patentable combination, properly 
so called, in an aggregation of devices which have 
no common purpose or effect, concurrent or suc- 
cessive." 

Tower vs. Bemis & Call Hardware & Tool 
Co. et al., 19 Fed. Rep., 498, Lowell, 1884. 



"A broad claim can not be sustained for merely 
putting together two old tools for convenience of 



manipulation in several and wholly distinct uses- 
the patent must be limited to some patentable 
improvement, either in the mode of combining 
the tools or in one or more of the tools themselves.' ' 

lb. 



"To combine the parts of two existing machines, 
leaving the parts in the new union to work as be- 
fore does not constitute a patentable combina- 
tion, but merely an aggregation." 

Troy Laundry Machinery Co. et al. vs. Bun- 
nell, 23 Blatch., 558, Wallace, 1886. 
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A patent for a combination is not invalid be- 
cause all the parts ,are old. ,But merely as- 
sembling them together, or placing them in juxta- 
position does not indicate invention. Some 
new or peculiar function produced by such a 
combination must be developed. Unless this fol- 
lows, the new arrangement is the mere exhibition 
of mechanical skill." 

Scott Mfg. Co. vs. Sayre, 26 Fed. Rep., 153, 
Nixon, 1885. 

"The fact that an article is convenient and has 
commercial advantages does not render it patent- 
able where it is made up of independent devices, 
each of which is unaffected by the presence or 
absence of the other." 

Ex parte Davenport, C. D., 1904, 110. 

From these it is clear that the patentability of a group 
of elements does not depend on their individual novelty, 
but upon their unitedly producing a new and improved 
result, the product of their combined operation, not the 
mere sum of their several individual effects. This 
result may be produced by the simultaneous or sequen- 
tial operation of the elements, each upon tne other or 
their co-operation in groups. If this united participa- 
tion in the result is not present, then ordinarily no patent- 
able combination exists, but an unpatentable aggrega- 
tion, an arrangement lacking invention since based alone 
on mechanical skill. 

The patentability of claims which involve several ele- 
ment© can ordinarily be readily determined by applying 
these tests. 

Let A, B, and C represent several grouped elements. 
If their relation is A + B + C, their function or result 
being merely additive or the sum of their individual 
results, they constitute an unpatentable combination, 
whether new or old. 

If their relation is A X B X C, each modifying the 
other or co operating singly or by groups and all mu- 
tually tending to produce a unitary result, they form a 
legitimate combination and, if the result is new and use- 
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ful, the device is patentable, but it does not follow that 
all legitimate combinations are patentable. 

A X B X C is old in the art, and C l , a modification or 
specific form of C, is substituted for that element. 

If C l is an old and well-known equivalent for C, no new 
result is accomplished and the resultant combination is 
unpatentable. 

If a new and improved result follows the substitution 
and this is dite to the modifying influence of the sub- 
stituted element on all the others, the combination is 
new and patentable. 

If C 1 does not affect the functions of A and B, individ- 
ually or in group, other than did C, adding only its own 
peculiar function to the result, the combination is not 
patentable over A X B X C, the broad combination 
being exhausted, and C 1 should be claimed by itself since 
in it alone does the invention lie. This is true whether C 
is new or old. It is not a new combination since the only 
modification Of the result rests-in the substitute element. 

A X B X C being old, if C is omitted while the old 
result is maintained, a new and patentable combination 
results. 

Richards vs. Chase Elevator Co., 73 0. G., 1710. 

In special art tools it may be that each element accom- 
plishes only its own result, but, if the several elements 
contribute by their operation to the production of a uni- 
tary improved result, unattainable in the absence of 
either, there is a legitimate combination. Such an in- 
stance is seen in the ordinary glass cutter, in which the 
scoring roll of the cutter combines with the breaking 
notch to produce the complete severance of the glass. 

Lying close to, yet apart from this clearly defined 
field of combination and aggregation, is a twilight zone in 
which there appears to be no well settled practice either 
in the courts or Patent Office. This resides in that class 
of cases in which old elements are so positioned with 
respect to each other that, while each performs its own 
function, the ultimate effect of grouping the parts is the 
production of a better, more advantageous or cheaper 
result. Such cases are discussed in Burdett-Rountree 
Mfg. Co. vs. Standard Plunger Elevator Cc, 196 Fed. 



Rep., 43; Standard Plunger Elevator Co. vs. Burdett- 
Rountree Mfg. Co., 197 Fed. Rep., 743; and Krell Auto 
Grand Piano Co. of America vs. Story &* Clark Co. 
et al., 207 Fed. Rep., 946, in the last of which it was held 
that a patent for a mechanism consisting of two or more 
elements is not necessarily invalid as an aggregation be- 
cause there is no direct co-action between the elements, 
where such co-action comes to produce a unitary result 
through the mediation of the operative or the operating 
force, but without the court laying down any hard and 
fast rule of general application. 

Perhaps a few concrete illustrations of this type of in- 
vention will in part clear the practice. It is old to form 
a flexible metal tube of small diameter and to form a web 
or braided cover about such tube by separate machines, 
also to feed tubes through* their forming mechanism 
by drawing rolls. So positioning these devices as to have 
a pair of rolls for forming a small flexible walled tube, a 
means in direct alinement with the delivery outlet of the 
forming rolls to form a web or casing about the tube, and 
drawing rolls for feeding the product through the forming 
and casing mechanism, forms a patentable combination, 
as the direct line delivery insures the perfection of the 
tube at the point where the web is placed about it and 
the feed rolls maintain the direct alinement of the ma- 
terial while being worked upon. The parts work as be- 
fore, but synchronism of operation is maintained by the 
tube as drawn through the machine and the perfected 
product is due to the consecutive operation of the several 
elementary machines without any deformation of the 
tube due to intermediate handling. 

It is mere aggregation to place an oil can in the handle 
of a wrench so as to have a handy supply of lubricant 
in case a nut is rusted on its bolt. Change the position of 
the oiler, by recessing the inner face of the wrench jaw, 
fitting the oil can therein with its elastic wall projecting 
into the space between the jaws and place its jet orifice 
near the outside of the jaw face, and a new and ad- 
vantageous result is produced. The first motion of the 
wrench handle forces the nut against the can, ejecting 
the oil upon the rusted parts, while continued motion 
in the same direction loosens the lubricated nut. This 
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is a clear combination due to the exercise of invention in 
so arranging or constructing the parts, each old in itself, 
that an improved result is produced. Thatcher Heating 
Co. vs. Burtis, 121 U. S., 286, justifies the grant of a claim 
for such a device. 

To place a can opener on the handle end of a bottle 
decapping tool is an aggregation, since each produces its 
own result and no more. 

Change the position of the knife edge to the inner curve 
of the fulcrum arm of the decapper, where it is protected, 
by the overhang of the decapper claw and fulcrujn point, 
while the cam shaped back of the fulcrum arm serves as 
a rolling fulcrum for the can opening blade, and we again 
have a clear case of patentable combination due to change 
of position. 

In the Tower vs. Bemis et al., decision, above noted, it is 
stated that there is no patentable invention in broadly 
combining two forms of wrench in a single tool. So 
position them that their joint operation is due to a single 
element and a patentable combination may result. Class 
81-77 is made up of just such cases. 

The same result fellows where an intermediate jaw is 
placed between the jaws of an ordinary pair of pliers, 
doubling the efficiency of the tool by its co-operation with 
each. 

While in cases like the above legitimacy of the combina- 
tion must be admitted, care must be exercised that this 
positioning is not too freely treated. as a ground for al- 
lowing claims. 

Though the Constitution gives to Congress power to 
pass enabling legislation, I find neither in the Revised 
Statutes, nor in the decisions of the Federal Courts any 
authority for granting patents for structures which 
possess convenient and commercial advantages, but are 
made up of independent parts each of which is unaffected 
by the presence or absence of the other. I refer to ag- 
gregated tools or other parts in so-called articles of manu- 
facture. "The beneficiary must be an inventor and he 
must have made a discovery. The statute has always 
carried out this idea. . . . So it is not enough that a 
thing shall be new, in the sense that in the shape or form in 
which it is produced it shall not have been before known, 
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and that it shall be useful, but it must under the Constitu- 
tion and the statutes, amount to an invention or dis- 
covery." 

Thompson et al. vs. Boisellier et aL, 31 O. G., 3^7. 

I will mention, one more example, illustrating an ex- 
treme type, which yet has its advocates. 

A ring having an inward extension on which is pivoted 
a screw-driver, adjacent lugs on the face of the ring 
with which the ends of the screw-driver may engage to 
hold the parts in fixed relation, when the screw-driver is 
not in use, and a twine cutter blade projecting from the 
exterior of the ring. 

Herein is no community of operation, but rather a 
negation of results. The ring with its lugs protects the 
pocket of the carrier from being torn by the screw-driver 
blade, while the projecting blade of the twine cutter 
insures the opposite result. Graphically stated +1 — 
1=0, and assuredly in such a case is neither invention nor 
utility. Each element may be patentable by itself, but 
where the result of their sequenti .J use is the obliteration 
of any practical joint result, there can be no justification 
under the present law for the issue of a patent. For this 
reason I can find no justification for the theory that 
were the Reckendorfer vs. Faber (92 U. S., 347, Sup. Ct., 
1875), case to be Retried now, the Supreme Court would re- 
verse its judgment, for there, as in the above illustration, 
we have as the only result of the alleged combination 
+ 1 — 1 =0, means for making a mark, means for erasing 
the mark, conjointly producing nothing. 

January 14, 1915. 
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The purpose of this paper is to outline briefly the princi- 
ples which underlie the practice of the office in the matter 
of division. 

Widely different views have been held with regard to 
this question, depending upon the individual construc- 
tion placed upon Section 4886 of the statutes which is as 
follows : 

"Any person who has invented or discovered 
any new and useful art, machine, manufacture, 
or composition of matter, or any new and useful 
improvement thereof, not known or used by 
others in this country before his invention thereof, 
and not patented or described in any printed pub- 
lication in this or any foreign country, before 
his invention or discovery thereof, or more than 
two years prior to his application, unless the same 
is proved to have been abandoned, may, upon 
payment of the fees required by law, and other 
due proceedings had, obtain a patent therefor." 

The question to be answered is, how much may a 
single patent cover? May more than one invention re- 
ceive protection by a single instrument? Is it proper 
to join two or more inventions in a single patent, and if 
so, under what conditions? 

Robinson in his work on patents inclines strongly to 
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the belief that joinder of inventions is not contemplated 
by the statute. He says (vol. 11, p. 48) : 

"The joinder of several inventions in a single 
application is not altogether consistent with the 
principles or policy of patent law, however nearly 
related to each other such inventions may be. A 
right to the exclusive use of one invention is 
entirely distinct from a right to the exclusive 
use of any other, and the monopolies created in 
favor of an inventor must, therefore, always be as 
numerous as the inventions upon which they are 
based. 

"That several monopolies can be created by one 
granting act, and can be witnessed by one instru- 
ment of grant is undeniable ; but the symmetry of 
the law and the avoidance of unnecessary confu- 
sion would require that each invention be pro- 
tected by a separate patent, in which the limits of 
the single monopoly conferred thereby might 
be clearly and perpetually defined." » 

And then bowing to the actual realities of things he 
adds: 

"A contrary practice, however, has ar sen, and 
out of consideration for its convenience and 
its economy to applicants, has been sanctioned by 
the Patent Office and the courts/ ' 

In Ex parte Bancroft and Thome, 20 O. G., 1893, Com- 
missioner Marble said : 

"The fair construction, I think, of this statute is 
that an invention or discovery for which a person 
may receive a patent is a single invention or dis- 
covery, not several . . . My attention has 
been called to the fact that patents have been 
issued for a process and a product; a machine, 
process, and product; and a machine and product, 
and, as I think, in many cases, improperly. The 
fact that the courts will sustain patents in order to 
protect the rights of parties, or that patents have 
been improperly issued, furnishes no rule of ac- 



tion for this office. • . . I am unable to ap- 
preciate the suggestions made upon the argument 
about public policy or the policy of the law 
in connection with the issuing of patents. The law 
has no policy other than that expressed in itself, 
and that policy is to give to every person, upon 
his complying with its terms, all the rights and 
privileges contemplated therein. It certainly is 
not the policy of the law to give to a person any 
more than is authorized. If there is any policy 
in the law it is to allow all persons whom the law 
recognizes as proper applicants for patents for 
inventions, the right to devise ways and means, 
mechanical or otherwise, for practicing or pro- 
ducing anything useful and beneficial to man. 
This, I think, is best done when the particular 
thing invented or discovered is embraced in one 
patent." 

In Wyeth vs. Stone, 1 Story, 273, the court emphasized 
this principle calling attention to the exact wording of the 
statute in the following w T ords : 

"For if different inventions might be joined in 
the same patent for entirely different purposes and 
objects, the patentee would be at liberty to join 
as many as he might choose, at his own mere 
pleasure, in one patent, which seems to be incon- 
sistent with the language of the patent acts 
which speak of the thing patented, and not of the 
things patented, and of a patent for an invention 
and not of a patent for inventions; and they direct 
a specific sum to be paid for each patent. . . . 
There is no ground, founded in public policy or in 
private right, which calls for any expanded 
meaning of the very words of the statute; and t> 
construe them literally is to construe them well." 

On the other hand, there have been those who have 
been extremely liberal in their views, and who would 
cover by a single instrument as many monopolies as 
might be described in a specification, just as a deed may 
give title to many different properties. As an illustration 
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may be mentioned the case of Benjamin Electric Mfg. 
Co. vs. Dale Co. et al., 158 F., 617. The original applica- 
tion of Benjamin contained claims to a number of modi- 
fications between which division had been required. 
The court said : 

"The logical way would have been to include the 
genus and its varieties in the same patent, 
and half a dozen claims would have covered 
every possible combination which he was entitled 
to hold. But by the time the Patent Office 
got through with him, Benjamin was the holder 
of four separate patents granted upon divisional 
applications split off from the original one, the 
four patents containing together ninety-eight 
claims. It does not seem just that the patentee, 
who was powerless to obtain any modification of 
the rule for dividing applications, should be made 
to suffer from such misdirected energy." 

The practice of the office with reference to division has 
at times changed with the change of Commissioners. 
In 1884, the Commissioner referring to the language of 
the statute said in Ex parte Blythe, 30 O. G., 1321 : 

"I am compelled to hold that the plain provi- 
sions of the statute, as well as the weight of judi- 
cial opinion and the dictates of what seems to me 
common sense, requires that arts, machines, manu- 
factures, and compositions of matter should be 
made the subjects of separate and independent 
patents except as indicated.' ' 

But a year and a half later the succeeding Commis- 
sioner stated in Ex parte Young, 33 O. G., 1390, that he 
had no hesitancy whatever in saying, generally, that the 
unqualified statement that claims for method, apparatus, 
etc., are prohibited by the statute from aver being 
joined or included in one patent was faulty, and, in his 
judgment, could not be sustained. 

Lying between such extreme views are found the princi- 
ples which define the practice of the office. While the 
matter of fees is not to be neglected which, during the 
years since the patent system was inaugurated, have 



created a surplus of more than $7,000,000, nevertheless 
much latitude is afforded an applicant in the scope and 
character of the claims which shall protect him in the use 
of his invention. Where only a single invention is claimed 
the question of division naturally does not arise. For 
whether claimed generically or specifically the invention 
remains the same (Ex parte Lord, 50 O. G., 987). But 
where different, distinct inventions are involved, the 
question of proper joinder has to be considered. 

Two conditions are clearly stated in Rule 41, which 
says : 

"Two or more independent inventions can not 
be claimed in one application; but where several 
distinct inventions are dependent upon each 
other and mutually cooperate to produce a single 
result, they may be claimed in one applk ation." 

Inventions thus fall into two groups — independent and 
dependent inventions, and it is the purpose of this paper 
to ascertain what is comprehended by each of these 
terms. It may be stated that the principles underlying 
the present practice of division are both few in number 
and general in character. 

The independence of different species was long ago 
enunciated in Ex parte Eagle, 1870 C. D., 137, and hap 
been affirmed in many later decisions. 

Two devices, even though they are classified in the 
same office class, are independent inventions if inde- 
pendent in structure and operation. Ex parte Davidson, 
101 O.G., 1371. 

And if the claims cover inventions so independent that 
each requires an independent search to determine its 
novelty, division should be required. Ex parte Adams, 
106 O. G., 541. 

Independence between combination and subcombina- 
tion, where the latter has acquired a distinct status in the 
arts, manufactures, and office classification, and is 
useful in other relations, is affirmed in Ex parte Moriarty 
99 O. G., 2549, and Ex parte Dyer, 15 Gour., 36-11. 
As stated in Ex parte Herr, 41 O. G., 463, and later in 
Willcox and Borton, 45 O. G., 455, wherever the original 
invention is such that it could be the subject of a patent 
and the organism waa not changed in its structure or 



identity, it is believed that several improvements on its 
parts may be embraced in one patent, providing they 
cooperate in affecting the whole organism, improving 
it as a whole, and provided, also, invention and art have 
not subsequently so advanced as to select the improved 
parts as distinct subjects of invention, art and manu- 
facture. 

If there is absence of any necessary relation between a 
process and the apparatus by which it is carried out, the 
inventions are independent. Ex parte Frasch, 117 O. G M 
1166. 

So also independence exists between a process and a 
product when the process can result in other products 
and the product be made by other prooesses (Ex parte, 
McHale, 18 Gour., 41-26); or between a process and a 
product which may be made by other processes (Ex parte 
Schmidt, 100 O. G., 2602); or between a process and an 
article which is independent of any particular process 
(Ex parte Williams, 105 O. G., 1780); or between a 
process and product when the product has acquired a dis- 
tinct status in the arts, manufactures, and office classi- 
fication (Ex parte Christensen, 105 O. G., 1261). 

Independence exists between a composition and the 
process of using the same. Ex parte Tschirner, 97 O. G., 
187. 

Division can not be required in a reissue application. 
Ex parte Van Nostrand, 194 0. G., 1141. . 

These few simple statements substantially embody the 
general principles upon which the practice of the office 
is based. 

Prior to February, 1904, division was held to be a mat- 
ter of form to be considered by the Commissioner on 
petition and, to unify the practice in a measure, Rule 41 
had been formulated requiring that process and appara- 
tus be claimed in separate applications. But the United 
States Supreme Court in Stinemetz vs. Allen, 109 O. G., 
549, overruling the conclusions of all lower tribunals 
not only declared this rule at fault because making a 
hard and fast rule where discretion must be exercised, 
but declared that the question of division was a matter 
of merits appealable to the Board of Examiners-in-Chief . 
From February, 1904, until June, 1914, 175 appeals 
relating to division have been decided by the Examiners- 



in-Chief in accordance with the principles above 
mentioned. 

These decisions being unpublished have not been 
available to the examiners and it is a significant fact that 
in more than 60 per cent of all such appeals the ex- 
aminers have been reversed, this being largely due to the 
impossibility of Ascertaining, except in isolated cases, the 
way in which these general principles were being applied 
by the Examiners-in-Chief to specific cases. It may not 
be amiss, therefore, to give a brief synopsis of a few 
representative decisions from applications which have 
now matured intp patents, covering the various classes of 
questions which commonly arise, and which may outline 
what is to be considered the practice of the office. 



UNRELATED DEVICES. 

Ex parte Bean, Patent 1,030,702: 

In a shoe-blacking machine, three sets of claims cover- 
ing (1) brushes and means to operate them; (2) the samfc 
brushes and means to apply blacking to them, and (3) 
the same brushes; a foot rest and means to raise and lower 
the rest, were held to be related in purpose and properly 
joined, while claims to a different set of brushes and 
operating means therefor to polish a different part of a 
shoe were held to cover an unrelated machine, though 
mounted on the same base. The ultimate object of the 
two sets of brushes was the sum of their separate objects 
and not a unitary result. Each machine accomplished 
its ow r n work completely, without being affected in any 
way by the operation of the other. 

Ex parte Frasch, Patent 951,721 : 

Requirement for division was sustained between claims 
to the separating portion of an oil purifying apparatus, 
and a pump useful in other relations and a rectifier 
adapted for use in any place where a rectifier is needed, 
each having acquired a distinct status in the arts and 
manufactures. 
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RELATED DEVICES. 

Ex parte Morgan, Patent 975,563 : 

Two sets of claims covered respectively, means for 
inserting a bit, and means for removing a bit. Held, 
that although the devices might be used separately or 
together, there is no practical reason why applicant 
should not be permitted to exercise the option of joining 
the two in one application since they have not acquired 
a distinct status in the arts and manufactures, and, except 
in the case of species, the office rarely, if ever, has gone 
ahead of the time when inventions have acquired" such 
distinct status. Rules of joinder are interpreted as ap- 
plying to inventions as they are found in the art and not 
as things apart from the art. 

Ex parte Smith, Patent 1,026,714 : 

Several sets of claims relating to beet harvesters 
covered cutting and pulling mechanisms alone and in 
combination. The combination being old in the art, 
division had been required between the different mechan- 
isms. Two patents were found showing" one of the 
inventions claimed separately, but no separate office 
classification had been established. It was contended 
that two patents indicate the independence of the 
inventions and the necessity of division as truly as a 
hundred, and office classification should follow. Held, that 
division should not be required since two patents may 
indicate the existence of an invention, but that manu- 
facture 'and sale are important factors in determining its 
status in the arts. * 

Ex parte Levi, Patent 968,245: 

This application contained claims for an ornamental 
cover for a box, to act as a frame for the goods dis- 
played in the box,' and claims for a card to hold the 
article displayed in the bottom of the box. Either could 
be used without the other, and separate patents for each 
invention have been secured. Held, that division should 
not be required, since these inventions have not ac- 
quired a distinct status, they were intended to be used 
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together and neither office classification nor the work of 
examination could be especially facilitated by division, 
which is after all largely a matter of discretion. 

Ex parte Wagner and Malocsay, Patent 920,698: 

* 

This application related to an improvement in a ma- 
chine for applying bands to cigars, designed to gum the 
bands, wrap the same around the cigars, and secure the 
overlapping ends together. One set of claims relates to 
the mechani§m for transferring a band from a stock of 
bands in a holder. Other sets of claims relate to the 
gumming of the bands, the delivery of the article, the 
closing of the band, and a delivery carrier for the finished 
article. The examiner held that the band transferring 
claims should be divided out and ' classified with Pneu- 
matic Separators under Printing, thus obviating the 
difficulty of classification and examination incident to the 
presence of such devices in many widely different arts. 
The decision of the Board is in part as follows : 

"The rule as to joinder of inventions is that in- 
' dependent inventions can not be claimed in one 
application, but that where the inventions, though 
distinct, are dependent upon each other and 
mutually contribute to a single result, they may 
' be claimed in one application. . . . The 
office classification can not, of course, establish 
, the fact of the independence of any given two 

or more inventions. The office classification is 
only evidence to show how the several subjects- 
matter are there classified. In short, the inde- 
pendence of invention is one thing and its classi- 
fication another and different thing. Thus in the 
case of species, for example, their independence 
of invention is conclusive from the fact that they 
are species. And yet the several applications 
for the separate species are classified in the same 
art and in the same sub-class. In any event the 
office classification simply follows the art, ac- 
cepting it as it finds it, and does not announce 
any opinion as to the independence of invention in 
any given case. . . . It can not be indubi- 
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tably said that the claims for the transferring 
device and its combination with the holder are 
independent of the claims for the other combina- 
tions, the devices in both sets of claims, each 
and all, going to make up the organized machine 
for banding articles. The fact that the transferring 
device is similar to transfer devices in other arts, 
or might be used therein, is not conclusive evi- 
dence of the independence of the other inventions 
in the banding machine of which it constitutes a 
part. . . . There is no evidence that the 
transfer device claimed in this application has a 
sovereignty of its own, such, for example, as 
a mechanical element has in the arts at large. 
Though, perhaps, it might facilitate the examina- 
tion of applications and inventions were all 
transfer mechanisms classified together and sub- 
classified according to their character, such classi- 
fication is more of a wish, and, as such, father 
to the thought, for independence of invention 
than any real evidence establishing the fact 
that the transfer device herein and the other 
parts, of the banding machine are, in fact, inde- 
pendent inventions." 

COMB1ANTIONS AND SUB-COMBINATIONS. 

(1) Unrelated. 

Ex parte Howard & McKee, Patent 840,332: 

i 

Claims for a mail carrying receptacle and a specific 
harness for carrying the same held improperly joined 
with claims for a specific receptacle, the latter having 
attained a distinct status in the arts and manufactures 
and capable of use with other forms of harness. 

(2) Related. 

Ex parte Johnston, Patent 837,475: 

The claims were drawn to a sash cord guide comprising 
a pulley and casing having certain cooperating featuras, 
and to a pulley having certain of said features. Although 
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the office classification has a class t)f pulleys, yet it was 
held that division should not be required since office 
classification should not be followed in requiring divi- 
sion unless it appears that the reason for the existence 
of the separate class is the reason on which the require- 
ment ior division is based. The pulley as claimed had 
certain structural features which were designed with 
special reference to certain structural features of the 
casing, and therefore it was a dependent and related 
invention. 

Ex parte Fessenden, Patent 857,985: 

A claim for a key was held to be properly joined with 
claims to a watchman's time recorder, the key having 
both a locking edge and a ward to actuate the recorder, 
and being therefore a removable part thereof. 

Ex parte Brown, Patent 922,385: 

This application contained claims to a type bar hav- 
ing inclined type faces, and claims to a platen having a 
certain movement rendered necessary by the inclination 
of the type, and claims to the combination of the two. 
It was admitted that type bars and platens have each 
acquired a distinct status in the arts and office classi- 
fication, yet joinder was permitted as related inventions 
because of the relation between the shape of the type and 
the movement of the platen. 

* 

Ex parte Clark, Patent 837,894: 

A storage battery has two terminals — one permanent, 
the other detachable. There were claims generic to both 
forms, claims specific to each, and claims specific to 
both. Although they can be used independently or one 
substituted for the other, yet they may be joined because 
in the mind of the inventor they were intended to be used 
together, the construction being such as to afford per- 
manent electrical connection between plates at one end 
and the detachable terminal permitting ready separation 
of one cell from another. 
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Ex parte Matthews, Patent 950,489 : 

Held, that claims to the combination of a coupler and 
specific form of uncoupler, were properly joined with 
specific claims to the coupler. 

» 
Ex^parte Kelso^fe Kelso, Patent 1,024,083: 

Held that division should not be required between a cat 
coupler and a knuckle, where the knuckle was limited by 
features particularly designed to cooperate with this 
coupler. 

Ex parte Holson, Reissue Patent 7341 (before Ex parte 
Van Nostrand, supra). 

Claims to a train of gears were properly joined with 
combination claims for an electric motor and gearing. 
It was held that gear trains did not have a distinct status 
in the arts as machines for separate manufacture and sale. 
Every manufacturer of machines makes such gear trains 
as are necessary for his particular use. They may be 
joined as sub-combinations in the same application 
with the combination claims, or may be claimed in a 
separate application. The fact that they are often sepa- 
rately applied for does not justify the requirement for 
division. The test is whether each device is, in industry, 
under a distinct name made and put on the market and 
t sold for general use. 

GENUS AND SPECIES. 

Ex parte Christensen, Patent 940,673: 

This invention related to a telephone exchange system. 
One set of claims were commensurate in scope with 
patents in a certain sub-class. Other claims, by includ- 
ing the mechanism more specifically, were commensu- 
rate in scope with patents in another sub-class. Held 
that the claims bore the relation of genus and species. 
The fact that they correspond to an arbitrary line of 
classification should not determine the question of joinder 
It does not appear that the inventions set up in the two 
sets of claims have been made the subject of separate 
manufacture and sale. 
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COMBINATION WITH SPECIFIC ELEMENTS. 

Ex parte Renstrom, Patent 897,491 : 

Certain claims covered a gas generator broadly, and a 
gasometer specifically, while others included the gas 
generator specifically and the gasometer broadly. Held 
that division should Jiot be required; both sets of claims 
being drawn to the same invention. 

Ex parte Tyler, Patent 900,239: 

Where each claim is drawn to a separate modification 
but all are generic to one certain modification, held 
division should not be required. 

MODIFICATIONS. 

Ex parte Sprctte, Patent 826,379: 

Division was required between claims to a finger board 
having transparent portions, and claims to a fc finger 
board having sight openings therein, these being distinct 
modifications. 

COMPOSITIONS. 

Ex parte Ernst, Patent 1,019,443 : 

One claim was drawn to a composition consisting of 
two ingredients in definite proportions, and another to the 
two ingredients in combination with a restrainer. Held, 
that since the restrainer was not an essential element of 
the combination, and could be used or not, at will, divi- 
sion should not be required. 

COMPOSITIONS AND METHOD OF USING. 

Ex parte Betzer, Patent 968,528: 

The claims covered a method of generating oxygen 
frcm a compound, and a compound for generating 
oxygen by the method. Held, that the composition has 
no other function, and the method could not be carried 
out by the use of any other composition, and since the 
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field of search is the same, and no additional burden 
is placed upon the office, they may properly be joined. 

Ex partq Knetsch, Patent 794,512: 

Division was required between a catalytic agent and a 
process of manufacturing sulphuric anhydride which 
used this agent, because catalytic agents have hitherto 
been employed in similar processes, and because this 
agent does not differ in its effect from other agents, and 
because this agent may be used wherever a catalytic 
agent is needed, and because the field of search is different 
for the agent and the process. 

APPARATUS AND PRODUCT, 

Ex parte Hoefei; alid Strohhaecker, Patent 966,746: 

Four groups of claims covered (1) a body of meat 
wrapped with cord which was looped together in stitches, 
(2) the specific stitch; (3) the machine for sewing the 
wrapping and (4) mechanism for handling the meat and 
advancing the package during the sewing. It was held 
that the stitch and the wrapping of which it was an 
element might be joined, but the machine by which the 
stitching was done was ^n independent invention and 
division should be required. 

It was also held that the machine for handling the 
meat and feeding the package as the wrapping was being 
sewed, had not acquired a distinct status in the arts and 
was so related in its ultimate purpose to the sewing 
mechanism that these two inventions might be joined in 
one application. 



PROCESS AND APPARATUS. 

Ex parte Eggleston, Patent 1,018,J040: 

Division was required between a process of separating 
hydrogen sulphide from oil, and an apparatus for treat- 
ing oil, because there was so little in common to the two 
inventions and because of absence of necessary rela- 
tionship between them. 
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Ex parte Monnot, Patent 910,405: 

In this case division was not required between a process 
and the apparatus by which it is carried out, because 
their relation was so close that their independence was not 
clear, and even though the process might possibly be car- 
ried out by other apparatus, the field of search was the 
same. 

Ex parte Peirce, Patent 914,303: 

Held that division should not be required between the 
process of cutting marble with a wheel of carborundum, 
and a machine for cutting marble having a carborundum 
wheel, since there was only one novel idea involved. 

PROCESS AND PRODUCT. 

Ex parte Beckwith, Patent 1,023,357: 

Division was held to be proper between claims to the 
process of forming a filament, placing it en a frame and 
mounting the frame in a lamp bulb, and claims to an 
incandescent lamp having a filament in zigzag form, be- 
cause the article was not limited in terms to a structure 
necessarily made by the process, and also because they 
have been recognized by inventors as distinct inventions 
to such an extent as to justify the office in forming differ- 
ent sub-classes for them. 

Ex parte Hooper and Robertson, Patent 867,058: 

Division was held to be proper between claims for a 
process of wire drawing and an electrical conductor 
made by the process, because the independence of par- 
ticular electric conductors and the process of wire draw- 
ing by which they are formed is so well established and 
so well recognized that they are separately classified 
in this office, and are examinable in different divisions. 

Ex parte Haefley, Patent 858,385 : 

The inventions here were insulating tubes and the 
method of making them. 

The process claims were paralleled by the product claims 
in the sense that this particular article must neces- 
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sarily result from the performance of the process as, 
stated in the process claims. Whether the product 
could be practically produced in any other way than by 
the execution of the specified process seemed to the 
Examiners-in-Chief extremely doubtful. A search for 
either of the alleged inventions would 'doubtless deter- 
mine the patentable novelty of the other. Therefore, 
there is such close relationship between them that 
division should not be required. 

Ex parte Monnot, Patent 894,162: 

Compound metal bodies and process of producing 
them. The process disclosed must result in the product, 
but the product is not necessarily produced by this 
process only. Held, that there is no knowing what the 
future may develop, but since at the time there was no 
other process known for making the product, division 
should not be required. The board further said: 

"Rule 41 specifically provides for covering dis- 
tinct inventions in one case where they are de- 
pendent on each other and mutually contribute 
to a single result. Here the process is ancillary 
to the article — the latter is the single result of 
the inventions stated in both sets of claims. Th ere 
is nothing contrary to Rule 41 in the joinder of the 
process and product claims. 

"It may be that separate patents covering 
respectively, the process and product would both 
be valid if granted. At the same time it is per- 
fectly clear that a single patent covering both 
process and product would be valid. It is gener- 
ally to the advantage of the public that two 
inventions, one of which is dependent on the other, 
be covered in a single application, as otherwise they 
may get into hostile h&nds and the public be 
deprived of the use of the dependent invention 
during the life of the dominant patent. Further, 
the poverty of the inventor may, in case of a re- 
quirement of division, cause a loss to the public of 
the invention eliminated from the application. 
Further, aside from the question of validity of the 
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patents, if granted, the joinder in a single case of 
two or more inventions means a saving of one or 
more fees to the applicant. 

"In our opinion applicant should be permitted 
to elect the protection to be afforded him in the 
absence of controlling reasons to the contrary. 
Where no question of validity arises, as in the pres- 
ent case, the only possible reasons assignable 
against joinder in one application are, first, the 
exigencies of office classification, and, second, the 
fact that applicant obtains for one fee, that for 
which he should pay two fees. The second of 
these reasons is, in a case like the present, so 
unimportant as compared to the other considera- 
tions as to be negligible, especially as it would 
appear that a single search would cover both 
inventions, and there would, therefore, seem to 
be no reason for requiring two fees of applicant. 

"As to the first reason, the question of office, 
classification, while always to be considered, is by 
no means controlling in all case^. Where the in- 
ventions have been made, by workers in the art, 
separate subjects of invention to such an extent 
that separate sub- classes have been created for the 
inventions, and that, therefore, they would be 
separately classified if presented in separate ap- 
plications, division would, in general, be a proper 
requirement. In the present case, however, it does 
not appear that the process and article are 
separately classified, but even if such were 
the case, the relations between the process and the 
article are so clbse that we should hesitate to 
affirm a requirement for division." 



SUMMARY. 

It is therefore apparent, as clearly set forth in Kx parte 
Lord (supra), that three conditions may exist: First, 
there may be claims which must be joined, such as 
claims to genus and species; second, claims which 
may or may not be joined, at the option of the applicant, 
viz., dependent and related inventions; and, third, claims 
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which can not be joined, such as claims to different 
species and claims for entirely distinct and unrelated 
inventions. 

The test as to what constitutes independence of inven- 
tion appears to be inherent in the ideas of the inventors 
themselves — whether the inventions were looked upon by 
those working along those lines as occupying different, 
fields. Office classification is no test. Office classifica- 
tion, it is to be observed, arises from two considera- 
tions, viz., convenience in the work of searching and the 
existence of distinct fields of- inventive effort. The 
latter only is a factor in the solution of the question. 
Sub-combinations of a machine involving its various 
mechanical movements may be separately patented at 
the option of the inventor, but he can not be compelled 
to divide. The fact that such sub-classes exist for the 
reception of sub-combinations which inventors may see 
fit to divide out and cover by separate patents does not 
establish the fact that the idea covered by the mechani- 
cal movement is not a part of his larger invention and 
closely related thereto. It frequently happens that the 
larger invention is found not to be new with an applicant, 
and the claims are further and further limited until 
only a small fraction of the original invention is found 
to be patentable, and this after traveling from one divi- 
sion to another at last finds a resting place in the machine 
element class. This, however, under the consistent 
practice followed by the Examiners-in-Chief, would 
not constitute a valid ground for thereafter requiring 
every applicant to divide out claims to similar sub-com- 
binations. As set forth in the decisions cited, a few 
patents do not establish the independence of an inven- 
tion. They may be the first faint movements toward a 
final declaration of independence, but they may, on the 
other hand, be simply the remains of a larger invention, 
which has run the gauntlet of the prior art, or the prod- 
uct of what has been before referred to as the mis- 
directed energy of the Patent Office. 

The truest and surest test of independence ot inven- 
tion is the fact of separate manufacture and sale, and a 
distinct name in the trade. Failing in the possession of 
such a sure criterion, the examiner must analyze the case 
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to discern, if possible, whether or not the ideas underly- 
ing the different inventions are distinct or are related as 
component elements in the accomplishment of a definite, 
practical, and unitary purpose. In many instances, the 
lines which mark the boundaries of independent inven- 
tions are clear-cut, and occasion no doubt or question. 
In marginal cases, the examiner can do no better than re- 
member that discretion in the exercise of a public trust 
with which Congress invests the Commissioner, and 
those who represent him, and be guided in his actions by 
the general rule, that related inventions may be joined 
unless the mind of that great body by whose genius the 
useful arts have been developed has seen them as dis- 
tinct subjects for inventive consideration. 

December 17, 1914. 
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Claims for Agp^ations xjf Elements 

By 

W. D. GROESBECK, 
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Most, if not all, of the previous papers have been sub- 
mitted puite impersonally on well settled subjects. Any 
opinion J may express in this is advanced merely as my 
own, and with the knowledge that others may, and 
'probably do, disagree with some of my conclusions ; and 
my hope is that the paper will lead to a full discussion of 
all phases of the question. 

In the sense of the term common in the practice of the 
Patent Office, an aggregation is a collocation or an as- 
sembly of mechanical elements in which assembly each 
element performs its own expected function and no 
more. 

Negatively defined, an aggregation is what a combina- 
tion is not. The late Commissioner Butterworth defined 
a combination as "a coordination of individual functions 
so as to constitute a common function. Coordination 
necessarily implies some modification of the individual 
function of each part as it existed prior to the combina- 
tion." If I may presume, I would modify his definition 
to this extent, if it is to be applied to apparatus claims. 
A combination is a joinder of elements having individual 
functions in such a manner as to merge these individual 
functions into a unitary function. Otherwise, the defini- 
tion applies only to method claims. Negatively, then, 
an aggregation is a joinder of elements in which there is 
no such modification of the individual functions as will 
. produce a common function. 

As an example of a good combination, and as a basis 
for illustration of other points, I submit the following: 
In a time-piece, in combination, a source of power, a shaft 
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driven therefrom, an escapement wheel on said shaft, an 
anchor pivotally mounted to engage said escapement 
wheel and a pendulum mounted in operative engagement 
with said anchor. 

Of course, this combination is almost as old as the art 
of horology, but it is still, as it always has been, a good 
combination in a patentable sense. It long ago ceased 
to be patentable under the statute, because it long ago 
ceased to be novel; but there is still that coordination 
of individual functions of the weight or spring, the wheel- 
teeth! and anchor, and of the pendulum, which produces 
the common function of sustained synchronism that 
makes the appartus chtonometrically valuable. The 
motor, through the escapement, maintains the pendulum 
in oscillation and these oscillations of the pendulum 
restrain the motor, likewise through the escapement, and 
accurately measure duration throughout a considerable 
period, without attention or renewal of the potential 
energy of the motor. 

As an example of a claim for an unquestionable ag- 
gregation, let us consider the following: 

"A package or case which, when made with 
distributing holes and filled, is cemented by the 
wax or wafer, as set forth." 

Sawyer vs. Bixby et al., 1 0. G., 165. 

"The distinction between a combination and an 
aggregation lies in the presence or absence of 
mutuality of action." 

Am. Choc. Machy. Co. vs. Helmstetter, 142 
F. R., 979. 

The main statutory prerequisites to the patentability 
of a claim are found in Section 4886, R. S., which need 
not be quoted. Not only must the art, machine, manu- 
facture or composition of matter be new and useful; 
but it must have been invented or discovered. Dis- 
covery usually has to do with arts or compositions of 
matter; invention, with machines or articles of manu- 
facture. As has already been stated in prior papers, no 
court has yet attempted to say, unequivocally, what 



invention is; but there are scores of particular instances 
where they have told us what it is not. 

There is no mention of aggregations in the statutes, 
but Section 4888 says that the inventor "shall par- 
ticularly point out and distinctly claim the . . . 
combination,' ' which he deems his invention. 

What statutory basis, then, has a rejection on the 
ground that a claim is for an aggregation of elements? 
It is solely that of lack of invention. In other words, 
one who has merely juxtaposed a plurality of elements 
which thereafter perform only the identical functions 
they performed before the assembling, has not displayed, 
and did not need to display, any invention. 

Decisions supporting this statement may be found by 
scores, and it would be but a waste of time to cite any 
considerable number of them; but it may be of interest 
to trace briefly some of the earlier ones in point cf time. 
One of the first to state the principle from a common 
sense viewpoint, irrespective of any statutory considera- 
tions is the English case Sanders vs. Acton, 1 Am. and 
Eng. Pat. Cases, 469 (1832). The patent before the 
court was one for improvements in making buttons, and 
the specification stated that the improvement consisted 
in the substitution of a flexible material for metal 
shanks. Neither the construction of the button-body 
nor the application of a flexible shank was new; but the 
two were joined by a novel form of collet, which collet, 
however, w r as not claimed. Three justices wrote separate 
but concurring decisions, best expressed, perhaps, by 
Justice Littledale as follows: 

"Then it comes to this, that neither of them are 
new inventions, nor is the manner of putting them 
together new. It seems to me that putting the 
two together and making it an entire button 
. . . does not constitute such a new invention 
as to be the subject of a patent." 

The patent was deqlared void. The decision, ot course, 
does not state in so many words that the button-body 
and the flexible shank each perform only their separate 
functions, but the inference that this view was in the 
mind of each of the justices is, I think, entirely warranted. 

2-3221 



The earliest United States decision I have found, bear- 
ing on the subject of claims for aggregations, is Ex parte 
Whitney, MS. Dec. vol. 1, p. 23; July, 1853. Early 
as it was, no subsequent decision, even of the Supreme 
Court, has stated the ground of rejection more clearly. 
In it, Commissioner Charles Mason said: 

"I fully assent to the proposition that a com- 
bination of old devices is patentable where a new 
and useful result is thereby attained, but in such 
cases something more than the mere assembling 
together of the several devices and placing them 
in juxtaposition is requisite. . . . 

"It seems to me that thfe different devices which 
are here claimed to be combined act wholly inde- 
pendent of each other, and that neither is de- 
pendent on any of the others for its utility. If, 
therefore, there is any meritorious invention, it is 
for the devices themselves separately and not for a 
combination. The utility of all is only the ag- 
gregate* of the separate utility of each without 
receiving any augmentation or modification from 
the fact of combination. If this be true, there 
is no doubt of the propriety of refusing a patent." 

(The invention was a revolving firearm, and no claim 
was quoted.) 

In discussing the aggregation claim quoted above from 
the case of Sawyer vs. Bixby, Judge Woodruff said : 

"Pepper boxes, etc., are not new and are not 
claimed to be new. The closing of packages of 
various forms . . . by . . . paper made 
to attach itself by the use of . . . adhesive 
material, is no more new than the other. . . . 
In combination there is no other effect. . . . 
The employment of these instrumentalities in 
putting up packages for transportation is, there- 
fore, the exercise of judgment in selecting, not of 
invention or devising or combining." 

These decisions, each published more than forty 
years ago, set forth as well as could a score of citations, 



the statutory ground for rejecting claims for aggrega- 
tions of elements. Hailes vs. VanWormer, 20 Wallace, 
353; Reckendorfer vs. Faber, 92 U. S., 357; Pickering vs. 
McCulloch, 104- U. S., 318; Thatcher Heating Co. vs. 
Burtis, 121 U. S., 293; Krell Auto Piano Co. of Am. vs. 
Story et al., 207 F. R., 951 ; are decisions more recent and 
from higher authority, and therefore more frequently 
cited; but they add nothing of clearness of statement or 
positiveness of judicial conviction to the earliest deci- 
sions cited above. 

There is, however, a class of claims often rejected as 
aggregations which are, in my opinion, not such alnd not 
properly so rejected. Such claims were^first discussed, 
so far as I have had time to trace, in Ex parte Griffith, 
85 O. G., 936. In this case, Ex-Assistant Commissioner 
Greeley, after discussing claims which were undoubted 
aggregations, continued : 

"A party may invent an improvement on a 
certain element ot an old combination without in 
any manner changing that combination itself, and 
in such case he is not entitled to a claim as the 
inventor of the combination, although it includes 
the thing which he really has invented. Mere 
double use of his invention does not give him a 
right to the combination in which he places it." 

This "Griffith Doctrine," if I may so term it, has been 
rather firmly established by subsequent decisions, such as 
In re McNeil, 100 O. G., 2178; In re Hawley, 121 O. G., 
691; Ex parte Potter, 82 MS. D., 46 (published in part 
in 17 Gourick); In re Ratican, 162 O. G., 540, and Ex 
parte Mumford, 206 O. G., 878. 

Now it is clear enough from Ex parte Griffith, cited, 
that the ground of rejection is not lack of invention. 
It was conceded that invention may appear in the 
production of an improved element. The ground of 
rejection of a claim for a combination embodying this 
novel element was that of lack of novelty of the com- 
bination. , This is perhaps more clearly stated in In re 
McNeil, cited. 

There is a paragraph in Ex parte Potter, cited, which, 
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unless considered as a whole, may appear to support 
the rejection of this type of claim as an aggregation. 
It is this : 

"Specific features of an element should not be 
included in claims to combinations of elements 
where the specific features do not themselves co- 
operate with the other elements and thus modify 
and enter into the combination. . . . Where 
limitations of combination claims to specific 
features of an element of the combination seems 
to be necessary in order to distinguish the sup- 
posed invention from prior combinations, although 
the specific features do not cooperate with the 
other elements, the fact is that no new combination 
has been invented. The novel invention, if there 
is one, resides in the element itself." 

The first sentence of this paragraph seems to imply 
that unless the elements specifically claimed do not make 
a novel combination, they do not make any combina- 
tion; in other words, that the assembly is a mere aggre- 
gation. This implication, however, is negatived by the 
last sentence. That is, no new and, therefore, no 
patentable combination is formed. The ground of rejec- 
tion is clearly that of lack of novelty in the combina- 
tion as a unit and not lack of invention in a collocation 
of elements which never did and never could cooperate 
to effect a common function. 

So it will be seen that whether a party merely substi- 
tutes one old element for another old element in an old 
combination or whether he substitutes an entirely 
new and patentable element for an old element in an old 
combination, he has not produced that novel and patent- 
able unit or entity, a new combination, unless the sub- 
stituted element, in cooperation with the remaining old 
elements, brings about some new common function — one 
not possessed by the combination before the introduction 
of the new element. 

I believe the best way to express the rejection of such a 
claim is to reject it as an unpatentable combination, be- 
cause the combination is no longer novel, or to reject it as 
an old use of applicant's novel element, which element 



should be. claimed per se 9 as a manufacture, if the prior 
art warrants it. 

Thus, the question of aggregation and thfe question of 
novelty are entirely separate ones. It is conceivable 
that an inventor might actually produce a half dozen 
entirely novel and patentable manufactures and still be 
properly denied a claim for all six, if the claim covered the 
six merely so juxtaposed as to be convenient for succes- 
sive use, or without being able to perform any common 
function contributed to by each. If there is no capability 
of cooperation between the elements assembled, it does 
not matter in the least how novel they may be, con- 
sidered as elements, any more than it matters, in a com- 
bination, how old they may be individually, if they co- 
operate perfectly to perform a common function, and 
thus form a unitary and patentable entity. (Krell Auto- 
piano Co. vs. Story & Clark, ubi supra; Electric Accu- 
mulator us. Julien Electric Co., 38 F. R., 117.) 

Nor is it j[n the least necessary, in rejecting a bald 
aggregation claim, to cite references showing the ele- 
ments themselves to be old, although it is much more 
satisfactory to the applicant, usually, to be shown the old 
elements. To quote again from Ex parte Potter: 

"Where the applicant contended in effect that 
rejection on the ground of aggregation can not 
properly be made except when supported by 
references showing the devices which are alleged 
•not to cooperate; Held, that the contention is 
error; that the question of aggregaticn is one of 
invention and not of novelty." 

It is, however, exceedingly difficult in many instances 
to convince applicants that they should claim the novel 
element rather than the old combination, or that they are 
sufficiently protected, in fact better protected, by a 
claim to the element than by a claim to a combination 
including it; for a patentee "is entitled to all the benefits 
of his improvement ... as fully as if he had fore- 
seen all the uses to which it would be applied" (Ex 
parte Day, C. D*, 1869, 4), unless, perhaps, the use is in 
an art so remote as to itself involve invention in the 
adaptation. (Potts is. Creager, C. D., 1895, 143.) 
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On the other hand, if the inventor patent the combination, 
his claims therefor are void for want of novelty, although 
he may believe that he invented a new combination as 
well as a new element. (Langan vs. Warren Axe & 
Tool Co., 166 0. G., 986.) In fact, he may have ac- 
tually invented the entire combination; may never have 
seen or known of such a combination prior to his dis-' 
closure of it; but that does not make it any the less 
unpatentable for want of novelty. He is in no worse 
position than another inventor who has expended time, 
labor and money to reinvent something which proves to 
be old in toto. It is in all respects, then, preferable 
for him to relinquish all that is old and to claim in the 
broadest manner possible that which proves to be actually 
novel. , 

There is one more point to be considered. It is held 
by some that although both a combination and many 
of the elements thereof are novel, specific features of the 
elements should not be included iii claims to such com- 
binations where the specific features do not themselves 
cooperate with the other elements to modify the com- 
bination. To express this more briefly, they hold that 
there may be a combination ,broadly where there is no 
combination specifically; which is equivalent to saying 
that a collocation of elements may be a good and patent- 
able combination when claimed broadly v and an aggre- 
gation when claimed specifically. This seems to me to 
run counter not only to the statutory ground of rejection 
of an aggregation, but to a number of authorities and 
decisions, as well. For instance, in conceiving and em- 
bodying in practical form a new and useful invention, an 
inventor will devise, modify and adapt elements to fit 
them into a combination, also new, which shall disclose 
"the best mode in which he has contemplated applying 
the principle" underlying his invention, as required by 
the statute (Section 4888). To hold that in claiming 
his new combination he may not also simultaneously 
claim his new elements as specifically as he chooses is, 
first of all, to deny him the right to "particularly point 
out and distinctly claim," as required by the same sec- 
tion. Furthermore, the elements broadly claimed, 
cooperate in some way to effect a common function; 
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specifically claimed, they still effect a common func- 
tion, the same one, and a novel one; and, lastly, if it 
required invention to conceive and produce the broad* 
combination, it required so much the more invention 
to produce the concrete, specific assembly which em- 
bodies "the best mode ... of applying the princi- 
ple' ' utilized. 

To illustrate, let us revert to the claim for a time- 
piece, suggested at the beginning of the paper; and let us 
suppose that the inventor had first experimented with 
pendulums and had devised a mercury pendulum which 
was practically synchronous for all temperatures. Let 
us also suppose that he was the first to devise a spiral- 
spring motor. Is it logical, after having allowed him the 
broader claim quoted to deny him one like the following: 
In a time-piece, in combination, a spiral spring, a shaft 
driven therefrom, an escapement wheel on said shaft, an 
anchor pi vo tally mounted to engage said escapement 
wheel, and a pendulum having a bob comprising a recep- 
tacle containing an elongated column of mercury, said 
pendulum being mounted in operative engagement with 
said anchor. I think not, for the latter claim sets forth a 
novel combination as much as the other, and one which it • 
required invention to produce. In short, it meets all the 
prerequisites of Section 4886 quite as well as the broader 
claim. The inventor says, in effect: Here is the actual, 
physical embodiment of my conception in the best mode 
in which I have contemplated applying it; having 
complied fully with the statute, you can not deny my 
right to claim it as specifically as I choose. 

Walker says : • 

"It is a proper practice to make a generic claim 
and also a specific claim, in an application for a 
patent on a generic invention, even where only one 
species is described in the specification. In such a 
case, if the inventor's understanding that his in- 
vention is primary turns out to be true, both 
claims will be valid. But, if some invention is 
afterward discovered in the prior art, which rele- 
gates the patent to a secondary place, the specific 
claim may stand and be valid, though the generic 
claim' is too broad to be maintained/' (Walker on 
Patents, 4th Ed., sec. 116.) 
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Ex parte Eagle, C. D., 1870, 137, the office standby 
on requirements of division, says: 

"An applicant may fairly describe several 
species of a genus and may make any claim that is 
generic in its character and includes them all. 
In addition to this, ... he may select one of 
the embodiments of his invention "for specific 
claims." 

See, also Ex parte Ewart, C. D:, 1880, 78, and 
Ex parte Cook, C. D., 1890, 81. 

» 

Neither Walker nor any of the decisions just cited puts 
any limit upon the inventor. He may claim his preferred 
embodiment just as specifically as he chooses, provided 
always that he does not file what the courts have styled 
"a, multitude of fuliginous and attenuated claims/' 
which do not differ patentably from each other. 

As recently as 1913, the Circuit Court of Appeals for 
the Sixth Circuit outlined this right to specific claims 
to the following extent : 

"Each claim should be directed at some func- 
tion, step, or advantage to give it individuality; 
it should have a characterizing thought or point 
by which it can be identified; and, if the court 
which is to construe the claim can find this domi- 
nant thought, its task will be simplified. We may 
make this concrete by supposing that elements A, 

B, and C are each old in several specific forms, 
but are operative only in the combination A, B, i 

C. An inventor perfects new and useful specific 
forms cf each, a, b, c. The most desirable form 
of his invention is the combination a, b, c, and 
this the inventor considers his perfect work; but he 
may use and is entitled to monopolize one or two 
of the old forms in combination with two or one 
of his new forms. He may have, and the proper 
drafting of his patent will secure for him, a series 
of combination claims like this (capitals repre- 
senting generic; lower case, his new specific forms) : 
(1) a, b, c; (2) a, b, C, (3) a, B, C, (5) A, b, c, 
(6)A,B,c,(7)A,b,C." 

Scaife & Sons Co. vs. Falls City Woolen 
Mills, 209 F. H., 210. 
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In a still more recent decision, the Honorable First 
Assistant Commissioner held : 

"A claim fpr a machine for wax-treating 'parts of 
boots and shoes including a wax applying wheel 
/ provided with 'a working face of combustible 
fabric* is not an aggregation because limited to a 
'combustible' fabric, the claim otherwise setting 
up a good combination." 

Ex parte Pease, 202 O. G., 631. 

Note the "otherwise" in this citation. The trend of 
Walker and all these dtecisions is that a claim for an as- 
sembly of elements which is a good combination when 
broadly stated does not become an aggregation (that is, 
does not - cease to embody invention), even when it is 
claimed as specifically as possible. With this view, it ap- 
pears to""me that the statute and the entire line of deci- 
sions are harmonious. 

- SUMMARY. 

An aggregation is an assembly of elements which are 
incapable of coacting to produce a common function and 
which assembly, therefore, exhibits no invention. 

Some claims which are often rejected as aggregations 
are, in reality, for good combinations which are no longer 
novel. They may contain novel elements, but the 
combination, which is the entity considered by the 
statute, is no longer patentable. The novel element or 
elements should be made the subject-matter of the claims. 

If a combination is new and patentable if claimed 
broadly, it does not become an aggregation by embodying 
specific limitations of the elements making up the com- 
bination. 

Read January 14, 1915. 



\ 




Functional Statements in Claims* 



In Corning vs. Burden (1853), 15 How., 252, the court 
said: 

It is for the discovery or invention of some 
practical method or means for producing some 
beneficial result or effect, that a patent is granted, 
and not for the result or effect itself. 

In the case of O'Reilly vs. Morse (1853), 15 How., 62, 
involving the settlement of some of the most important 
principles of patent law, Chief Justice Taney said : 

Whoever discovers that a certain useful result 
will be produced in any art, machine, manu- 
facture, or composition of matter, by the use of 
certain means, is entitled to a patent for it; 
provided he specifies the means he uses in a man- 
ner so full and exact, that any one skilled in the 
science to which it appertains, can . . . pro- 
duce the result he describes. 

In Curtis vs. Piatt (1863), cited by Robinson under 
section 90, the court declared : 

In all discoveries of course there are two 
things. . . . There is an object to be achieved 
and a means of achieving that object. . . . 
No novelty is required as to the object; the novelty 
may be in the means for effecting the object 
whether old or new. 

There are innumerable decisions to the same tenor, 
and they are all summarized by Robinson (sec. 90), 
in one statement : 

Judged by this test, it is apparent that an 
invention, considered in itself, is neither an end 
nor a combination of both means and an end, 
but is the means for the attainment of an end. 

1—2778 



This determination of what constitutes invention is 
not based upon the express terms of any statute or rule of 
practice, but arises solely from analysis of the mental 
processes accompanying the inventive act. It is a natu- 
ral consequence of the conditions limiting the field in 
which the creative faculties can operate. Thus, Section 
4888 of the Revised Statutes provides that an applicant 
for a patent "shall particularly point out and distinctly 
claim the part, improvement, or combination which he 
claims as his invention or discovery." Rule 37 gives 
effect to this provision of the statutes by stating, "The 
specification must conclude with a specific and distinct 
claim or claims of the part, improvement, or combina- 
tion which the applicant regards as his invention or dis- 
covery." There is nothing in the precise terms of these 
provisions which limits the claims to an expression of the 
means by which the invention performs its office. But a 
study of what comprises the essence of an invention will 
at once make clear why the language of the law is ample 
and conclusive basis for the doctrine enunciated. 

FUNCTIONAL CLAIMS AND WHY THEY ARE DE~ 

FECTIVE. 

The idea of invention involves two mental acts — the 
perception of a need and the conception of the means to 
satisfy it. Monopoly in invention is predicated upon a 
creative production, upon something that. had no prior 
existence. The perception of a need is not an act of the 
creative faculties — it is common property. No exclusive 
merit attaches to any one who merely iecognizes that a 
long- felt want exists or who merely recognizes that that 
want should be satisfied. But one who conceives the 
means by which the need is satisfied exhibits at once the 
inventive or creative faculty. So while there is no ex- 
press language in the statutes confining the sphere of 
invention to an exhibition of means, yet the term "inven- 
tion" logically and inevitably excludes from its con- 
sideration any other construction. 

This perception of a need, or the result or effect of the 
invention, is when claimed termed "functional," and as 
must be readily seen is beyond the pale of patentable 
protection. 



As simple as this proposition, baldly stated, is, much 
difficulty has arisen, both in the courts and in the Office, 
in applying it. In its most elementary form, it is readily 
recognized, as when expressed participially, as for in- 
stance in the example given in ex parte Simonds (C. D., 
1870, 23), for producing a certain change in the opera- 
tion of a cutting press, or in Sickles vs. The Falls Co. 
(2 Fish., 202), for imparting a peculiar movement to 
parts of a machine. Not only do claims of this kind cover 
a mere result, but they are additionally defective in that 
one of the statutory classes of invention is not indicated 
from these terms, as from this language it is impossible 
to determine whether the invention relates to a machine 
or a process. 

A very good example of a mechanical claim which was 
held to be defectively functional is treated in the case of 
ex parte Bullock, 127 O. G., 1580. The claim reads as 
follows : 

In a device of the class described, means for 
transferring clothes-carrying rods from one posi- 
tion and depositing them upon a suitable sup- 
port, substantially as described. 

Here is presented but a single element, defined by the 
term "means" followed by a statement of function. Not 
a single structural support for the statement of func- 
tion is given, and the claim covers all possible means for 
effecting a desirable operation, no matter by what other 
means the same purpose may be accomplished, and in 
spite of how obvious the necessity for the need may be. 
Claims in this form are much more numerous than those 
given in the first example, but need occasion no greater 
difficulty in recognition or disposal. 

A mere difficult kind of determination is presented 
when the claim includes features other than and besides 
direct assertion of function. Such a claim, cited in In re 
Gardner, 140 O. G., 258, reads as follows: 

In combination in a vapor-register, a dial upon 
which are marked pressures and heat characteris- 
tics and a device for automatically indicating on 
said dial simultaneous pressures and heat charac- 
teristics. 



While apparently this claim sets forth features in 
terms of means in addition to those" purely asserting an 
effect, a closer examination of the claim will disclose that 
the actual invention is broadly and merely for a device for 
automatically indicating certain characteristics. Such 
a means limited only by a statement of its purpose would 
cover all apparatus for effecting that purpose, and on the 
ground that — 

One can not describe a machine which will per- 
form a certain function and then claim the func- 
tion itself and all other machines that may be 
invented by others to perform the same function — 

the court held the claim invalid. From these considera- 
tions it may readily be seen why it is that this kind of 
claim is fundamentally defective. The courts have never 
permitted a monopoly in invention so broad as to exclude 
all other endeavors towards the same end, and have al- 
ways been jealous to safeguard the public against the 
assertion of such an unnatural monopoly by consistently 
holding invalid patents for a principle of nature or for a 
function or result. These kinds of claims are also de- 
fective in view of section 4888, R. S., where it is provided 
that the invention must be particularly pointed out and 
distinctly claimed. It is clear that an invention which 
is set out without limitation or without a declaration of 
means to support its statement of function is not so ex- 
plicitly stated as to conform to the spirit of this act. 

FUNCTIONAL CLAIMS PARTIALLY RECITING 

STRUCTURE. 

A claim which recites some structure or means in addi- 
tion to function, but not enough to support the function, 
falls within the same application of this rule. They are 
invalid and should be rejected. See Ex parte Bitner, 140 
0. G., 256. .The determination of claims of this type 
requires the exercise of judgment and a comparison with 
the state of the art, similarly as in questions involving 
patentability, and can not be made from a mere inspec- 
tion of their language. Greater latitude is permitted 
in primary inventions than in improvements, both in the 
expression of the invention and in the construction of the 
claims. 



ADJUNCTIVE FUNCTIONAL EXPRESSIONS. 

Claims particularly difficult of treatment are those 
containing adjunctive functional statements, such as the 
familiar "whereby" clauses. If these clauses are inter- 
preted as entering into the combination and as words of 
limitation, the claims including them should be treated 
like those referred to in Ex parte Bitner, supra. It be- 
comes then a matter of determining whether or not there 
is sufficient structural support for the statement of func- 
tion. These claims are also objectionable on account 
of their ambiguity, as they can be construed to include 
or exclude the elements inferred from the "whereby' ' 
clause. See Ex parte Hoge, 173 O. G., 1081. 

While frequently functional claims are indefinite 
because of the breadth of the functional expression, the 
objection of indefiniteness is a distinct ground of com- 
plaint. Such objection may be one of form, as explained 
in Ex parte Bitner, or may go to the merits, and con- 
stitute a reason for rejection, as in the case of In re 
Blackmore, 140 O. G., 1209. The tendency appears to be 
in the direction of making Section 4888 controlling in 
treating claims, and rejecting all claims which do not 
adequately, definitely, and clearly specify the invention. 

PERMISSIBLE OR NECESSARY FUNCTIONAL 

EXPRESSIONS. 

It is well settled that where a claim distinctly 
specifies a certain structure which is adapted to 
perform a particular function there is no objection 
to setting it out in the claim. Ex parte Holder, 
107 0. G., 833. 

In fact, it is necessary on many occasions, to require the 
inclusion of expressions of function in order to make 
clear the co-operative relationship between the means 
stated, and a claim is frequently more definite and ex- 
plicit when such functional explanations are included; 
always provided, of course, that the structure is dis- 
tinctly specified. 

While we have seen that statements of function in 

2-2778 
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claims are not only unobjectionable if used for explana- 
tory purposes but are frequently desirable, yet for ap- 
parent reasons patentability can not be predicated upon 
such statements. So — * 

Where the claims in an application are drawn to 
cover a mechanical structure capable of perform- 
ing several functions and the claims differ from 
each other only in the statements of function at- 
tributed to the device, Held, that the claims are 
substantial duplicates, for upon the elimination of 
the statements of function each claim would cover 
the same combination of elements. Ex parte 
Jacobson, 107-1378. 



COMBINATION CLAIMS. 

In discussing the question of functionality so far, 
we have been considering the legal effect of a claim when 
the actual invention is directed to an element, i. e., is ad- 
dressed to a single statement of function or is expressed 
in terms of a single "means" or "mechanism" limited 
only by a statement of function. Such claims we have 
seen are fatally defective and are only saved by the courts 
by reading into them, and restricting the monopoly to, 
the specific means disclosed in the description. But 
where the real invention is a valid combination, any 
element or elements therein may be expressed in terms of 
"means" qualified only by a statement of function, or as a 
performance or mode of operation qualified the same 
way. There is an important distinction to be observed 
here, as claims for a combination are vitally different 
from those addressed to an element. A combination 
is primarily based upon a relationship subsisting between 
co-operating subsidiaries, and any language identifying 
the individual entities entering into the combination is 
adequate so long as the co-operative effect is clearly indi- 
cated. The vital defect in a functional claim is its 
breadth, but inasmuch as a patentable combination may 
be made up entirely of concededly old elements, the 
breadth in which any element may be set forth offers 
no objection. The courts and the office have uniformly 



upheld claims of this character. As stated in Young vs. 
Eick, 113 0. G., 547: 

The use of the word "means" limited bv a state- 
mer t cf function has long been recognized as the 
proper method of stating an element of a com- 
bination claim. 

In Leeds & Catlin Co. vs. Victor Talking Machine Co., 
140 O. G., 1089, the United States Supreme Court 
declared that a claim in which one of two elements read 
"a reproducing-stylus shaped for engagement with 
said record and free to be vibrated and propelled by thte 
same," set forth a valid combination, although there is 
no question here of the functional character of the lan- 
guage used and of the defectiveness of any claim which 
was wholly confined to the one element thus expressed. 

The same tribunal in the famous Paper Bag case 
(see 136 O. G., 1297), held valid a claim every element of 
which recited means in terms of function, because a 
"working relation" was expressed by the combination. 
So in Morley Sewing Machine Co. vs. Lancaster, 47 
O. G., 267, where three functionally stated elements were 
set forth in broad combination, the claims were held 
valid by the court and dominated a considerably differ- 
ent device because the latter could only be operated 
through the performance cf the claimed functions. 

Claims of this character can not be treated without a 
close scrutiny of their intent and without a knowledge of 
the art. If the claim actually covers an exhausted com- 
bination, the broad assertion of function in any sub- 
stituted means can not save it, of course, from the 
operation of the practice governed by Ex parte McNeill, 
100 O. G., 1976 — cr if the claim, by divesting it of ad- 
junctive and superfluous elements and language, be- 
comes reduced to a naked assertion of function, it comes 
within the operation of the rule in Ex parte Bullock, 127 
O. G., 1580, which states that: 

Where the claim is not for a combination of 
which the "means" for the purpose mentioned is 
an element, but is merely means for an element 
and covers all possible means for accomplishing a 
certain function regardless of structure. Held, 
that the claim is . . . functional. 
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PRODUCT CLAIMS. 

• 

Functional claims may be in the form of either appara>- 
tus or process and the test for determining whether a func- 
tionally stated element covers the whole invention or ex- 
presses a unit in a combination is the same for both 
classes of invention. But claims for a product are not 
generally deemed subject to the defect of functionality. 
A claim for " a process for hardening wrought iron," or fcr 
"a means of promoting combustion in a furnace," is 
evidently functional and invalid. But a claim for 
"ductile tungsten," or prabably "tempered copper" cr 
"pliable glass" appears to be valid as to form. Ap- 
parently, the rule that a claim can not be expressed in 
terms of an idea of public need, that there can Dot be a 
monopoly in an abstract result, dees not extend to the 
classes of invention covered by articles of manufacture 
and compositions of matter. At any rate, I have not 
been able to find any decision denying the inventor of a 
new product protection as extensive as the breadth of any 
terms of novelty he can apply to it. A claim for a "saw 
with hardened teeth" has been upheld by the courts. 
But there is an idea of means involved here, even if the 
language may be interpreted as tantamount to an ex- 
pression of a result desired. In its broadest aspect how- 
ever, such as given in the illustration of "pliable glass," 
the assertion of end to the exclusion of means is just 
as insistent as in the case of the broadest functional proc- 
ess or mechanical examples. Possibly, if the question 
in this aspect is ever determined by the courts, or if we are 
able to find a court decision covering this point, we may 
be able to reconcile this apparent diversity in the prac- 
tice. 

PRODUCT CLAIMED BY ITS METHOD. 

This type of claim, strictly speaking, does not come 
within the theme of this paper, but on account of a 
family resemblance to a certain kind cf claim, herein- 
after to be treated, a passing reference to it is thought 
pertinent. 

With the exception of unusually rare instances, an 
article can not under our law, be claimed through its 
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method of manufacture. If novelty is thus established, 
the invention, if any, resides in the method and not in the 
article. The product is the result or function of the 
process, and the evident attempt is to broaden the 
monopoly and narrow the application of the art. The 
physical characteristics of the product not being named, 
the search is confined to a narrower class of inven- 
tions, although the field attempted to be occupied will be 
broadened by claiming the invention in a higher class. 
Like the corresponding type of claims, designated 
"function of the apparatus," claims of this kind are ad- 
dressed to the wrong statutory class of invention; and 
if saved by the courts are restricted in scope. 

"FUNCTION OF THE APPARATUS." 

There is probably no term which has been so abused 
in patent practice or about which so much confusion 
exists as to its proper application than this. Its use has 
been condemned by several authorities, but inasmuch 
as it represents a doctrine which has formed the basis 
of many decisions in the courts and the Office, it is proper 
to consider it here. 

A claim fcr the "function of an apparatus" is a claim 
for a mechanical invention in the guise of a process. It 
represents an attempt either to broaden out the inven- 
tion or to extend the monopoly by a second patent. It 
differs from a functional claim in that it does not merely 
set forth the broad aim or effect wanted; it actually may 
specify the invention with all the particularity desired. 
But it asserts the wrong invention — it widens it out (by 
assigning it to the wrong class) to the extent that a proc- 
ess is broader than a machine. 

Every machine and many articles of manufacture are 
capable of being specified in terms of mode of operation or 
manner of use. Thus, a pail is an open-topped recep- 
tacle having a cylindrically disposed wall and a plane 
bottom closure. Its normal function is to hold a liquid 
or some like material. It operates in doing so by sur- 
rounding the material with a cylindrical wall and bottom 
closure. This is an extreme example, but illustrates 
readily the principles involved. To claim the pail 
as a means of holding a liquid, or its use as a process 
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of holding a liquid, is to claim its function. To claim 
it as a process of supporting a material by surrounding it 
cylindrically and stopping it at its bottom is to claim the 
manner of use or operative effect of the pail. The lan- 
guage here alleges a process^ but an inspection of the real 
invention shows that it is a mechanical device. If the 
pail were used to transfer material in some peculiar man- 
ner or to pour it in a unique way, the operation might 
then form the subject-matter of a legitimate process 
claim. 

A claim for the "f unction of the apparatus 7 ' is, then, 
one setting forth the operative effect or mode of operation 
of a machine in the language of a process when, the actual 
and only invention present is a machine. Such claims 
are defective and should be rejected. Ex parte Simonds, 
44 O. G., 445; Dederick vs. Cassell, 20 O. G. ? 1233; 
In re Weston, 94 O. G., 1786; and Expanded Metal cases, 
143 O. G., &63. But the modus operandi of a machine 
may form the basis of an inventive process. There 
is no doubt that a claim for a mechanical process, even if 
best carried out by a machine, may be perfectly valid. 
See Paper Bag and Expanded Metal cases, already 
noted. So the form of the claim offers no ready solution 
determinative of this problem. It becomes solely a 
question of fact and a matter of judgment involving a 
knowledge of the art, and resolves itself down to a simple 
determination whether there is an invention for a process 
present, or not. The claim should be examined free from 
its relation to the particular mechanism disclosed and 
solely in accordance with the principles governing the 
determination of process inventions. "A process is a 
mode of treatment of certain materials to produce a given 
result." This is the classic definition uttered from the 
Supreme Court bench, and by it most process inventions 
may be classified. If the alleged method answers 
to this and other tests of the different definitions of a 
process — if, for example, a hammock is to be woven, 
or a blank shaped, or paper folded into bag? — and the 
steps are detailed in terms of manipulative or equivalent 
operations, a true process results even if the same can be 
effected only by machinery. See Westinghouse *•$. 
Boyden et al., S3 O. G., 1067. 
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But if the alleged method can not stand the test of the 
application of the definition, if it is dependent upon the 
operation of a specific machine, and an examination of 
the art and the disclosure show that the invention is 
actually for the machine, then the claim is invalid as for a 
"function of the apparatus." 

DIVISION INVOLVING "FUNCTION OF THE AP- 
PARATUS" CLAIMS. 

As stated in Ex parte Steinmetz, 117 0. G., 901: 

Division should not be required between claims 
to an apparatus and alleged process claims which 
cover the mere function or operation of the appara- 
tus. 

Apparently, we have here an exception to the general 
rule that division is a question paramount to that upon the 
merits of the individual claims. (See Ex parte Alminana, 
100 O. G., 1331.) But a closer inspection reveals the 
fact that there is but one statutory class of invention set 
forth in cases of this kind, inasmuch, as, from a considera- 
tion of process claims of the character defined, we have 
seen that the actual invention behind their language 
must of necessity reside in the apparatus, and not, as 
alleged, in the process. As stated in the body of the 
decision in Ex parte Steinmetz, noted, "a machine and 
the mere function of the machine can hardly be said to 
constitute separate and independent things." The de- 
fective assertion of the invention becomes then matter 
for rejection and not a basis upon which to form an ac- 
tion to divide. This proper practice is set forth in Ex 
parte Frasch, 117 0. G., 1166, as follows: 

Held, that in many cases the question of divi- 
sion between process and apparatus claims will be 
simplified by consideration of the question whether 
the process claims cover the mere function or op- 
eration of the apparatus, and if they do cover the 
mere function or operation of the apparatus dis- 
closed and claimed they should be rejected as not 
covering proper processes and division should 
not be required. 
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CONCLUDING REMARKS. 

The tendency of the practice appears to be in the 
direction of simplicity, to give applicants a reasonable 
latitude of expression, and to free the consideration of the 
claims of undue technicalities. The instances where 
simple inventions are baldly claimed in terms of func- 
tion are very rare. More and more does it appear to be 
the tendency to make Section 4888 of the Revised 
Statutes controlling as the test for judging the sufficiency 
with which the invention is claimed. Does the claim 
mark out the limits of the invention in plain and clear 
language, in language so definite that it can be under- 
stood, so explicit that its scope can be defined? If so 7 
the invention is properly expressed in probably ninety- 
nine cases out of one hundred, and the state of the art 
does the rest. The same state of the art will undoubtedly 
dispose of the same proportion of claims suspected of 
being directed to the ' 'function of the apparatus." It is 
only necessary in this instance to guard against issuing 
two patents, one on the apparatus and the other on the 
method, where the claims respectively differ only in the 
substitution of the word "means" for the word "method," 
for the courts will declare the later patent void for double 
patenting. See In re Creveling, 117 0. G., 1167* 
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A. Test of the Legitimacy of Claims to 

Methods 

By 
W. W. TOWNSEND, 

First Assistant Examiner, Division Twenty-seven, 

U. S. Patent Office. 



No more difficult or troublesome questions arise in 
the course of the examination of applications for patents 
on inventions, than those growing out of claims to 
processes, methods, or arts, and relating to their legiti- 
macy under the statute, their divisibility from claims 
to machines for carrying them out, or to products in 
which they result, and their treatment in general. The 
question as to legitimacy under the statute is from the 
nature of the case the most important, since upon its 
determination depends in many cases the settlement of 
the others and in fact any further intelligent action. It 
can not, for example, be intelligently decided whether 
division should be required between a claim to an alleged 
process and one for an apparatus for carrying it out, 
until it is known whether we have to deal with a true 
process or merely with the function of the apparatus. 

Without some other and better test than those 
generally employed by examiners or discussed by the 
text writers, it is often impossible to settle the question 
of legitimacy in any rational way, convincing, conclusive, 
and satisfactory either to the examiner or to the appli- 
cant. It is in consequence often disposed of in what 
appears to be the easiest, but is nevertheless an illogical 
and unsatisfactory way, by merely ignoring it. Appar- 
ently as intangible, and certainly as elusive as Banquo's 
ghost, it is thus temporarily laid; but like the ghost it 
displays an uncomfortable and pernicious activity in 
refusing to stay laid. It therefore becomes a question 
of importance, whether there exists any criterion what- 
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ever of ready and demonstrable application, by which 
we may determine in a given case whether a legitimate 
process is present. 

In many cases alleged process claims are so plainly 
technically bad by reason of dependence on particular 
mechanism or for similar reasons, that the mere state- 
ment of these grounds of rejection is sufficient to dis- 
courage further prosecution. In the majority of other 
cases where claims are presented as processes, whether 
in the same case with claims to a machine or otherwise 
concurrently therewith, which are in reality for functions 
only, they are so obviously such that rejections on this 
ground meet with acquiescence by the applicant; or 
the claims are cancelled for reasons based on the state 
of the art shown, or on policy, or on knowledge or lack 
of knowledge of the subject and of the real nature and 
scope of the invention. In a certain residuum of cases, 
however, applicants persist in the prosecution of alleged 
process claims of whose illegitimacy the examiner feels 
sure, without being able to conclusively demonstrate it. 
It is just in these cases that the need is most felt of some 
further and more reliable criterion than those commonly 
recognized and employed, since without some such test 
as is now to be outlined it becomes a mere matter of 
legal and linguistic skill on the part of the applicant or 
his counsel to so rephrase the claims as to reduce the 
question at issue to a mere difference of opinion, incap- 
able of demonstration on either side. 

Among the leading cases involving the Law of Patents, 
none is more interesting or instructive, or more typically 
illustrative for the purposes of this paper than the 
British case of Neilson — the so-clled "Hot Blast Case." 
Neilson made a great industrial advance in the direction 
of economy and efficiency by a preliminary heating of 
the air blast of blast furnaces. So great was this advance 
that the patent granted to Neilson for his invention soon 
became the subject of litigation which resulted in the 
patent being sustained, but in the course of which the 
English jurists were very much exercised as to the proper 
interpretation of the patent and its validity. It was 
shown in evidence to have been matter of common knowl- 
edge and observation that the fires of blast furnaces 



frequently burned better in winter than^in summer — a 
result then erroneously attributed to the lower tempera- 
ture of the air in the former season rather than to its 
true cause, viz., the comparatively dry condition of the 
air consequent upon its lower temperature. Further, 
and possibly as a result of the erroneous impression 
referred to, no one, so far as then known, had previously 
artificially heated the air blast of a blast furnace. 
Whether Neilson was led to his departure from accepted 
practice by theoretical considerations based on facts 
newly developed in the era of physical investigation 
then dawning, or by accident, or shrewd personal obser- 
vation, we have no means of knowing. In any event 
he must be conceded to have been a real inventor; nor 
is he entitled to any less credit — rather, more — because 
the Babylonian excavations of our own day have shown 
the same invention to have been long previously devel- 
oped by a people not so handicapped by seasonal varia- 
tions of temperature and their effects. With Neilson's 
patent it became evident that he had made a useful 
industrial application of a thermal law, in other words 
a principle of Nature which must have taken effect 
whenever a natural rise of temperature occurred in the 
air delivered to a blast furnace. It is evident from the 
language used by the English jurists that they were 
cheifly concerned, not so much with the question whether 
the patent should be considered as one for a mechanism 
or one for an art, as with the question whether it must 
be construed as for a principle of Nature only and as 
therefore invalid, or as for a new means for usefully 
a Pplying that principle and valid as such. Considering 
the historical perspective and in the light of our statutory 
jaw and practice thereunder and even with many of our 
judicial decisions in view, it is not to be wondered at 
that the terms in which the English judges expressed 
themselves are somewhat loose and seem difficult to 
reconcile. Sometimes the invention is referred to as a 
piachbe, sometimes as a mode; but it is significant and 
instructive to observe that wherever the invention is 
defined as a mode or process, this definition is, often in 
^e same sentence, rephrased in terms of mechanism, 
^ek as the court may to find a form of expression which 
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will not define a mere principle and yet will apparently 
cover a process or mode and not a mere particular 
means, it is necessarily and inevitably brought back to 
the mechanical essence, for the simple reason that there 
is an indissoluble connection between the two sides of 
the invention. For example, it was stated by the Court 
of Exchequer, "After full consideration we think that the 
plaintiff does not merely claim a principle, but a machine 
embodying a principle" and in the next sentence, "We 
think the case must be considered as if, the principle 
being well known, the plaintiff had first invented a mode 
of applying it; and his invention consists in this, by 
interposing a receptacle for heated air between the blowing 
apparatus and the furnace" Again, it was stated by 
Baron Parke that the discovery was "the introduction 
of hot air by means of heating it before it was introduced 
into the furnace, between the blowing apparatus and the 
furnace;" and later by Lord Campbell, "I think the 
patent must be taken to extend to all machines whereby 
the air is heated intermediately between the blowing 
apparatus and the blast furnace." It is stated, it is 
true, by Justice Bradley, in Tilghman vs. Procter, in so 
many words, that Neilson's patent was for a process; 
but in the same decision he not only quotes with approval 
the English rulings above given but also that of Chief 
Justice Taney in O'Reilly vs. Morse wherein it is stated 
that Neilson's patent was supported u because he had 
invented a mechanical apparatus by which a current of 
hot air instead of cold could be thrown in" — a statement 
whose accuracy and comprehensiveness is by no means 
vitiated by that immediately following, viz., "And 
this new method was protected by the patent. The 
interposition of a heated receptacle of any form was the 
novelty he invented." In the quoted language the italics 
are the writer's. 

By Chief Justice Taney, as by the English Judges, 
terms which under our present practice and terminology 
appear to be self-contradictory, are used as synonyms. 
In endeavoring to reconcile these apparent contradictions 
with each other and the present state of the Law, Deci- 
sions, and Practice, it is to be borne in mind that just 
as the English Constitution is in reality but a sequence 



of customs, precedents and events as distinguished from 
a written instrument such as our own Constitution, so 
the English patent Law is, or was in Neilson's time and 
for many years thereafter, much more elastic and much 
less a creature of statutory definition than ours, in 
which the bounds and limits of patentable subject 
matter are undertaken to be specifically stated as includ- 
ing only arts, machines, articles of manufacture, and 
compositions of matter. Allowance must also be made 
for the natural and necessary growth in refinement 
of expression and accuracy of definition consequent 
upon a phenomenal industrial development and 
the litigation resulting therefrom. It is to be noted 
moreover, that so far as the expressions of the American 
jurists go, their effect would be to construe Neilson's 
case as one involving a pioneer invention, wherein the 
doctrine of equivalents will be extended to its widest 
range for the protection of a meritorious invention. 
Neilson had invented a fundamental combination. One 
may preserve an ocean of oxygen and another of hydro- 
gen till the end of time inert; apply the lightning flash 
and there is a new birth, a combination, an ocean of 
water. So with Neilson: there were numberless air 
heaters and numberless blast furnaces before his time; 
with the mental lightning flash of the inventor a new 
mechanical combination was born — one embodying an 
irreducible mechanical and verbal minimum, since it 
consisted of but two elements, yet involving a maximum 
of effect and entitled to a maximum of protection. That 
combination was of a blast furnace and a preliminary 
air heater; and no matter what the form of expression 
of the decisions, it was in effect for that combination and 
that alone that the patent was sustained. Neilson had 
imitated nature, but he had done it by mechancial means 
which nature never could supply and which man never 
had supplied. He was a pioneer and as such received the 
protection to which he was entitled; but no more, whether 
his patent be considered to have been construed as for 
a process or for a machine. 

What Neilson actually did may evidently be defined 
either from the point of view of the apparatus employed 
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or from that of the principle utilized or effect produced, 
in other words the method or process inherent in the 
apparatus. In terms of mechanism, Neilson's invention 
was an irreducible combination of two elements, viz., a 
blast furnace and a preliminary heater for the air. The 
term " blast furnace" has of course a collective meaning 
including the furnace proper and a means for delivering 
air under pressure thereto — elements which, except for 
brevity, might be included with the heater in a combina- 
tion of three elements forming as accurate a definition 
of the invention as that first given. The kind of heater 
and its location are theoretically immaterial. Whatever 
they are, the essential effect produced is the same. No 
preliminary location of the heater can be conceived of, 
whether between the furnace and the blower or ante- 
cedent to the blower, which would not produce a useful 
effect of the sort which Neilson had in view. 

If now we undertake to define the invention of Neilson 
as a method, it is found impossible to do so in any form 
of expression which will not either specifically include 
the heater in some way or be in terms and in effect 
for a principle of Nature and as such unsustainable with- 
out resort to construction and interpretation. If we 
say for example that the invention was a method of 
operating blast furnaces consisting in preliminarily 
heating the air, we are merely stating a principle of nature 
operating whenever the air was naturally of a higher 
temperature, and a claim of this sort could only be saved 
by construing it as including by necessary inference a 
specific means, viz., a heater, in other words as a claim 
to mechanism which should be wholly expressed as such. 
It is evident, in short, that so far as the invention 
involved patentable matter at all, distinguishable from 
a principle of nature, it was a combination of two 
elements, such as already formulated; no proper formu- 
lation as a method is possible which would be distin- 
guishable from a principle of nature. It is safe to say, 
however, that if Neilson's case were to be filed in our 
office and in our day, it would contain at least the second 
of the given claim formulations and probably one in 
terms of mechanism also, thereby presenting one or 
more questions such as initially outlined. Nevertheless, 



it is obvious that the formulation as a combination of 
two elements, and any formulation as a method which 
in itself or by construction would be distinguishable 
from a principle of nature would not only cover the 
whole of Neilson's invention, but would be substantially 
identical. If there is any difference in meaning between 
them, the method becomes a mere principle of nature, 
beyond the pale of patentable matter. Their mechanical 
and intellectual content of patentable matter is axio- 
matically the same. No embodiment of the stated 
combination can be conceived of which would not neces- 
sarily carry out the stated method; the execution of the 
method necessarily presupposes the combination. No 
measure of protection given by one is absent in the case 
of the other. If the formulated claims were presented 
) and allowed in different cases, it is obyious that the 

result would be two patents for the same thing. If any 
further demonstration of identity were needed, it would 
be found in an application of the now well recognized 
principle, so frequently resorted to by the courts in order 
to determine the difficult questions of identity of inven- 
tion and validity arising in suits for infringement, viz., 

> that that which anticipates if earlier, infringes if later, 
and vice versa. If we consider either one of the given 
formulations of Neilson's invention as the subject of a 
prior patent it is again axiomatic that it would con- 
stitute an anticipation; conversely, either one, if later 
would obviously infringe an earlier patent for the other. 

The application of what has been above stated to 
questions arising in actual office practice will be obvious, 
and may be summarized as follows: 

' If in any case presenting claims to an alleged process, 

the subject-matter of the process claims can be so formu- 
lated in terms of mechanism as to obviously leave no 
separate and distinct entity, subject-matter, or concept 
over and beyond the machine or its function to be the 

\ subject of a process claim; in other words so that the 

two formulations are obviously identical in patentable 
substance, meaning, scope, protection; then there is 
present no legitimate method or process. What is 
stated as such is then either a mere function or result 

> or a mere abstract idea, or in terms a statement of a 
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principle of nature, as in such a process definition of 
Neilson's invention as already given, and in either case 
not within the field of protection provided by the law, 
since that field can in no case include all means for the 
execution of an inventive idea. The stated generaliza- 
tion is one which may seem difficult of application and 
of little practical importance; but that it is so only in 
seeming will become evident to any one who actually 
applies it to concrete cases. Such application of course 
presupposes a thorough understanding of the invention 
involved, an equally thorough knowledge of the art and 
of the practice, a good command of English, and some 
mental effort; factors understood to be a part of every 
examiner's equipment. Assuming a tentative formula- 
tion to have been made of an alleged method in terms 
of mechanism or structure which appear to be identical 
therewith in patentable substance, what tests are we 
to apply in order to demonstrate the apparent identity? 
Only those applied by the courts in order to determine 
the same question, viz., substantial identity, in other 
relations. Would the allowance of the two formulations 
in different cases mean the granting of two patents for 
the same thing? Would each anticipate the other if 
earlier, and infringe if later? Would every legitimate 
measure of protection given by one be present in the 
case of the other. Would the operation of the mechanism 
necessarily carry out the method? Would the execution 
of the method be impossible without the stated mechan- 
ism? Would the issuance of a patent for either exhaust 
the fount of patentability? If the answer to these 
questions is in the affirmative, identity is established. 
If the answer is in the negative, the case is presumably 
one involving a legitimate process, and perhaps one of 
those which the courts have referred to as theoretically 
possible, but which would be new to the writer's experi- 
ence, and in which the process and apparatus are so 
connected and related that both may be properly 
included in a single application. Support for the view 
herein taken may be found in a collateral line of reasoning 
based on the ruling in ex parte Scheckner, C. D., 1903, 
315, in which it was held that where the structure of a 
finished article does not reveal the procedure specified in 
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a claim to a process of making it, there is no such unity 
of invention between the two as to justify their presen- 
tation in a single case. It follows as a corollary that 
where such revelation is obvious, unity of invention 
exists; and it would seem to follow with equal force that 
where a stated mechanism necessarily reveals the process 
and the statement of the process with equal certainty 
reveals the mechanism there is present not merely a 
formal unity of invention but such an actual identity 
as to preclude the granting of claims for both, whether 
in the same case or in different cases. 

It must never be forgotten that the identity in formu- 
lation herein intended must be axiomatic. A mere 
assertion of identity is not sufficient; it must be self- 
evidently apparent on the face of and inherent in the 
given formulations. Where this is the case no practical 
difficulty is found in the application of the test in ques- 
tion. The writer's experience with the class of cases 
in question extends over many years and many arts 
involving many varieties of process claims drawn by 
many practitioners and furnishing many opportunities 
for viewing the subject from many different angles. He 
has yet to find such a case which did not yield a logical 
solution on the application of the test under discussion 
and one which met with comprehension on the part of 
the applicant as well as at least theoretical acceptance; 
refusal to take corresponding action has been uniformly 
based on mistaken reasons of policy. 

Assuming identity of meaning and scope in the given 
formulations to have been established, the question at 
once arises, where claims to both process and apparatus 
are present, which is legitimate and which is not? Which 
may be retained and which must be cancelled? And in 
a case where the process alone is claimed, what should 
be the action? The answer to these questions is most 
illuminatingly indicated in ex parte Herr, 41 0. G., 463, 
C. D., 1887 — 105; see also ex parte Simonds, C. D., 
1888—78. 

Under our law, a process to be legitimate, must be 
something more than and beyond the machine which 
carries it out, or the mere function of that machine; it 
must be a distinct and separate entity capable of distinct 
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and separate mental apprehension, and can have no 
existence under the law unless it satisfies this require- 
ment. But if by a demonstration such as above out- 
lined, a given claim to an alleged process is shown to be 
in substance merely a claim to a machine, clothed in 
another form of words, then it can have no separate 
existence. The value of the test herein outlined in the 
first of the above stated cases now becomes apparent 
since the question of division which might otherwise 
arise is at once forestalled and can not arise. In the 
case of an application involving process claims, only, 
the action is obviously a rejection on the ground 
that the claims are in the wrong form, the applicant 
being free to substitute for them equivalent apparatus 
claims. Ex parte Trevette, C. D. 1901-170; ex parte 
Aberli, C. D., 1900-95. 

Returning for a moment to the Neilson case, and by 
way of forestalling a possible criticism upon the view 
thereof already expressed, it seems proper to refer to a 
point which has doubtless already been observed. All 
the judicial definitions of Neilson's invention with the 
possible exception of that by Chief Justice Taney, con- 
tain the qualification that the heater is to be between the 
blower and the furnace. Much stress is laid upon the 
fact that the heater may be of any form and that the 
alleged infringers were none the less such because they 
used a form of heater different from that specifically 
described in the patent and one which experience showed 
to be more efficient; but the location of the heater 
between the blower and the furnace was considered 
vital. It was doubtless then the universal practice, 
and may be now, to locate the heater as stated, both for 
economy of fuel and because of possible injury to the 
blower from the high temperature of the air, had the 
blower been located between the heater and the furnace. 
The limitation imposed was therefore immaterial so 
far as the actual protection afforded to Neilson was 
concerned, since there was no monetary advantage then 
to be gained by differently locating the heater and 
thereby attempting to avoid infringement. Neverthe- 
less, the limitation was not a necessary one ; the essential 
thing was that the air was heated before it entered the 
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furnace ; with the appliances of our day and the refractory 
materials freely available, a different location of the 
heater might perhaps have had sufficient advantage to 
tempt an imitator into risking being held an infnnger. 
It may be that the Chief Justice had some such thought 
in mind when he defined Neilson's invention as "a 
mechanical apparatus by which a current of hot air, 
instead of cold, could be thrown in." At any rate 
Neilson's invention was plainly generic and it is for 
this reason that I have above defined it as a combination 
of two elements only — viz., a blast furnace and a pre- 
liminary heater for the air blast. 

The Neilson case has been discussed at length because 
it is most typically and clearly illustrative. In the 
study of other recorded cases involving process claims, 
it would appear that many of them might have been 
more easily and satisfactorily disposed of had they been 
drawn and adjudicated upon the lines of the analysis 
herein made. 

The principle involved in the application of the test 
of legitimacy under discussion is obviously sometimes 
capable of extension to cases involving claims to an article 
and claims to an alleged process of making the article, 
both by analogy drawn from the ruling in ex parte 
Scheckner already discussed, and in consonance with 
that in In re Butterfield, 108 O. G., 796, and 1589; C. D., 
1904, pages 31 and 585. In the latter case, there were 
two claims to a shoe and a third drawn to an alleged 
process of making the shoe. Of this claim, it was said 
by the Examiners-in-Chief , referring to ex parte Trevette, 
CD., 1901; 97 0. G., 1173, as authority, "the method 
claim is, on its face, nothing more than the necessary 
or obvious mode of making the shoe of the application, 
and is therefore not patentable.' ' On appeal to the 
Commissioner, it was said by him, "The alleged process 
of claim 3 is not a true process. It is but another way 
of stating the construction of the article." Of the same 
claim it was said by the Court of Appeals of the District 
of Colubmia that, "The process claimed in the third 
count, if it can be regarded as a process at all, and not 
as a statement of the mode of construction of the article 
described in the first and second counts has plainly been 
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anticipated." In the matter quoted, the term "mode" 
is evidently not used in the sense of process or method, 
but in the general or structural sense of the earlier deci- 
sions, for example, Tilghman vs. Proctor, wherein it is 
stated that a process may be a means. It is obvious that 
the rulings in the Butterfield case are merely another 
way of saying that where an alleged process and its 
product are claimed the test of the legitimacy of the 
process is this: Can the invention be so expressed in 
terms of structure as to leave no substantial entity to 
be the subject of a process claim; in other words, so that 
the two formulations are identical in meaning and scope? 
If it can be the process claim must fall. This is precisely 
the test propounded and discussed herein with particular 
reference to cases involving claims to a process alone 
or to a process and also to a machine for carrying out the 
process. 

October 12, 1916. 
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This paper is intended to cover a few pertinent de- 
cisions and Commissioners' orders relating to certain 
of the Rules of Practice. I have by no means made an 
exhaustive search of all the decisions bearing on the 
rules to which I refer. My bbject is mainly to bring to 
your attention decisions that were rendered before 
Underwood's Digest wa^ published, decisions and orders 
that bear on questions arising in the examination of 
applications for Letters Patent. Some of the rules were 
given their present form in view of these decisions. All 
the decisions and orders cited set forth what I consider 
good practice. 

Rule 5. "An assignee of the entire interest of an in- 
vention is entitled to hold correspondence with the office 
to the exclusion of the inventor." 

There is but one decision that bears on this rule to 
whichfl wish to call attention, namely, Ex parte Baker, 
Commissioner's MSS., vol. 41, 1889, page 289. In the 
Baker case the Examiner had required the power of 
attorney given by the inventor to be ratified by the 
assignee of the entire interest of the invention before the 
office would further recognize the attorney in the prose- 
cution of the application. In considering this question 
on petition, Commissioner Mitchell said: 

" Unquestionably the assignee, under Rule 5, 
is entitled to hold correspondence with the office 
to the exclusion of the inventor, whenever he 
asserts that right; but the office ordinarily acts 
upon the presumption that the assignee of the 
whole interest will assert his right, unless he is 
willing to be represented by the attorney of the 
inventor. Until the assignee does assert this right 
it is the practice of the office, to be deviated from 

1—2780 



« *v- 



only in exceptional cases, to recognize a corre- 
spondingly exclusive right on the part of the 
attorney for the inventor." 

Rule 6. "When there has been an assignment of an 
undivided part of an invention, amendments and other 
actions requiring the signature of the inventor must also 
receive the written assent of the assignees." 

In considering this rule I find that there are five in- 
stances in which amendments and other actions require 
the signature of the inventor and therefore the written 
assent of the assignee of an undivided part of an inven- 
tion. They are concessions of priority, abandonment of 
an application, disclaimer . to avoid an interference, 
application for reissue, and power of attorney. 

Another feature worthy of consideration in connection 
with Rule 6 relates to an assignee of an undivided part 
of an invention within and throughout a specified part 
of the United States. This assignee is not such as would 
come under Rule 6, as was fully discussed in Ex parte 
Funston, C. D., 1889, page 223. 

Funston was the assignee of an undivided part of the 
invention throughout a specified part of the United States 
in two applications of David Savage. Funston asked that 
he be allowed to join with Savage in the prosecution of 
the applications. It may be of interest to hear, what 
Commissioner Mitchell said on this point: 

"Considerable discussion has been indulged in 
as to what constitutes an assignee and the mean- 
ing of the word in the different rules, and Funston 
insists that he is such an assignee as could^main- 
tain suit for infringement of his patent right if a 
patent had been granted to Savage, and that con- 
sequently he should be allowed to prosecute 
jointly with Savage. Reflection upon this point 
in the case must make it clear that it would not 
be policy to allow any one but an assignee who 
is the owner of an undivided part of the entire 
invention to prosecute an application, owing to 
the great confusion that would necessarily result; 
for if it should be held that any assignee of the 
right to an undivided part of the invention within 



and throughout some specified part of the United 
States could prosecute an application, where could 
the line ever be drawn with certainty. An in- 
ventor might assign an undivided half of his 
invention to a different person in each of the dif- 
ferent States, each one of whom would be such an 
assignee as would, upon the construction put 
upon Rule 6 by Funston's attorneys, be entitled 
to prosecute an application. Such a state of affairs 
was not contemplated or intended to be brought 
about by the framers of Rule 6." 

Rule 8. "A double correspondence with the inventor 
and an assignee, or with a principal and his attorney, or 
with two attorneys, can not generally be allowed." 

I need take but a minute of your time to refer to but 
one decision in reference to this rule, namely, Ex parte 
Jewett, C. D., 1887, page 17. In this case two principal 
attorneys were appointed by the applicant, one resided 
in San Francisco, Cal., and the other in this city. The 
applicant failed to designate which one the office should 
hold correspondence with. In discussing this point, 
Commissioner Hall set forth the practice as follows : 

"Simply as a matter of practice, it would be 
well, undoubtedly, where, like the present case, 
one independent firm located in some other city 
and another independent firm located in this city 
are each and both nominated as principal attor- 
neys, for the office, in the absence of any direction 
or indication of the intention or wishes of applicant 
or of the attorneys themselves, to conduct its 
correspondence with the resident firm." 

Rule 14 relates primarily to information and advice to 
be given by the office in response to inquiries about sub- 
ject-matter not pending before the office. However, the 
part that concerns us is found in the last three lines of 
paragraph 1, and is as follows: 

"nor can it act as an expounder of the patent law, 
nor as counsellor for individuals, except as to 
questions arising within the office." 



This part of the rule has been construed as giving the 
Examiner ample authority to advise an applicant con- 
cerning questions of novelty which he has disclosed in 
his application but has failed to claim. I wish to quote 
briefly from two decisions to bring out what two Com- 
missioners, for whose opinions I have the highest regard, 
considered good procedure under this part of Rule 14. 
The first one is Ex parte Donovan, C. D., 1888, page 100. 

This case came before the Commissioner on petition 
from the action of the Examiner refusing to enter an 
amendment presenting a new claim which applicant con- 
tended that the Board of Examiners-in-Chief had recom- 
mended in their decision on an appeal. Commissioner 
Hall, in considering the refusal of the Examiner to enter 
the amendment, said: 

"The rules of the office . . . point out 
that at all times in the investigation of an appli- 
cation and in the progress of appeals it is the duty 
of each tribunal having jurisdiction of the case 
to see to it that the inventor shall secure a patent 
for whatever patentable matter may be shown in 
his application. As has been frequently stated 
by me in decisions, the .office must put itself in 
the attitude of a friend and not of a litigant with 
the applicant, and see that he secures every right 
that belongs to him. 

"Now, unquestionably, if under Rules 68 and 
139 it is the duty of the Examiners-in-Chief and 
the Commissioner to suggest and recommend in 
order that an applicant may receive letters 
patent for subject-matter not involved in the 
appeal, it must be the duty of the Primary Ex- 
aminer in the examination of the case made by 
him to point out and recommend the same thing. 
1 do not mean by this that it is the duty of the 
Examiner to become an agent or an attorney f )r 
the applicant, but I think in all cases when he is 
satisfied or believes that the application contains 
patentable matter which is not claimed, it is his 
duty to advise the applicant briefly and specifi- 
cally, precisely as the Examiners-in-Chief and 
the Commissioner are authorized to do, as above 
stated/ ' 



The other decision is Ex parte Bailey, C. D., 1890, 
page 123, by Commissioner Mitchell, wherein the same 
point arose as in Ex parte Donovan. The Commissioner 
said: 

"As to the second point, the Examiner states 
that Rule 14 is distinct and reflects the settled 
practice in stating that the office can not act as 
counsellor for individuals. Rule 14 makes an 
exception 'as to questions arising within the office/ 
The cases are not relatively numerous in which 
unsought advice should be tendered, but where 
advice is asked there is no reason why it should not 
ordinarily be given. The correct practice is laid 
down by Commissioner Hall in Ex parte Dono- 
van, C. D., 1888, 100, and I desire to emphati- 
cally express my concurrence in the views set 
forth in that case." 

Rule 19. "Substitution or association can be made by 
an attorney upon the written authorization of his prin- 
cipal; but such authorization will not empower the second 
agent to appoint a third/ ' 

I wish briefly to refer to but one decision in connection 
with this rule, namely, Ex parte Ranks, C. D., 1887, 
page 7. In the Ranks case an associate attorney was 
appointed by the applicant without the consent of the 
principal attorney. In considering the appointment the 
Commissioner held that an associate attorney can not 
be nominated by an applicant without the consent of the 
principal attorney. If this were permitted it would 
probably result in confusion in the prosecution of the 
application. The regular course would be for the prin- 
cipal attorney to nominate his associate upon the written 
authorization of his client. The nomination of an asso- 
ciate attorney made by an applicant without the con- 
sent of the principal attorney can not be recognized or 
acted upon. 

Rule 34. "The specification is a written description 
of the invention or discovery and the manner and process 
of making, constructing, compounding, and using the 
same, and is required to be in such full, clear, concise, 
and exact terms as to enable any person skilled in the art 
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or science to which the invention or discovery appertains, 
or with which it is most nearly connected, to make, con- 
struct, compound, and use the same." 

The first decision to which I wish to call your atten- 
tion is Ex parte Kerr, C. D., 1884, page 27. The case was 
before the Commissioner on petition to have the Ex- 
aminer's objection that the specification was not full and 
sufficient withdrawn. The decision is interesting merely 
by reason of the Commissioner's interpretation of the 
meaning of the words " skilled in the art," which were 
as follows: 

"The solution of this question turns upon the 
interpretation which should be given the words 
'persons skilled in the art.' By these words I do 
not think is meant persons who excel their fellows 
in particular arts or sciences in which they are 
skilled, but merely men who have ordinary or 
fair information in that particular line." 

The next point I wish to refer to in considering Rule 
34 is, in my opinion, an important one ; that is, the de- 
scription of constructions in specifications that are not 
shown on the drawing. In my experience as an assistant 
Examiner I found that in at least 50 per cent of the appli- 
cations I examined, the specifications thereof described 
modifications not illustrated on the drawings. Since 
examinations are made mostly by "an inspection of the 
drawings," applicants should be required to illustrate on 
the drawings all modifications described in the specifica- 
tion or cancel the description thereof. This practice is 
fully warranted and clearly set forth in Ex parte Witty 
and Caffrey, C. D., 1884, page 26, in which Commis- 
sioner Butterworth said : 

"Whether a particular modification described 
in the application is simply a mechanical equiva- 
lent it may sometimes be difficult to determine. 
Counsel is aware that examinations are con- 
ducted, in the main, by an inspection of the draw- 
ings. It is, therefore, not only proper, but neces- 
sary, that each drawing shall disclose as fully 
as possible the invention, and also the substantial 



modifications thereof, in order that two patents 
may not be issued for the same thing, thus doing 
injustice to the public and to the patentees.' ' 

Another point in connection with Rule 34 may be 
briefly referred to by reference to two decisions wherein 
a reference in the specification to a co-pending applica- 
tion for a full disclosure of the construction was held not 
to be sufficient. 

The first of these decisions is Ex parte Borgfeldt, 
C. D., 1889, page 199. The drawings in the Borgfeldt 
application disclosed a machine and the claims covered 
a process. The description was not sufficient to give a 
clear understanding of the machine. Applicant under- 
took to overcome an objection to this effect by a refer- 
ence in the specification to a co-pending application 
which fully described the machine. Commissioner Mit- 
chell, in commenting on this point, said : 

"The Examiner is correct in holding that a 
reference to a contemporaneously-pending appli- 
cation for a fuller description is not permissible. 
It can not be assumed that the application 
referred to will mature into a patent.' ' 



The second decision is Ex parte Chadwick, C. D., 
1891, page 169. The Chadwick application was for an 
improvement on a machine disclosed in a pending appli- 
cation filed by another inventor. Reference was made in 
the Chadwick application to the co-pending application 
for a full disclosure of certain parts of the machine. 
On this point Commissioner Mitchell said : 

"Descriptions contained in pending applica- 
tions are not portions of the prior art. Such appli- 
cations may become abandoned by failure to 
prosecute, they may become forfeited by reason 
of nonpayment of final fee, or for other reasons 
they may never mature into a patent. The office 
can not act upon the assumption that applica- 
tions will necessarily mature into patents, and 
Rule 36 is not satisfied by a reference to pending 
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applications for the parts which 'necessarily co- 
operate with 1 the specific improvement for which 
a patent is asked." 

Another point of interest which may be briefly referred 
to in connection with Rule 34 is the practice laid down 
in Ex parte Lewis and linger, C. D., 1903, page 303. 
Lewis and Unger filed two applications, as joint in- 
ventors, and prosecuted claims in both to final rejection. 
On appeal to the Board of Examiners-in-Chief the Ex- 
aminer was reversed as to certain claims in both appli- 
cations and the board recommended that all the patent- 
able claims should be embodied in one of the applica- 
tions, which recommendation was complied with and the 
Examiner passed the application to issue. The appli- 
cants then filed a new application containing the allowed 
claims, but did not make a reference therein to the prior 
applications. The next day applicants abandoned the 
prior applications. The Examiner required applicants 
to insert a reference in the specification of the new appli- 
cation identifying the prior applications. On petition 
from this requirement Commissioner Alien said : 

"It is clear from the letter of abandonment 
. . . that the applicants intend to retain all 
benefits which may result to them from their 
prior applications; but they apparently wish to 
conceal that matter from the public until it be- 
comes necessary to use it. In other words, the 
result is that after the patent is issued they may 
use the applications for their own benefit if the 
occasion required; but the public is deprived 
of the right of using whatever there may be in 
the record of those applications to the prejudice 
of the rights of the patentees. The public will 
furthermore be deceived and misled as to the 
record date to which the patentees are entitled." 

"When the patent is granted, all proceedings 
leading to its grant should be public property. 
The rule of secrecy no longer applies to those 
proceedings." 



The Commissioner in the following paragraph set 
forth and instituted the practice as follows : 

"It is held that the present application should 
not be allowed without a reference to the prior 
applications and that there should be indorsed 
upon the file wrapper a statement that it is a 
continuation of those applications. This indorse- 
ment should take the place of that usually 
indorsed upon divisional applications." 

In Ex parte Taylor, Jr., C. D., 1905, page 45, the cir- 
cumstances were a little different from those in Ex parte 
Lewis and linger. The Taylor application was allowed 
and forfeited and a new application was filed for the 
same construction, presenting the sole claim of the 
forfeited application. The Commissioner held that the 
new application was a continuation of the first applica- 
tion and that the new application should contain a notice 
of the first application, for the reasons set forth in Ex 
parte Lewis and Linger. 

Another decision bearing on this point is Ex parte 
Kruse, C. D., 1910, page 119. In the Kruse application 
a part of the disclosure was for the same subject-matter 
as the disclosure in a previous application to the same 
inventor. The Commissioner in this case held that a 
subsequent application is a continuation of a prior appli- 
cation, when the two have common subject-matter as in 
this case. 

Commissioner Moore found that attorneys were some- 
what careless in amending cases in accordance with the 
practice laid down in the last three above referred to 
decisions. Frequently applications were found to be 
otherwise in condition for issue and the requirement of 
the insertion of a reference in the specification identify- 
ing the parent application or the application of which 
the present application is a continuation had not been 
complied with. Consequently another action on the part 
of the office insisting on the requirement of the insertion 
of the reference in the specification was necessary. So 
in order to facilitate the work of the office, the Com- 
missioner, on October 10, 1912, issued Order No. 2010, 

3—2780 



10 

which sets forth the practice to be followed in case3 of 
this character, and is as follows : 

"When an application is filed which in the 
opinion of the Examiner is a division of, a con- 
tinuation of, or a substitute for a previously filed 
application but which contains no reference to 
such prior application, the Examiner will require 
applicant to insert the proper reference to the 
prior application in the specification. If, when the 
case is otherwise in condition for allowance, this 
requirement has not been complied with nor 
shown to have been improperly made, the proper 
reference to the prior application will be made by 
an Examiner's amendment, and the application 
passed to issue forthwith." 

This order was modified by Commissioner Ewing 
September 19, 1913, by Order No. 2071, which is as 
follows : 

"When an application is filed which in the 
opinion of the Examiner is a continuation of or 
a substitute for a previously filed application, the 
Examiner will not require applicant to insert a 
reference to the prior application in the specifi- 
cation, it being regarded as sufficient if this refer- 
ence appears somewhere in the record of the 
application. The Examiner will make the appro- 
priate entry upon the face of the file wrapper. 
The heading of the printed patent will conform 
to this entry.' f 

There are many contingencies sure to arise under this 
order that have not been settled by any decision as yet 
published. For example, suppose an applicant files a 
parent application containing two inventions, he then 
divides and files a second application containing ine of 
the inventions plus new matter, should any entry thereof 
be made on the file wrapper of the parent application? 
The second application being only a continuation in 
part of the parent application. 

Just one more reference involving Rule 34, which 
relates to the filing of substitute specifications. The 
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practice relative thereto is found in Ex parte Orewiler, 
C. D., 1911, page 100. This case came before the Com- 
missioner on petition from the action of the Examiner 
in refusing to enter and consider a substitute specifica- 
tion. In declining to grant the petition, Acting Com- 
missioner Billings said: 

"There is a grave objection to the filing of sub- 
stitute specifications in that such action requires 
the office not only to examine the substitute 
specification to determine whether it is in proper 
form and meets the requirements of the law, but 
also to carefully compare the sam3 with the 
original disclosure in order to determine whether 
new matter has been inserted therein." 

One can hardly fail to realize what a saving of labor 
this practice establishes, especially when you take into 
consideration heavy machine cases. 

Rule 37. "The specification must conclude with a 
specific and distinct claim or claims of the part, improve- 
ment, or combination which the applicant regards as his 
invention or discovery." 

A paper of considerable length could be written relative 
to this rule by reason of the many decisions of the Com- 
missioners. However, I shall refer only to one question 
which I have found frequently arises in the examination 
of applications, and that is the use of alternative phrases 
or terms in claims. 

-One or two of the Commissioners' decisions seem to 
warrant the use of alternative terms when the terms are 
equivalents. However, the majority of the decisions 
discourage their use. It seems to me to be good practice 
not to allow alternative terms in claims at all, for if the 
terms are equivalents only one is necessary and if they 
are not equivalents they render the claim indefinite. 
If this practice is followed there would be no possibility 
of the question of indefiniteness arising in any litigation 
in which the patent may become involved. In connec- 
tion with this subject I wish to call attention to four 
decisions, which seem to me to warrant the practice 
herein stated. 

In Ex parte Holden, C. D., 1903, page 442, the words 
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"rods or wires" were used in claim % to designate certain 
parts of the apparatus. Commissioner Allen said: 

"The applicant does not disclose two structures 
to one of which he applies the term 'wires' and to 
the other the term 'rods,' but applies both terms 
to the same structure. The apparent alterna- 
tiveness is one of language merely and not of 
structure. If both of these terms describe the 
structure correctly, there is no reason for objecting 
.tr- the phraseology 'wires or rods.' " 

. While the alternative phrase used was held to be per- 
missible, the decision warrants the practice above indi- 
cated. For if the "alternativeness" is one of "language 
merely" then either one of the words used is sufficient 
to give applicant full protection and all possibility of 
criticism is avoided. 

In Ex parte Cook, C. D., 1890, page 81, the applicant 
used in the claims the expressions "brush or equivalent 
cleaning device" and "brushes or equivalent cleaning 
devices." In discussing this point Commissioner Mitchell 
said : 

"In his first four claims applicant does not em- 
ploy comprehensive designating language appli- 
cable alike to all the forms of the device. If the 
applicant can devise some one form of expression 
which comprehends the patentable novelty which 
is common to all of the forms and styles shown 
and described, he is clearly entitled to employ 
that expression to cover the generic invention, 
and also to claim specifically whichever of the 
specific forms he may elect to cover and protect. 
An inventor is always entitled to equivalents — 
that is to say, to devices which operate in sub- 
stantially the same way to accomplish substan- 
tially the same result in a combination. In the 
present case if the applicant desires nothing more 
than the benefit of the law of equivalents, the 
expression 'or equivalent cleaning device 1 is 
surplusage. If he desires some advantage beyond 
that which the law of equivalents gives him, he 
is seeking more than can properly be accorded to 
him." 
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In Ex parte Caldwell and Barr, C. D., 1906, page 58, 
petition was ta,ken to the Commissioner from the Ex- 
aminer's objection that the terms "a mixing compart- 
ment containing a quantity of coke or the like," in claim 
2, and "a casing containing a mass of coke, brick, or the 
like," in claim 3, were indefinite. In denying the petition 
Commissioner Allen said: 

"It is always objectionable to use in the claims 
words of description which are alternative in 
form, and this is true even where it appears from 
consideration of the whole case that the words 
are not intended to convey alternative or incon- 
sistent ideas. Where possible, some terms of 
description should be used which are generic." 

In Ex parte Phillips, C. D., 1908, page 195, the phrase 
"asbestos or its equivalent" was used in the claim. Acting 
Commissioner Billings, in criticising the phrase, said: 

"The objection to the use of the expression 
'or its equivalent' is believed to have been prop- 
erly made. It is objectionable to use terms which 
are alternative in form, and where possible some 
terms of description should be used which are 
generic." 

Rule 40. "The specification must be signed by the 
inventor or by his executor or administrator. • . . 
Full names must be given." 

It is only necessary to dwell on this rule for a minute 
as the practice is laid down and well defined in Ex parte 
Gentry, Commissioner's Order No. 600; Ex parte Clark, 
C. D., 1906, page 339, and Commissioner's Order No. 
2018. 

In Ex parte Gentry, C. D., 1888, page 115, the Ex- 
aminer had objected to the applicant's signature to the 
specification which was signed "N. Kate Gentry" as 
being incomplete. In affirming the action of the Exami- 
ner, Commissioner Hall said: 

"The law knows but one Christian name. The 
middle names are mere matter of ornament or 
of social distinction, and it is well settled that an 
omission of the middle name, or of the initial of 
the middle name, is wholly immaterial." 
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In order to make the practice, as laid down in Ex 
parte Gentry, uniform, Commissioner Mitchell, on 
June 4, 1890, issued Order No. 600, which is as follows: 

"When the full first name of the applicant does 
not appear either in his signature or in the pre- 
amble to the specification, the Examiner will, 
in his first official letter, require an amendment 
supplying the omission, and he will not pass the 
application to issue until the omission has been 
supplied, unless an affidavit shall have been filed 
setting forth that the full first name is the one 
originally given by him." 

In Ex parte Clark it was held that when different 
forms of applicant's name appeared in the preamble 
and signature to the specification, one of them a corrup- 
tion or nickname, an affidavit should be furnished setting 
forth applicant's correct name. If the incorrect form 
is in the preamble, correction should be made by amend- 
ment. 

In order to avoid unnecessary delay in passing applica- 
tions to issue, Commissioner Moore, on November 11, 
1912, issued the following order: 

"Order No. 2018. Supplementing Order No. 
600. In applications otherwise ready for allow- 
ance, where the first name of the applicant is 
disclosed in the record but does not appear in 
the preamble to the specification, the Primary 
Examiner will insert first Christian name of the 
applicant by amendment to the preamble, on 
form No. 2254." 

Rule 42 relates to applications presenting claims for 
separate and independent inventions. It involves the 
very interesting question of division and affords subj ect- 
matter on which a book could be written. As my time 
limit will not admit of an extended consideration of any 
one question owing to the scope of the matter I have 
undertaken to cover, I shall refer to one line of practice 
only which may properly fall under this rule, and that is 
the practice which relates to genus and species claims. 
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The practice relating to genup and species claims was 
clearly laid down for the first time in Ex parte R. N. 
Eagle, C. D., 1870, page 137, and has been the settled 
practice from that date to the present day. It may be of 
interest to note that the practice relating to genus and 
species claims is the only practice with which I am 
familiar that has stood undisturbed for so long a time. 

In Ex parte Eagle, the subject-matter of the specifica- 
tion was a tin blacking box, having resting on the top of 
the blacking, to act as a follower, a foraminous plate, 
there being several forms of the plate shown and de- 
scribed. The four claims of the application were broad 
enough to cover all the forms; in other words, they were 
generic to all the figures of the drawing. The Examiner 
required the applicant to limit his application to a single 
species. In considering this requirement, Commissioner 
Fisher said: 

"The applicant describes a new genus, to wit, 
a box provided with a follower. He may fairly 
describe several species of the genus, and may 
take any claim that is generic in its character 
and included them all. In addition to this, as the 
genus can only be illustrated by at least one of 
the species, he may select one of the embodiments 
of his invention for specific claims; but he can 
not found one claim on one species, and a second 
on another, and a third on another, and so on." 

If any one desires to go further into this question 
attention is called to the decision of Acting Commissioner 
DoDlittle in Ex parte Howland, C. D., 1877, page 120, 
and that of Commissioner Paine in Ex parte Heaton, 
C. D., 1879, page 95, both of which affirmed the practice 
laid down by Commissioner Fisher. 

Rule 46 relates to the oath to an application. This 
rule brings to our attention our old friend Ex parte 
Branna, C. D., 1901, page 232. The question in this 
case, you will doubtless recall, was whether the time 
intervening between the date of executing the oath and 
the date of filing the application complete was reasonable. 
The time intervening was thirty-one days, which the 
Commissioner held to be unnecessarily long and insisted 
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upon the requirement of a new oath. To have proper 
''force and value" when questions of public use and sale, 
publications, and prior patents are concerned the appli- 
cation should be filed immediately after the execution 
of the oath. 

In determining what is a reasonable time, Commis- 
sioner Allen, in Ex parte Branna, set forth as a general 
rule the following: 

"As a general rule it may be stated that the 
requirement for an additional oath should be 
made where the delay was longer than three 
weeks in addition to the time which may natu- 
rally be expected to be required in transmitting 
the papers by mail to this office." 

Ex parte Branna does not apply in divisional applies 
tions because the divisional application is in effect a part 
and continuation of the parent application. Ex parte 
Davison, C. D., 1912, page 94. 

Rule 48 requires a supplemental oath when a claim 
is presented for matter "originally shown or described 
but not substantially embraced in the statement of in- 
vention or claim originally presented." 

The main reason I have for considering Rule 48 is the 
frequent misunderstanding of the function of the rule. 
I have found in several instances attorneys who pro- 
fessed to believe that new matter could be introduced 
into an application when supported by a supplemental 
oath, and I have known assistant examiners who were 
of the same opinion. 

New matter can not be introduced into an applica- 
tion properly under any circumstances. The sole purpose 
of a supplemental cath is clearly stated in Rule 48, and 
it can be used only to support . . . "Matter origi- 
nally shown or described but not substantially embraced 
in the statement of invention or claim originally pre- 
sented." 

This point was clearly set forth by Commissioner 
Mitchell in Steward vs. Ellis vs. Lee vs. Howe, C. D., 
1889, page 243, as follows: 

"The office of a supplemental oath, as set forth 
in Rule 48, is to justify the introduction by amend- 
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ment of a claim not substantially embraced in the 
statement of invention or claim originally pre- 
sented. Rule 48 affords no justification for the 
introduction of matter by way of amendment 
which is not substantially described or disclosed 
in the application, whether with or without a 
supplemental oath. To so construe Rule 48, as to 
warrant the introduction of what is commonly 
known as 'new matter' would be to ascribe to it 
a function utterly without warrant of law." 

Just one more decision in connection with this rule and 
that relates to the form of a supplemental oath. In Ex parte 
Cook, C. D., 1892, page 232, the Examiner evidently 
judging from the character of his action was of the opin- 
ion that the forms given in the Rules of Practice were 
mandatory. Here is what Commissioner Mitchell said 
in considering that point: 

"It is not necessary that a supplemental oath 
filed under Rule 48 of the Rules of Practice specify 
the serial number and date of filing of the applica- 
tion to which it refers if the proposed amendment 
is otherwise properly identified. The forms given 
in the Rules of Practice are suggestive and not 
mandatory." 

Rule 50. "The drawing may be signed by the inventor 
or the inventor's name may be signed thereon by the 
attorney, and must be attested by two witnesses." 

In Ex parte Kyle, C. D., 1890, page 84, the question 
between the Examiner and the attorneys was whether 
the two witnesses on the drawing attested the drawing 
or the signature to the drawing. The attorneys insisted 
the witnesses attested the drawing, while the Examiner 
maintained they attested the signature to the drawing 
and therefore the member of a firm of attorneys who 
personally signed the drawings was net a competent 
witness. In commenting on this point Commissioner 
Mitchell said: 

"I have been at considerable pains to investi- 
gate the question under consideration and have 
been unable to find a single authority in support 
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of any other view than that the witnesses attest 
the signature. Under such circumstances I do 
not feel authorized to sustain the other view of 
the construction of the statute, although I quite 
agree with the eminent authority referred to that 
the grammatical construction of its language 
would seem to indicate that the witnesses attest 
the instrument rather than the signature. . . . 
I am therefore compelled to sustain the Examiner 
and deny the petition." 

One more reference in connection with this rule. 
Commissioner Simonds in Ex parte Krause, C. D., 1891, 
page 164, in reference to the signature to the drawing, 
said: 

"Section 4889, Revised Statutes, requires the 
drawings to be signed. Stamped signatures, as 
used in this case, are not sufficient.' ' 

Rule 52 also relates to the drawings and sets forth for 
the most part details governing the making of Patent 
Office drawings and in the main concerns the Drafts- 
man's Division only. However, there are two sections 
thereof which interest us and may be briefly considered; 
namely, sections 6 and 9. 

Section 6 has to do with reference characters on draw- 
ings and in connection with this section I wish to call your 
attention to Ex parte Cook, C. D., 1890, page 81. In 
this case four different forms of the invention were dis- 
closed on the drawing and each of the forms was desig- 
nated by the same reference letter. The Examiner 
objected to the use of the same letter to designate the 
four forms disclosed on the ground that they were modi- 
fications and therefore different structures, and conse- 
quently the use of the same letter to indicate the various 
structures rendered the disclosure confusing. In con- 
sidering this point, Commissioner Mitchell very clearly 
and concisely suggested the practice as follows: 

"In the present case four different forms of 
cleaner are shown, the first form being a bristle- 
faced brush, as shewn in Figs. 1, 2, 3, and 7; 
the second form being composed of a backing of 
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wood and a facing of chamois skin, as shown in 
Fig. 5; the third being composed of a backing 
of wood faced with India-rubber, as shown in 
Fig. 6, and the fourth being composed of a stick 
wrapped with cloth, as shown in Fig. 8. Each of 
these four different forms of cleaner is designated 
by the same reference letter F. These parts, 
though described as equivalent devices, are never- 
theless different parts within the meaning of 
Rule 52, and they clearly come within the pro- 
hibition of the rule, which says that the same 
character must never be used to designate 
different parts." 

"The question immediately under considera- 
tion is solved by the language of the present rule. 
Formerly the rule simply provided that if the 
same part of the invention appeared in more than 
one figure it should always be represented by the 
same letter. As the rule now reads, a prohibitory 
clause is added, providing that the same char- 
acter must never be used to designate different 
parts. The same parts only can be designated by 
the same character, but nullum simile est idem. 
If alternative constructions or modifications are 
shown, a permissible method is to employ the same 
letter with an appended figure or exponent — as 
A, A 1 , A 2 , A*, — thereby at once conforming to the 
rule and at the same time suggesting the presence 
of similarity and the absence of sameness/ ' 

Section 9 prohibits advertisements of any description 
on the drawings. It is so clear as to need no comment 
and I only desire to refer to a letter of the Commissioner 
to the Chief Draftsman on October 5, 1885, which defines 
the meaning of the word " advertisement' ' as us3d in this 
section. The letter in substance is as follows : 

The word "advertisement" applies to anything 
known as such or anything that favors any par- 
ticular person, place or country. Fictitious names 
may be used as John Doe and names, etc., that 
do not favor any particular person, place or 
country. 
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Rule 75 relates to affidavits for the purpose of over- 
coming references. My remarks are confined to the part 
of the rule concerning domestic patents. In this connec- 
tion I wish to briefly refer to two decisions to bring out 
what an affidavit under this rule should set forth. 

The first one is Ex parte Saunders, C. D., 1883, page 
23. On this point Commissioner Marble said : 

"If the applicant rests his claim of invention 
upon drawings or devices made by him, he should 
produce such drawings or machines or furnish 
copies or representations of the same, in order 
that the office may judge whether he in fact made 
the invention claimed in his application." 

Commissioner Mitchell in Ex parte Donovan, C. D., 
1890, page 109, set forth this point clearly as follows: 

"If the applicant made sketches, he should so 
state, and produce and describe them; if the 
sketches were made and lost, and their contents 
are remembered, they should be reproduced and 
furnished in place of the originals. The same 
course should be pursued if the disclosure was by 
means of models. If neither sketches nor models 
are relied upon, but it is claimed that verbal dis- 
closures, sufficiently clear to indicate definite 
conception of the invention, were made, the wit- 
ness should state as nearly as possible the language 
used in imparting knowledge of the invention 
to others. By whatever means the applicant 
claims to have disclosed the invention he must 
so present those means to the Examiner as to 
enable him to determine whether or not the in- 
vention was present in the disclosure. The mere 
statement of the applicant that he disclosed the 
invention is of no avail, either to constitute evi- 
dence of disclosure or to impart sufficiency to a 
statement of facts in themselves inadequate." 

The practice was held to be in such cases that where 
the Examiner believed the affidavit to be insufficient he 
should reject the claims involved on that ground. 
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You will note that the rule distinctly provides that an 
affidavit applies only in the case of a "domestic patent 
which substantially shows or describes but does not 
claim the rejected invention/ ' If the rejected invention 
is claimed in the patent the applicant should make the 
claim or claims of the patent that clearly read on appli- 
cant's construction, so that the question of priority of 
invention may be determined by an interference pro- 
ceeding. The practice in this particular was definitely 
stated in Ex parte Card and Card, C. D., 1904, page 383. 

In this decision the Commissioner held that the Ex- 
aminer was correct in suggesting certain claims of the 
patent to the applicants for the purpose of interference. 
Also that the Examiner was right in informing the appli- 
cants that unless they made the claims, certain claims 
in applicants' application which the patentee could make, 
or which read on the construction disclosed in the patent, 
would be rejected on the patent. Furthermore, the 
Examiner rightly fixed a time limit within which the 
applicants should make the claims suggested. 
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Patents — Commercial and Otherwise 

By 

GEORGE R. SIMPSON, 

Division Thirty-four, United States Patent Office. 



Patent assets in corporation balance sheets have been 
in the past and are today generally regarded with dis- 
trust. The larger the item the greater the distrust and 
criticism. If a search is made through the annual reports 
of those corporations whose business is based largely 
on patent monopoly, but few will be found that attempt 
to itemize their patents in dollars and cents. Some of the 
larger and more successful of such corporations have in 
the past issued annual reports containing substantial 
items charged to patents, running up into the millions, 
and have been subjected to such criticism by the large 
banking and bond houses that in subsequent annual 
reports they have written off large percentages of the 
patent valuation at the expense of the net earnings for 
the particular year. Other corporations have bunched 
their patent items with other forms of property so that 
the report was worthless for reaching any idea of the 
estimated value of the patents. Still another form of 
report made no mention of patents as a portion of the 
assets. 

Patents are property, and property of such an im- 
portant nature in this country, that it should not be con- 
sidered as a laudable financial policy by any corporation 
armed with patents cap-a-pie to belittle, secrete or omit 
them in an annual report. 

Proper valuation of a patent is an intricate problem. 
The elements that enter into the solution of such a 
problem are the state of the particular art, past and 
present, the probable demand or field of exploitation for 
the subject-matter of the patent, and the length of 
term it has to run. The future state of the art and the 
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public demand or field for the article or process can only 
be known as the future develops into the present. 

The life of a patent is limited to 17 years. However, 
with many forms of patentable subject-matter the im- 
provements made upon it before the expiration of the 
life of the basic patent, in this progressive age, are such 
that a hold on the larger market of the future may prac- 
tically be ensured by patents on the improvements, and 
a keen lookout will add to it the patent-control of new 
developments or side issues relating to the field of the 
basic patent. Patent property which can be built up 
and developed in this manner is independent of the life 
of a particular patent. 

Those corporations whose business is based upon pat- 
ented subject-matter and whose net earnings largely or 
wholly arise from such subject-matter are usually pro- 
tected by a group of patents. The assumption is then 
made that the owner of a monopoly in the industrial 
arts, after the actual introduction of the particular art 
or improvement so that it is a money-earner, will at 
least secure 50 per cent over the net earnings that would 
be possible if no monopoly existed, i. e., one-third of 
the net earnings are due to patent protection. 

An estimate will be based on a life of 17 years for a 
single patent with the cessation of manufacturing and 
total loss of the original investment at the end of the 
term. Capital will be satisfied with an annual dividend 
of 12| par cent for 17 years without the return of the 
original investment which would be equivalent to an 
annual interest rate of slightly over 10 per cent under 
normal conditions; a 10 per cent net income annually 
may be considered as a fair return for a manufacturing 
business. Adding 6* per cent to the 12J per cent for a 
17-year period, which is the 50 per cent increase for the 
patent monopoly, makes 18$ per cent as a fair rate of 
return on a manufacturing business with patent pro- 
tection for 17 years under normal conditions and as 
a general average for such business in this country. 

The value of the patent protection at any specified 
timo would be the present worth of an annuity, on say 
a 6 per cent basis, for the unexpired portion of the 17- 
year period, said annuity being one-third of the net 
earnings and fixed charges. 



The outline just given furnishes the basis for a rough 
estimate of the value of a patent which is obtained by 
taking the net earnings plus fixed charges for one year, 
multiplying the same by the number of years the patent 
still has to run, and dividing the product by 5. Obviously, 
if a corporation has no debts the fixed charge item will be 
absent. 

In case a corporation should maintain practically a 
continuous patent protection its value would be roughly 
equal to 3J times the net earnings plus fixed charges for 
one year. 

It seems remarkable that the existence of the vast 
amount of wealth represented by patents for inventions 
should be kept so far in the background. Patent pro- 
tection exerts its controlling influence on all the in- 
dustrial arts, to their minutest ramifications, exacting 
tribute from all. The aggregate of the tribute thus 
collected would be an amount stupendous to contem- 
plate. At first blush it would appear that the patent 
system of levying in the industries of the country would 
hamper and impoverish them to such an extent that com- 
mercial depression would result. On the contrary the 
effect has been to give a stimulus to our industries such 
that our patented specialties form some of the large 
items of our export trade, and patent protection has 
enabled us to obtain a firmer grip on the trade of the 
world. 

In order to get a general idea of how the leading in- 
dustrial corporations of this country treat their patents 
in their annual reports in the enumeration of their 
assets I searched carefully through Moody's " Analysis 
of Public Utilities and Industrials,' ' for the year 1916. 

I find 386 corporations that probably have patents 
or licenses under patents. Fifty-six of these corpora- 
tions report their patents or patents and trade-marks as 
independent items in their balance sheets. Forty-four 
corporations bunch good-will, patents and trade-marks 
in single items. Fourteen corporations specify patents 
and include the same with their general property item. 

The following is a list of the 56 corporations with the 
amounts they have charged up to patents in the manner 
specified below as given by Moody : 
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Corporations Dollars 

AJax Rubber Co 1 

American Brass Co 1,000 

American Cyanamid Co 3,543,475 

American Rolling Mill Co... 1,350,000 

American Wringer Co 100,000 

Avery Co 98,869 

Atlas Tack Co 1,493 

Bemis Bros. Bag Co. 3,998 

B. W. Bliss & Co 1,023,341 

Boston Woven Hose & Rubber Co. 1 

J. I. Case Threshing Machine Co. 1,036,027 

Casein Co. of America 4,555,168 

Dennison Mfg. Co 13,418 

Diamond Match Co 2,000,000 

Draper Co 100,000 

Electric Storage Battery Co 11,000,000 

Emerson Phonograph Co 1,000,500 

Fairbanks & Co 3,142 

Ford Motor Co. 64,339 

General Motors Co 413,500 

Gillette Safety Razor Co 900,000 

Goodyear Tire & Rubber Co 1 

Grey & Davis, Ino 307,748 

Hall Mfg. Co...... 238,282 

Hood Rubber Co. 1,000 

Ingersoll-Rand Co. 683,000 

International Rubber Co. 15,142 

International Button-Hole Sew- 
ing Machine Co. ._ 325,301 

Jeffery Mfg. Co.— 193,856 

Keystone Steel & Wire Co 78,672 

Lanston Monotype Machine Co.... 4,372,046 

Lee Tire & Rubber Co 400,800 

link-Belt Co 50,000 

Mergenthaler Linotype Co 4,000,000 

Miller Rubber Co 125,000 

Ohmer Fare Register Co 925,000 

Packard Motor Car Co 1 

Page Woven Wire Fence Co. 1,000,000 

Pennsylvania Salt Mfg. Co. 5,275 

Plymouth Rubber Co. 100,000 



TUU of Items 

Patents. 

Patents. 

licenses, Patents, etc. 

Patents, Licenses, etc. 

Patents, Trademarks. 

Patents. 

Patents and Trade- 
marks. 

Patent Rights. 

Patent Rights. 

Patents. 

Patents, Designs, De- 
vices, etc. 

Patents. 

Patent Rights. 

Patent Rights. 

Patents, etc. 

Patents, Trademarks 
and Agreements. 

Patents. 

Patents. 

Patents. 

Patents, Agreements, 
etc. 

Trademarks, Patents, 
etc. 

Patents, Trademarks 
and Designs. 

Trademarks, Patents, 
etc. 

Patents. 

Patents. 

Patents, etc. 

Patents. 

Patents and Machines 
on lease. 

Patents. 

Patents, Drawings, etc. 

Rights, Franchises, Im- 
provements and Pat- 
ents. 

Patents, Trademarks, 
etc. 

Patents. 

Rights, Privileges and 
Franchises. 

Trademarks and Pat- 
ents. 

Patents. 

Rights, Franchises, etc. 

Patents, Franchises, 
etc. 

Patents. 

Patents and Trade- 
marks. 



Corporations Dollars Title of Items 

Reeoe Button-Hole Machine Co._ 882,367 Patents. 

Reading Hardware Co 500,000 Trademarks and Pat- 
ents. 

Sherwin-Williams Co 67 Patents and Trade- 

marks. 

St. Louis Car Co._ 507,915 Patents and Patterns. 

Standard Motor Construction Co. 1,716,388 Patents. 

T. H. Symington Co 1,102,667 Patents. 

Submarine Signal Co 1,263,394 Patents. 

Union Switch & Signal Co 1,025,725 Patents. 

United 8hoe Machinery Co 400,000 Patent Rights. 

United Drug Co 9,974,213 Trademarks, Patents 

and Formulas. 

U. S. Bobbin & Shuttle Co._ 2,482 Patents and Patterns. 

Utica Knitting Co 16,000 Patents. 

Ward Baking Co._ 6,000,000 Patents and Trade- 
marks. 

Warren Bros 2,000,000 Patents. 

Waltham Watch Co 4,502,000 Patent Rights. 

Westinghouse Eleo. & Mfg. Co.... 4,852,648 Charters, Franchises, 

Patents, Insurance. 

Yale & Towne Mfg. Co.- 2,000,000 Patent Rights and 

Trademarks. 

The following is a list of the 44 corporations which 
include as a single item good-will, patents and trade- 
marks: 

Corporations Dollars 

Advanee-Rumely Co 14,172,305 

American Can Co - 6,907,287 

American Cotton Oil Co 11,635,886 

American Chicle Co 8,155,896 

American Graphophone. 1,500,000 

American Pneumatic Service 7,243,597 

American Piano Co. 3,790,723 

Brown Shoe Co 4,966,365 

ButterickCo 9,786,065 

Central Foundry Co.- 5,623,094 

Chicago Railway Equipment Co 750,000 

Crex Carpet Co.- 550,000 

Davis Sewing Machine Co 88,765 

Driggs-Seabury Ordnance Co 1,370,388 

Emerson-Bran tingham Co.- 4,641,403 

Pisk Rubber Co.— 8,000,000 

Robt. Gair & Co.- 1,575,000 

General Acoustics Co. 536,101 

General Electric Co 1 

General Railway Signal Co 3,000,000 

Griffin Wheel Co.- 6,950,000 

Harrison Bros. & Co., Inc 250,000 

Herring-Hall-Marvin Safe Co.- 290,000 

International Motors Co 6,153,266 

Eellog Switchboard & Supply Co 1,000,000 
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Corporations Dollars 

Locomobile Co. of America. 5,319,746 

Massachusetts Breweries Co 2,276,765 

Maxwell Motor Co 26,500,000 

Peerless Track & Motor Corp 3,707,660 

Pettibone-Mulliken Co. 7,451 ,448 

Pneumatic Scales Corp 827,724 

Pyrene Mfe. Co. 1,002,450 

Shredded Wheat Co 6,500,000 

Springfield Body Corp 1,511,554 

Stafford & Co 1,203,854 

Studebaker Corp. 19,807,277 

Submarine Boat Corp.., 7,332,337 

Underwood Typewriter Co 7,995,720 

U. S. Radiator Corp 4,000,000 

Victor Talking Machine Co 2 

Weatinghouse Air Brake Co 2,790,515 

Willys-Overland Co 14,059,932 

Worthington Pump & Machinery Co 7,567,073 

The 14 corporations named below specify patents in 
their general property item : 

Auto Electric Co. 

Auto Sales Gum & Chocolate Co. 

Chicago Pneumatic Tool Co. 

Chevrolet Motors Co. 

E. I. du Pont de Nemours & Co. 

Federal Sign Co. 

General Manifold Printing Co. 

Kelly-Springfield Tire Co. 

National Candy Co. 

Remington Typewriter Co. 

Richmond Radiator Co. 

Safety Car Heating & Lighting Co. 

Sears, Roebuck & Co. 

Weyman-Bruton Co. 

Moody's digest does not give a list of all industrial 
companies and corporations doing business in this 
country. Many of those he lists apparently are not 
actually engaged in manufacturing. Many of them re- 
fused to give him any information as to the status of 
their business. It is probable that there are at least 
1,000 companies and corporations in this country having 
patents, or licenses under the same, actively engaged in 
the manufacturing business. There are also probably 
an equal number of such corporations and companies 



which for numerous reasons are not actively engaged in 
business. 

The world-wide significance of the protection afforded 
under our patent laws is clearly brought out in an article 
from the New York Times of November 12, 1916, 
which I quote below: 

"It may be, now that there is no occasion to 
overstate or underestimate things because of 
partisanship, that more rational views will pre- 
vail as to the supposed greater efficiency abroad 
than in this country. As an aid in this direction 
it may be well to call attention to certain un- 
disputed facts. Quite recently delegations from 
Australia and France have started for this country 
with a view to learning the secrets of American 
efficiency in various lines of manufacture. Such 
delegations have also come here in times past 
from Japan, China, Great Britian, Germany, and 
elsewhere. In consequence of such visits, orders 
have been put in from these various countries 
for machinery of American make, and manu- 
facturers here are still engaged in supplying 
equipment for foreign mills, factories, mines, and 
farms. The older countries are much more con- 
servative than is this in adopting new devices, 
and are also much slower in sending to the scrap- 
heap antiquated machinery. The result has been, 
in past years, that they have kept on using older 
forms of mechanism after they have been dis- 
carded here for newer ones that called for less 
manual labor. Even the Germans have usually 
been a few years behind this country in this re- 
spect. By the time they had installed some new 
American machinery it had already been super- 
seded in this country by something newer. No 
other country has yet shown the inventive in- 
genuity which this country has, and upon this 
reliance can safely be placed in the future." 
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William Hard, the well-known writer for the Metro- 
politan Magazine and the Chicago Herald, after a ten 
weeks trip, recently said: 

"I see new American machines all over Great 
Britain. I also see something a great deal more 
important than new American machines, and 
that is new American ideas — ideas about the 
layout of machines in the factory room, ideas 
about the using of unskilled labor efficiently by 
planning all the work out before hand in the 
brains of staff specialists; ideas, in short, of 
scientific management. I have met young en- 
gineers in Scotch shipyards who were filled to the 
teeth with the writings of Frederick Taylor and 
Harrington Emerson and all our other important 
efficiency engineers." 

Mr. Hard further makes an interesting comment on 
the British situation as to the labor unions versus labor- 
saving machinery. He says : 

"The Government has given its word to labor 
that working conditions in British factories after 
the war will be put back just where they were 
from the standpoint of labor before the war. 
But everybody, including the labor leaders, 
knows that this is impossible. You can't take all 
these hundreds of thousands of new labor-saving 
machines and throw them away. Therefore, some 
new deal must be made. The pledge to labor has 
to be redeemed, but redeemed in a different 
way. Labor can not be given the thing it was 
promised." 

James Keely, editor of the Chicago Herald, referring 
to Mr. Hard's remarks, says: 

"Mr. Hard has judged the situation expertly, 
and, as no such combination of national forces is 
in prospect in the United States, the greatest 
lesson I can see over here is that these European 
belligerent countries, unless we act quickly, will 
be ahead of us instead of behind us in organized 
national industrial strength." 



9 

During the past decade a great hue and cry has been 
raised as to conservation of the natural resources of this 
country. By legislation vast sections of territory have 
been set aside as forest reserves. Large amounts of 
public lands supposed to contain oil, gas or coal deposits 
have been withdrawn from that portion of the public 
domain open to private or corporate ownership. We 
read about these things on the front page of the news- 
paper. It appears, however, that a large amount of 
credit for the conservation of the natural resources of 
this country should be given to the inventor and patent 
laws. Mr. Samuel Insull of Chicago, in his address before 
the engineering societies on April 5, 1916, at New Haven, 
Conn., showed that the Commonwealth Edison Co. of 
Chicago had dropped the coal consumption per kilo- 
watt-hour from 7 pounds in 1901 to 2.7 pounds in 1915. 
As to the saving of coal Mr. Insull says : 

"I think that while a great many of our well- 
intentioned friends have been shouting about the 
conservation of natural resources, the steam- 
turbine inventors and the designing engineers of 
the great power companies using steam as a 
prime source of power have probably done more 
to conserve the natural resources of this country, 
in so far as fuel is concerned, than has been 
done by all the agitation that has taken place 
upon the general subject of conservation." 

"It is interesting to note that the saving in 
Chicago per unit for the fourteen years from 1900 
to 1915, was equivalent to a saving for the year 
of 1915 of 2,472,400 tons, or 58,000 carloads 
of coal per year, or fourteen loads of forty cars 
each per day." 

The main purpose of this paper is to emphasize the 
importance of our patent system in the commercial 
and industrial activities not only of this country but of 
the whole world, and to urge upon the Office the neces- 
sity of taking a broadgage view of its work. I have long 
had the opinion that there was great danger of a Patent 
Office Examiner becoming too narrow and restricted in 
his views. 
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Vigilant search for missing reference characters and 
lead lines on the drawings, errors in punctuation, spelling 
and grammar in the specification, and the many techni- 
calities as to the form of claims must have a tendency to 
dwarf his general outlook as to the large and important 
features of the patent business. 

The danger of becoming too deeply engrossed along a 
single highly specialized line was illustrated in the case 
of an old friend of mine, Mr. D., long since dead, who 
spent nearly half a century trying to perfect a 
divided car axle and to induce the railroad officials to 
give it a tryout. After a life's work on the divided axle 
he finally got the Union Pacific to equip one freight 
car with his axles. The freight car was sent out on the 
road; the only information Mr. D. ever could get from 
the Union Pacific was that the car had disappeared and 
they couldn't find it. In his latter days Mr. D. became 
almost totally blind. About once a year he made me a 
visit at the Office. He would get some one to bring him 
over to my room and would talk about his divided axles 
until the Office closed and then I would take him back 
to his room. He would then insist on my coming back 
and spending the evening with him further to discuss 
the divided axle, which I frequently did. I was never 
enthusiastic about the possibilities of the divided axle. 
Any suggestions I made of some possible difficulties in 
the practical use of it were always brushed aside as 
trivialities with a shade of annoyance. 

In my university reunions I have frequently met 
Government employees whose life work was on some 
exceedingly technical or scientific line and when I tried 
to start up conversation with them on general topics I 
found it made them weary and that they had nothing 
much to say. I would then inquire what their special 
work was and lead them along to give me a lecture on 
their technical branch of work, and I must say usually to 
my profit and interest. However, the meeting of these 
technical experts led me to resolve strenuously to avoid 
getting as deeply in the rut of routine work as they were. 

When I used to hunt ruffled grouse I frequently had 
to smile at my dog who would be excitedly creeping 
along a hot trail with his nose close to the ground while 
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I already had his birds covered with my gun waiting for a 
rise. The joke was on the dog for the reason that he had 
his nose too close to the ground. 

My advice to any one at work in a highly specialized 
line is to take up soine other specialty of a radically 
different character and try to work up an interest in it 
equal to that he has in his specialized line of work. This 
will give a person* a better mental balance and inci- 
dentally broaden his views. This advice is not intended 
for a person who has no particular interest in his special- 
ized line of work. 

In an examination of an application the Patent Office 
seldom presses the question of utility very far. The Patent 
Office has not facilities for determining the utility of a 
device. With equipments such as are possessed by the 
Bureau of Standards, the Chemical branch of the Agri- 
cultural Department, or the shops of the Navy Yard, 
something might be accomplished toward determining 
the practical commercial possibilities of a device. But 
even with such equipments no definite results could be 
reached in a large percentage of the cases filed in this 
Office. The Office therefore takes the broadest possible 
view of the term utility as meaning operativeness to 
perform some useful function. 

Undoubtedly, a considerable percentage of the patents 
issued are commercially impossible. The Office has been 
frequently criticised for issuing patents that persons 
skilled in the particular art would stamp as impossible 
from a commercial standpoint. Reflection has been made 
upon the Examiners as though in the allowance of such 
cases they had in some way approved the device as a prac- 
tical commercial possibility. Personally in the examina- 
tion of applications the first thing I do is to classify the 
subjects-matter of the applications into three classes: 
First, commercial possibilities; second, doubtful cases; 
and, third, commercial impossibilities. Obviously the 
first class merits the most careful attention, on the part 
of the Office, the second class a lesser degree of atten- 
tion, and the third class is easy. 

I have noticed that new Assistant Examiners as soon as 
they have become familiar with the commercial field 
of their work act along the lines above indicated. An 
Assistant Examiner who does not take a live interest 
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in what is doing commercially along the line of his 
specialty should be put on a line of work that has no 
commercial field. 

All patents do not represent wealth. No form of 
property requires the use of higher technical knowl- 
edge, more legal acumen, or sound judgment in reaching 
an estimate of its value than a patent. The technical 
knowledge required is of that character which lies on the 
borderland of possibilities in the industrial fields, be- 
tween the common methods of the present and the un- 
known of the future. An able law professor has happily 
termed patent law the metaphysics of the law. The 
subtleties and refinements of patent law are such that it 
forms a branch of the law by itself. It therefore behooves 
the inexperienced in patent matters not to venture into 
investments of this class unless they can avail themselves 
of the services of those skilled in such matters or feel 
assured that the patent property is in hands competent 
to manage it. 

Early in my Office career I learned that there was 
nothing like getting alongside the inventor in his work- 
shop to get a clear and broad idea of the problems that 
confronted him and the extent to which he had solved 
them. I was sent to Port Richmond in the suburbs of 
Philadelphia to see what was being done by a prominent 
inventor in the way of unloading, storing and reloading 
anthracite coal in the Philadelphia & Reading R. R. 
yards. The yards covered six or eight acres, were covered 
with tracks and surrounded by a high board fence. 
Normally, a small army of men with shovels and wheel- 
barrows attended to the loading and unloading of the 
cars. The coal was scattered all over the yards. It cost 
the P. & R. 50 cents a ton to handle the coal delivered in 
the yards. The men struck for higher wages. Armed 
guards were put in charge of the yards, but no coal 
could be handled. Several weeks went by. The oppor- 
tunity was ripe and the inventor went to the railway 
officials and made the proposition to handle all the coal 
in the Port Richmond Yards more rapidly than before 
for ten cents a ton, with the further suggestion that they 
could sell about three-quarters of the yard acreage for 
the reason that it would not be needed for the storage 
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and handling of the coal ; furthermore that the handling of 
the coal would only require about one-half a dozen men. 
This sounded like an Aladdin's lamp tale to the Phila- 
delphia & Reading people, but they said "go ahead and 
try it." When I went into the yards and climbed upon a 
conical pile of coal seventy feet high and watched the 
machinery in operation it came upon me with full force 
how different this was from reading applications descrip- 
tive of the apparatus by which these results were accom- 
plished. The coal-handling apparatus proved a com- 
plete success and a year or two ago a Philadelphia 
paper rated the inventor as one of their most highly 
esteemed citizens and a millionaire. One of the method 
patents affording probably the best protection the in- 
ventor received included claims very accurately descrip- 
tive of the action of the wind in forming sand dunes or 
snow banks and also the action of rivers in forming 
sand bars. However, the action of forces in nature did 
not constitute valid references. 

About a quarter of a century ago I had the pleasure 
of making a visit to Mr. Nikola Tesla and the following 
are some of the notes I made at that time : 

The letter of introduction was taken in and presently 
the "wizard" himself came out to receive us, and a most 
cordial greeting we received. We were ushered into his 
laboratory and he at once proceeded to show us some 
of his apparatus and to explain what he was at in the 
most enthusiastic manner. 

Our attention was first called to a device for "striking 
an electric blow," i. e., a blow similar to that due to the 
action of an induction coil. The pole pieces were set 
about four inches apart and on turning on the current a 
stream of sparks passed between the poles. Mr. Tesla 
then stepped to a blackboard and drawing a diagram of 
an induction coil consisting of the primary and secondary 
coils, with the interrupter and condenser arranged in 
parallel. He stated that he found the arrangement in 
parallel entirely unnecessary and that the same results 
could be attained by the arrangement of the coils, con- 
denser and interrupter all in series. By this means he 
could make a small machine costing not more than thirty- 
five or forty dollars, which was capable of producing all 
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the results of an induction coil which would cost twelve 
hundred dollars. 

At the front of the room resting on the floor was an 
immense coil about 3 J feet high and 4J feet in diameter. 
This coil was insulated and had no connection with any 
circuit outside of itself. The pole pieces of this coil pro- 
jected upward from it and were about a foot apart. When 
the attendant turned a switch at the back part of the 
room, a rapid noisy discharge took place between the 
poles. The current in this coil was caused by the rapidly 
alternating electric waves from the circuit or machine 
at the rear of the room at least thirty feet away, the 
entire space of the room being alive with energy in the 
form of alternating waves of electric force changing with 
a speed of about 12,000 per second. Although standing 
in the center of the room I was not conscious in any way 
of the great distribution of power taking place through 
the space of the room, except as it was manifest through 
its effect on the circuits in the coils. It appears, as Mr. 
Tesla stated, that the coils must be made of just the right 
sized wire, of the proper length, and having the proper 
resistance in order to be able" to respond to a series of 
waves of a particular force and having a partciular 
number of alternations per second. To show this more 
clearly, Mr. Tesla took a small coil in his hand. This coil 
appeared like a light hoop about 2\ feet in diameter 
with a tiny incandescent lamp in its circuit. The at- 
tendant at the rear of the room again moved the switch 
and the tiny lamp began to glow through the responsive 
action of the coil in the hoop, while the larger incan- 
descent lamp in the circuit of the large coil on the floor 
was unaffected. The rapidity and strength of the electric 
waves had been changed by the attendant in the rear of 
the room. 

Mr. Tesla requested us to now join hands with him in 
the circuit of the small hoop. By slowly turning one of 
the handles in the hoop circuit the current gradually 
increased until my wrists and elbows began to jerk. 

Mr. Tesla now produced a metallic hoop formed of a 
single wire about \ inch in diameter. This wire hoop 
had inserted in it at one side a tiny electric lamp. This 
hoop did not appear to be affected in any way until it 
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was placed in the same plane with and concentric with 
the responsive hoop above referred to, when the tiny 
lamp at once began to glow. The current in the single 
wire hoop was evidently caused by induction from the 
concentric surrounding hoop. 

Our attention was now invited to the "oscillator" 
which is shortly expected to make its debut in the com- 
mercial world. The "oscillator" rested on a brick 
foundation with a furnace space in it which contained a 
lot of ashes, although I do not recollect noticing any 
chimney passing away from the furnace, if it is so in- 
tended. At one side of the room a steam pipe passed to 
the floor and to the "oscillator" which received the steam 
and converted it into electricity, but how, I was not 
informed. Mr. Tesla said that no steam packed pistons 
were used. I did not form any clear idea as to the possible 
operation of the "oscillator," but was under the im- 
pression that a slotted space about 2J inches wide, 
which passed transversely across the machine near its 
middle and at the end of a twin cylinder arrangement 
was adapted to contain the oscillating part. 

The attendants next turned out all the lights and a 
switch was thrown when a magnificent discharge of 
minature purple tinted lightning was to be seen and it 
was accompanied by a loud cracking noise. These dis- 
charges radiated in all directions through the air from 
the pole piece, some of the discharges being four or five 
feet long. Mr. Tesla stated that he could make these 
discharges one hundred feet long, but that the dis- 
charges we witnessed were as large as were consistent 
with safety in the room. 

Mr. Tesla's latest idea is that of manufacturing 
fertilizer for land by the use of power. He has discovered 
how to separate nitrogen from the air and how to com- 
bine it with hydrogen, and thus he claims to be able to 
form ammonia, which, if it can be done economically, 
would appear to settle the fertilizer question. If this idea 
should prove fruitful, the question of food production, 
and real estate values, will undergo a most decided 
change in the future. 

Mr. Tesla lamented the burning up of his laboratory 
sometime ago for the reason that he had been experi- 
menting with photographs taken with what he then 
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called "phosphorescent light." In one of these photo- 
graphs, for example, in his profile view half of his nose 
appeared to be gone. He thought at first that there was 
something wrong with the sensitized plates, but was 
assured that they were all right; then came the report 
of Professor Rontgen's discovery. It would thus appear 
that Tesla had produced the Rontgen ray photographs, 
but owing to other pressing problems and the subse- 
quent destruction of his laboratory by fire, he had not 
appreciated the reason for the apparent defects of his 
photographs by the "phosphorescent light." 

Mr. Tesla said that in 1882 he was in college with 
Rontgen and Padrewski, at Strasburg, I believe, and 
that he feared unless he accomplished more than he had 
already done, his early comrades would surpass him on 
the checkerboard of life. 

I call attention to this visit to make it clear that the 
inventors and manufacturers are glad to have the Patent 
Office Examiners visit them. I only recall two occasions 
on which I did not appear to be welcome. One to old 
locomotive works at Providence, R. I. The manager 
declined to allow me to go through the works but failed 
to give the real reason for his refusal. The works were 
closed up, but at the time I was not aware of it. The 
second case was at a zinc smelting plant in Jersey City. 
It appears that a great many smelting concerns are in 
constant fear that some outsider will get in and steal 
some of their ideas. It is something like the Washburn- 
Pillsbury mills at Minneapolis who welcome all visitors 
except millers who are not allowed to inspect the mills. 

I am glad to say that Commissioner Ewing heartily 
believes in the members of the examining corps availing 
themselves of ever proper opportunity to visit manu- 
facturing plants in the line of their work. 

It is to be hoped that in the near future some arrange- 
ments may be made whereby a considerable number of 
the examining corps may be enabled to visit the manu- 
facturing plants of this country. While at the Master 
Car Builders' convention I noted the registration of 
21 employees of^the Interstate Commerce Commission. 

The almighty dollar is usually supposed to be back of 
the patent business. That's what keeps the Examiners 
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here and that is what the inventor is usually after. I 
have, however, run across a few inventors who apparently 
were not after prospective wealth. One inventor who 
has been dead for many years always insisted he was 
working entirely from philanthropic motives. His big 
idea was conservation of supplies of food products for 
times of famine and future generations and his great 
ambition was to accomplish something along that line 
so that his name would go down in history as one of the 
great men. The most crushing blow of his life came 
from the poor people whom he was so anxious to help. 
At the cost of $20,000 he had constructed a pneumatic 
lighter for unloading wheat from vessels at Buffalo. The 
stevedores would not allow it to be used. 

A Kansas man wanted a patent for the reason that it 
might improve the social status of his family and inci- 
dentally strengthen him in his campaign for the mayor- 
alty at the next election. 

A friend of mine formerly employed as a draftsman in 
the Navy Department took out some patents with the 
idea of giving him a better standing as an expert on 
naval construction. 

A clergyman in Mississippi uged the allowance of his 
application for a car coupler on the ground that its 
adoption by the railroads would save many valuable 
lives and he would thus have further opportunity to 
save their souls. 

Some patent attorneys have urged the allowance of 
their cases because they needed the money. One New 
York attorney insisted that his case should be allowed in 
order to save his life. The attorney had promised the 
Italian applicant a patent on a near-kin to a perpetual 
motion machine for turning a peanut roaster and said 
he was afraid of a stilleto if he didn't get a patent. His 
life was saved. 

December 28, 1916. 



Non- Analogous 




By 
SELBIE D. GROVE, 

Second Assistant Examiner, Division Forty-one, 

U. S. Patent Office. 



It is settled by many decisions of the U. S. Supreme 
Court : 

That the application of an old process or 
machine to a similar or analogous subject, with 
no change in the manner of application, and no 
result substantially distinct in its nature, will 
not sustain a patent, even if the new form of 
result has not before been contemplated. (Blake 
vs. San Francisco, 113 U. S., 679-82.) 

Such application results in a mere "double use" as 
defined by Robinson (Vol. 1, p. 354), as follows: , 

To almost every operative means uses are pos- 
sible which depart from the inventor's method 
of employing it in such essential particulars that 
they could have originated in an inventive act 
distinct from and posterior to his, and thus, as 
uses, constitute separate inventions. And there 
are other uses, even more widely different from 
his in their appearance, which nevertheless are, 
in their essence, merely imitations, of his own, 
and therefore are embraced in his invention. This 
latter class of uses long ago received the name of 
"Double Uses." 

If, however, there has been any change whatever in 
the old process or machine its identity is lost and there 
can be no technical double use under Robinson's rule. 
In many cases the courts have not applied the rule so 
strictly and have held patents to be void on the ground 
of double use where there were some changes in the 
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original device, but the changes were not material and 
the device was substantially the same. In cases of double 
use, therefore, the process or machine, its operation and 
function and the result must remain substantially 
unchanged while the arts involved must be similar or 
analogous. Varying any one of these elements eliminates 
the possible double use and the device in qestion may 
or may nyt be patentable depending on other rules for 
the determination of patentability. 

In many cases it has been held merely that the "use" 
under consideration was analogous or non-analogous 
without applying the terms to the arts. 

As indicating the law on the subject, the following 
decisions are of interest: 

Potts vs. Creager (155 U. S., 597), as cited in Stearns 
vs. Russel (85 F., 218, 227, 228): 

In that case the patentee had taken the cylinder 
of a wood polishing machine, containing a series 
of glass bars, fitted into longitudinal grooves in 
the periphery of the cylinder, and, discarding the 
glass bars, had substituted others of steel, and 
provided the cylinder thus changed with an 
abutting roller, and then used it, not for wood 
polishing but for disintegrating clay. 

The Supreme Court held the patent valid, saying: 

If the new use be so nearly analogous to the 
former one, that the applicability of the device 
to its new use would occur to a person of ordinary 
mechanical skill, it is only a case of double use, 
but if the relations between them be remote, and 
especially if the use of the old device produce a 
new result, it may at least involve an exercise of 
the inventive faculty. 

In Hobbs vs. Beach (C. D., 1899, 372), the Supreme 
Court held: 

, That a machine for attaching gummed strips 

to the corners of paper boxes is not anticipated by 
machines for stitching wire or attaching metallic 
stays, since, although the possibility of adapting 
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the devices to that use might occur to an ordinary 
mechanic, it could not be carried into effect with- 
out the employment of something more than 
mechanical skill. 

Held further, that a machine for attaching 
gummed strips to the corners of paper boxes is 
not anticipated by a machine for feeding, cutting, 
and pasting addresses, although by strengthening 
it and changing it in certain particulars it could 
be adapted for use. While there is analogy there 
can scarcely be said to be similarity in the functions 
of the machines. 

Held, that the changes in the prior devices to 
adapt them to perform the wholly different 
function of the patented machine was a minor 
part of the work involved, the invention consisting 
rather in the idea that such change could be made 
than in making the necessary mechanical alter- 
ations. 

Where addressing machines had been on the 
market for many years, and yet it never seems to 
have occurred to anyone engaged in the manu- 
facture of paper boxes that they could be made 
available for the purpose of attaching strips to the 
corners of boxes, Held, that this fact is evidence 
that the man who discovered the possibility of 
their adaptation to this new use was gifted with 
the prescience of an inventor. 

In many of the cases as above the result secured in the 
new application is emphasized as may be seen by the 
following decisions: 

A mere carrying forward, or new or mere 
extended application of the original thought, a 
change only in form, proportions or degree, the 
substitution of equivalents, doing substantially 
the same thing in the same way by substantially 
the same means with better results, is not such 
invention as will sustain a patent. (Smith vs. 
Nichols, 21 Wall., 112-119.) 

(C. C. A., 7th Cir., 1915.) The discovery that 
a described metal alloy in stated proportions when 
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used as an electric resistance element is far supe- 
rior to any previously known except platinum, 
the cost of which precluded its commercial use, 
with the result of greatly advancing the art, con- 
stitutes patentable invention, although the alloy 
itself was known. (General Electric Co. vs. 
Hoskins Mfg. Co., 224 F., 464.) 

The use of a structure for an air brush in 
painting pictures that is old in an injector oil 
burner is not double use owing to the great 
difference in the matter of application. The 
adaptation of the idea of the oil distributing 
device to the pencil sized air brush involves several 
inventive steps. 

In this case there was also a slight difference in 
structure but not sufficient to render the structure 
"new." (Thayer & Chandler vs. Wold, C. C. 111., 142 
F., 776.) 

The mere fact that it was old to vulcanize to- 
gether an inner rubber tube, an intervening fabric, 
and an outer rubber cover, in the rubber hose 
art and in the rubber gasket art, does not prove 
that there was no invention in the application of 
such a method of construction, with such modi- 
fications as must be made, to a pneumatic tire. 
Although hose pipes and gaskets had been manu- 
factured for years prior to the Tillinghast inven- 
tion, it did not occur to any skilled mechanic that 
their method of construction could be successfully 
applied to the production of a pneumatic tire. 
(Patent No. 497,971.) (Single Tube Automobile 
& Bicycle Tire Co. vs. Continental Rubber Works, 
174 F., 50.) 

A machine for wrapping an annul us by a 
mechanism of an annular shuttle is not an antici- 
pation of a machine for wrapping an automobile 
tire that was made up of several loose and separ- 
ate parts which had to be compressed and held 
together tightly while being wrapped, the latter 
device involving the solution of a new problem 
which required changes in prior mechanism. 



(William R. Thropp & Sons Co. vs. De Laski & 
Thropp Circular Woven Tire Co., 226 F., 941.) 

A light transmitter consisting of a pane of 
glass having a series of parallel triangular pro- 
jections or prisms on one side and on the other 
parallel and uniform convex projections or lenses 
placed edge to edge is not anticipated by a similar 
pane of glass in which the only significance given 
to the convex projections is that they afford a 
"safe -and secure foothold for pedestrians when the 
glass forms part of a sidewalk." (Daylight 
Prism Co. vs. Marcus Prism Co., C. C. Penn., 
110 F., 980.) 

Held, that coating a metallic wire with gutta 
percha for the purpose of making an insulated 
electrical conductor was not a mere double use 
of a wire similarly coated to prevent mechanical 
abrasion but a non-analogous use thereof. (U. 
S. Circuit Court, Southern Dist., N. Y., C. D., 
1878, 440, Colgate vs. Western Union Tele- 
graph Co.) 

A new combination and arrangement of old 
parts, whereby spinning — spindles instead of 
running in rigid bearings are flexibly mounted on 
the rails, so as to allow of greatly increased speed 
of revolution, held to involve invention and not 
to be anticipated by the use of similar devices in 
centrifugal machines for drying sugar or creaming 
milk. The two devices are so different in size, 
structure, and uses to which they are adapted 
that it is not a case of double use. The object of 
flexibly mounting the hydroextractor was to pre- 
vent the jar and concussion which arise from the 
great weight of the machine and not to increase 
its speed as in the patent in suit. (Taylor vs. 
Sawyer Spindle Co., C. D., 1896, 546.) 

The Barrell patent No. 636,482 for a drier felt 
for paper machines involving a double-ply fabric 
held together by binder warps smaller than the 
face warps of the plies, held to involve invention 
over the prior art, although the use of a single 
ply fabric was old in the same art, and similar 



binder warps had been used in carpet making to 
unite a two ply fabric. (Fitchburg Duck Mills v. 
Barrell, 214 F., 777.) 

The art of dyeing and of leather making are 
wholly unallied, and therefore the doctrine of 
double use has no pertinency. The question is 
not whether the agents employed and their influ- 
ence each upon the other are the same, but whether 
the same practical result, or a sufficiently related 
one, is produced in the one case as in the other. 
In " dyeing and printing on fabrics" and in the 
"treatment of wools" the end finally accomplished 
is not at all analogous to that of manufactured 
leather. The same ingredients may be used to 
reach the one result as the other; but they are not 
used for a like purpose. They do not affect the 
different material in the same way, and the prod- 
uct evolved in the one case is wholly unlike the 
change effected in the other. The fact that hides 
are substituted for fabrics or wool and that the 
thing produced is leather and not dyed fabric or 
treated wool distinguishes the two processes. (Tan- 
nage Patent Co. vs. Zahn, C. D., 1896-119.) 

But compare: 

Where dyes of all kinds, including anilin black, 
had previously been in public and general use for 
dyeing all kinds of materials, there was no inven- 
tion in applying them as distinguished from stains 
and pigments, to leather. (Electric Boot & Shoe 
Finishing Co. vs. Little et al, 138 F., 732.) 

If an inventor finds a chemical substance 
devoted to a particular use, conceives the idea of 
applying it to a new purpose, and on experiment 
discovers that the substance must be treated in a 
particular way to suit his purpose, which method 
of treatment is essential to his end, but of less 
importance in obtaining the prior art results, he 
may be a real inventor, even though he selects a 
specific treatment in an occupied field. (Perkins 
Glue Co. vs. Waterproof Glue Co. et al> 223 
F., 792.) 



"It is entirely clear that the respective uses to 
which the" machines for holding and dispensing 
cartridges and cork cabinets cited, "were designed 
to be put are hot analogous to the patent in suit," 
a device for storing and dispensing individual 
drinking cups. "The relations between them are 
remote. Ajnew and valuable result has been 
! produced. The device of the patent in suit has 

gone into general and extensive use and displaced 
other devices for dispensing individual drinking 
cups, and for that matter is the only practicable 
substitute for the public drinking cup which has 
yet been founds thereby supplying a recognized 
want. These considerations are sufficient to turn 
! the scale in favor of invention, when it is in 

• doubt." (Individual Drinking Cup Co. vs. U. S. 

Drinking Cup Co., 220 F., 331.) 

The Rembusch patent, No. 937,550, for a 
screen for use in exhibiting moving pictures and 
stereopticon views, and consisting of a sheet of 
plate glass having its back silvered and its front, 
whereon the picture is thrown by a lantern, 
ground, was not anticipated by the use in the sign 
art of mirrors having letters or designs etched 
or ground on their front. (Rembusch vs. Benneth 
et al, 214 F., 257.) 

The use of a composition as a waterproof lining 
for a reservoir did not anticipate a subsequent 
patent for a street pavement made of a similar 
composition. The conditions involved are so mate- 
rially different as not by any means to make the 
solution of one the solution of the other. (Warren 
Bros. vs. The City of Owosso, 166 F., 309.) 

Where a process is used under new conditions 
and produces new and extraordinary as well as 
highly satisfactory results, Held that it must be 
regarded as patentable. (R. Thomas & Sons Co. 
vs. The Electric Porcelain & Mfg. Co. et al., Ill 
F., 923.) 

Old mechanism, fully capable of a use not then 
observed, anticipates a later patent for the appli- 
cation of that means to that use. Patentability 
can not rest on the observation in a given device 
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of a usefulness not before noticed. (William B. 
Mershon & Co. vs. Bay City Box & Lumber Co., 
189 F., 741, 745.) 

A device for performing additive subtraction 
including pivoted levers for throwing carrying 
pawls out of operation, Held, patentable as 
involving a new use of old mechanism. The inven- 
tion resides more in the idea that the change could 
be made rather than in making the necessary 
mechanical alterations. (Comptograph Co. vs. 
Mechanical Accountant Co., 145 F., 331,336.) 

Under special circumstances, as in the conver- 
sion of alternating currents of electricity into a 
continuous current, where a particular practical 
application of a known principle proves to be of 
advantage in the arts, and the thought of making 
it had not occurred to those expert therein, such 
• application, at times, involves invention. (Westing- 
house Electric & Mfg. Co. vs. Stanley Instrument 
Co., 133 F., 167.) 

We must not be misled by the apparent resem- 
blance between a device taken from an industry 
and applied to a new use in another when the 
original inventor never designed or actually used 
the device for the purpose to which it has been put. 
(National Tube Co. vs. Aiken, 163 F., 254.) 

The use of tenons for securing cover strips to the 
buckets of a turbine held not anticipated by the 
prior use of a similar construction in a propeller 
wheel and in vehicle wheels. " Under the patent 
law, the inventive faculty resides in the reduction 
of an idea to practice as distinguished from merely 
making mechanical alterations, and whenever an 
old device is put to a new use, and such use pro- 
duces a new result, a question of fact arises as 
to whether such adaptation would occur to a 
person of ordinary mechanical skill.' 7 (General 
Electric Co. vs. City of Dunkirk et al. y 211 F., 
658, 662.) 

In others the remoteness of the arts is emphasized. 

Where an instrument for measuring alternating 
currents differs from an alleged anticipatory device 



only in proportioning the coils and various parts 
of the apparatus and reducing to a negligible 
amount the disturbing effect of self-induction, 
but thereby the direct current double coil instru- 
ment could be so adapted to the peculiar condi- 
tions characteristic of the alternating current as 
to result in a practical instrument for measuring 
the differences of potential in an alternating 
current circuit, invention is involved. (Weston 
Electrical Instrument Co. vs. Stevens et al. } 134 
F., 574.) 

Although it is well established that where a 
particular device is used in one art to accomplish 
a specific purpose, it is not invention to transfer 
the same device to another art and there employ 
it to accomplish a similar purpose, yet this doc- 
trine does not apply where the device sued upon is 
a glass body for administering volatile liquids and 
adapted to be held in the hand until the heat 
thereof volatilizes the liquid, and the alleged antici- 
pation is a laboratory device for determining 
the specific gravity of highly volatile liquids 
which, through a defect in the instrument, may 
discharge a jet of volatilized liquid when held too 
long in the hand. (Fries et al. vs. Leeming et al. y 
131 F., 765.) 

Where the invention relates to finger rings, 
Held that the expedient of forming shoulders 
within holes in the band with which shoulders on 
the stud engage would not be suggested to one 
skilled in the art by a similar construction in 
street-signs. Street-signs and finger-rings are not 
in analogous or correlated arts. A large wooden 
sign would not naturally be taken as a model for 
the construction of a delicate finger-ring. (In 
re Weiss, C. D., 1903, 546.) 

But compare with the following: 

It does not involve invention to apply to a stick- 
pin, for the purpose of holding it and preventing its 
accidental withdrawal, a combination of element 
which has been used to hold or fasten a hatpin, 
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window fittings, sockets, straps, lines, brooms, 
tools, and implements, although it required con- 
siderable mechanical taste and skill to reduce 
the size of the elements of those old devices and 
change the form of construction so as to produce 
a small, neat, and, in a sense, useful device to 
serve a useful purpose in combination with a 
stickpin. (Capewell vs. Goldsmith et al. } 138 F., 
682, N. Y., 1905.) 

A patent covering a successful and useful panel 
section in a metallic ceiling is not to be defeated 
by showing a prior bird-cage bottom, tea tray, 
or coal- vase cover, resembling in mere outline of 
form the patented panel ; these things being wholly 
foreign to, and not suggestive of, the use to 
which the patent relates. (Kinnear and Gager 
Co. vs. Capitol Sheet Metal Co., 81 F., 491.) 

Whiffletrees and bridges are in arts so remote 
from brake beams for cars that trusses for either 
of the former purposes can not be permitted to 
anticipate or limit the scope of patents for the 
latter. (National Hollow Brake-Beam Co. vs. 
Interchangeable Brake-Beam Co., C. C. A., 8 Cir., 
100 F., 693.) 

Certain devices (as nut locks) are common to 
the arts as a whole because they are adapted for 
use in many situations. In re Morgan C. D., 
1912-481. 

In a suit on patent No. 1,052,270, for a demountable 
automobile wheel rim, it was held: 

Patent No. 4,447, 1846, and No. 405,710, 1889, 
showing railway car wheel structures with rims 
intended for being mounted permanently ought 
not to be regarded as fairly in the prior art under 
examination. It strikes me that such structures 
apply to a foreign art. But, if I am wrong in 
so regarding them, still they could not be claimed 
to disclose a solution of a problem in the art of 
automobile wheels. In the car wheel art the 
object was to get the rim on just as tight as it 
could be put on and to mount it nearly with 
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permanency, and in doing so the greatest amount 
of contact surface was provided between the rim 
and the wheel body of the car wheel. (Perlman vs. 
Standard Welding Co., 231 F., 453-734.) 

As further examples the following devices have been 
held to be in remote or non-analogous arts : 

Railway frogs and suspended electrical conductors. 
(Thomson-Houston Electric Co. vs. Ohio Brass Co., 130 
F., 542.) 

Lamps and stoves and furnaces. (Schlicht Heat, 
Light and Power Co. vs. Aeolipyle Co., 117 F., 299.) 

Clothes driers and tilting drawers. (Rosenblatt vs. 
Fiorer Tablet Trit. Mfg. Co., 106 F., 733.) 

Horse rakes and weeding machines. (Hallock vs. 
Davison, 107 F., 482.) 

Mechanical and electrical arts. (Gen. Electric Co. 
vs. Bullock Electric Mfg. Co., 152 F., 427.) 

Weaving and music. (Kip-Armstrong Co. vs. King 
Philip Mills Co. 130 F. 28.) 

A railroad journal and an ancient coin. (Ajax Metal 
Co. vs. Brady Brass Co., 155 F., 409.) 

Motors used in steam engines and those used in 
piano players. (Aeolian Co. vs. Hallet & Davis, 134 F., 
872.) 

A gas pipe in a house and a water or gas pipe under 
ground. (Worcester County Gas Co. vs. Dresser, 153 
F., 903.) 

Boilers and cooking vessels or soda water tanks. 
(Molnroe vs. Erie C. I. Works, 143 F., 989.) 

A process of making steel and a process of making 
nickel and cobalt and their compounds. (A. S. Mitis 
Co. vs. Midvale Steel Co., 135 F., 103.) 

A carpet duster and a chimney of a blast furnace. 
(Patents Selling & Exporting Co., vs. Dunn, 204 F., 99.) 

A cap for a talcum powder bottle and a cap on a 
dredge for salt. (Westmorland vs. Hogan, 167. F., 327.) 

Lamp sockets and bottle caps or thimbles. (General 
Electric Co. vs. Freeman, 190 F., 34.) 

Pneumatic tires and hose pipes or gaskets. (S. T. 
A. & B. T. Co. vs. C. R. Works, 174 F., 50.) 

The revolving bowl of a cuspidor and a water motor 
(Justi vs. Clark, 108 F., 659.) 
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Shape rolling and plate rolling of steel (branches but 
not analogous). (Donner vs. A. M. S. & T. Plate Co., 
160 F., 971.) 

A steel pavement and a lining for a reservoir, a floor 
or a concrete foundation. (Warren Bros. vs. Owosso, 
166 F., 309.) 

Lathes and drill frames. (Ex parte Sheldon, 135 O. G., 
1585 (1908)), and— 

Devices for topping onions and husking corn. (Vroo- 
man vs. Penhallow, 179 F., 296.) 

On the other hand the following devices, etc., have 
been held to be in analogous arts : 

Mangles and washing machines. (Benbow-Brammer 
Mfg. Co. vs. Richmond Cedar Works, 149 F., 430.) 

Blast furnaces and air locks. (O'Rourke Engineering 
Construction Co. vs. McMullen, 150 F., 338.) 

Cutlery polishing and cutlery grinding machines. 
(Dieg vs. Borgfelt, 189 F., 588.) 

Resawing and hub mortising machines. (Mershon & 
Co., vs. B. C. B. & L. Co., 189 F., 741.) 

Edger and resawing machines. (Ibid.) 

A reenforcing band for a phonograph horn and a 
hoop for a barrel. (Excelsior Drum Works vs. Sheip & 
Vandergrift, 173 F., 312.) 

Display rack and meat tree. (Fitzgerald Meat Tree 
Co. vs. Nelson Morris & Co., 142 F., 763.) 

A bed slat and a bath seat. (Silver vs. Eustis, 142 
F., 525.) 

Photography and blueprinting. (Elliott vs. youngs- 
town Car Mfg. Co., 181 F., 345.) 

Toy banks and animal traps. (Burns vs. Mills, 143 
F., 325.) 

A revolving billiard cue rack and a revolving table or 
bottle caster. (St. Germain vs. Brunswick, C. D., 1890, 
333.) 

A workman's time card and a car mileage indicator. 
(International Time Recording Co. vs. Bundy Recording 
Co., 177 F., 933.) 

Propulsion of vessels through water and locomotion 
on land. (In re Faure, C. D., 1890, 425.) 

A device for lowering and fastening a window sash 
and a similar one for similarly operating a grain plat- 
form. (Deering vs. McCormick, C. D., 1890, 434.) 
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Whether the arts involved are or are not analogous 
is frequently a somewhat difficult question to answer. 
We must be guided by the decisions in particular cases 
(which usually relate to but two arts) and apply the 
principles brought out to the case under consideration. 

In determining whether arts are or are not analogous 
the meaning , of the word "art" is material. There 
appears to be but a very general relation between the 
term and the Patent Office classification. It is commonly 
used in a much more limited sense than to indicate a 
main or general class of patents, while in many subclasses 
there are devices having widely different structure opera- 
tion and function. We can not safely take a completed 
device as a guide for if we did there would be few if any 
arts that would be held to be non-analogous. For 
example, a modern fully equipped automobile involves 
features and details coming from a myriad of sources 
and having but little relation to each other except as 
steps in the manufacture and parts of the completed 
machine. It must obviously, therefore, be used in a quite 
limited sense. Here lies one great difficulty in determin- 
ing what are analogous arts. How far down shall we 
go in the dissection of a completed machine to reach a 
point where we can safely say that we have separated 
all of the arts involved? (After having settled the matter 
to our own satisfaction the next higher tribunal may say 
that we went one step too far or a court in passing on 
the patent may say that we stopped one step too soon.) 

For example take a child's cariole which involves the 
use of both bed springs and screens of wire netting in 
certain types of which there are many points of similar- 
ity. Such a device would bring together the two arts 
considered in Locklin vs. Buck (C. C. 148 F., 715), in 
which it was held that: 

The use of a structure to bind the edges of a 
fabric made of woven coiled wire springs that 
was old to bind the edges of a window screen is 
not double use owing to the great difference in the 
character of the fabrics and the difficulty in 
application. 

The court also noted the fact that six years had 
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elapsed between the two applications as evidently indi- 
cating that the arts were too remote for the transfer to 
be readily suggestive. 

In 159 F., 434, this case was reversed, the court holding 
that: 

Although the wire fabrics are different, the 
bed-spring consisting of a series of coils which are 
flattened in the binding strip, while the fly screen 
is composed of wires in the same plane, they are 
not in remote but analogous arts; both relate to 
woven wire fabrics. The real function of the metal- 
lic strip — to bind and hold — is the same in both 
cases. 

Evidently the lower court extended the term "art" in 
each case to cover the entire rtianufacture of that partic- 
ular type of wire fabric while the appellate court limited 
the term to the binding of the edges thereof. A good 
example of a limited sense in the use of the word "art" 
is found in Eis^nstein vs. Fibiger (160 F., 686), in which 
it was held that claims for a method of finishing canes 
of bamboo, etc., by coating them with varnish and 
baking them, is anticipated by the same method used 
for japanning other articles, as egg shells, clay pipes, 
porcelain, steel, iron, and wood. Here the court evi- 
dently considered "japanning" an art and not a mere 
step in making the various articles enumerated, so while 
limited in one sense it is broad in another, thus covering 
similar operations wherever found. 

Another example is found in the Ransome Concrete 
Co. vs. United Concrete Machinery-Co. (165 F., 914), the 
Circuit Court holding that: 

There is no particular analogy between an 
apparatus for mixing tea and a machine for 
efficiently mixing concrete. 

This case was reversed by the appellate court in 
177 F., 413, which held that: 

The use of a tea mixer for mixing concrete is a 
mere double use. The changes made in adapting 
the device for the purpose indicated do not 
involve invention but mere mechanical skill. 
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Here the scope of the art as indicated by the result to 
be attained was evidently viewed from different stand- 
points by the two courts. 

Another example is the National Meter Co. vs. 
Neptune Meter Co. (122 F., 75), in which the Circuit 
Court held : 

As a matter of applied art, and as affecting the 
question of anticipation, a water meter and a 
water motor are not the same — being designed 
for different purposes — although in structure and 
general mode of operation they may be the same. 

Also : 

The conditions to be met in the case of excessive 
fluid pressure, such as that from water or steam, 
and that caused by the expanding power of ice 
at the moment of freezing, are by no means the 
same due to the fact that water on freezing loses 
its mobility, and exerts its force, not as a fluid 
but as a solid. 

But the Circuit Court of Appeals in 127 F., 563, in 
reversing the lower court said : 

In both instances, however, relief from the 
injurious effect of undue interior pressure is the 
object sought, and in each instance an annular 
groove or recess is formed in the inclosing head 
to weaken it. 

Also compare Jones vs. Cyphers (C. C. A., 2 Cir., 126 
F., 753): 

The devising of systems of ventilation belongs 
to a single art, whether such systems are to be 
applied to a hospital, a sewer, a ship's hold, a cold 
* storage box, an incubator, or any other structure 
where circulation of air is sought to be secured. 
Whether houses and incubators are or are not in 
the same class is unimportant; 

and Seegar Refrigerator Co. vs. American Car & Foun- 
dry Co. (C. C. N. J., 171 F., 416): 

The ventilation of sleeping apartments and 
state rooms, of sheds for storing coal, and other 
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like compartments are too remote to be considered 
in connection with the art of refrigeration and 
freezing. 

EVIDENCE INDICATING REMOTENESS OF ARTS. 

The time elapsing between the first use of a device 
and its transfer to another art is frequently held to be 
important in indicating the remoteness of the arts. In 
El. Con. and Supply Co. vs. Westinghouse Electric and 
Mfg. Co., it was held that: 

"The fact that, for eleven years following 
Beardslee's commutator wheel patent, it does not 
seem to have occurred to any of those actively 
engaged in experiments to prevent destructive 
arcing in electric railway controllers to apply to 
the solution of the problem the segmented and 
insulated commutator wheel construction, is con- 
vincing evidence that the commutator art and 
the controller art are not so. analogous as to pre- 
clude invention in the adoption by Lange & 
Lamme of their sleeve construction for the purpose 
of preventing electric arcing in controller drums." 
171 F., 83. 

Also, in the Drinking Cup case, supra, it was held that 
as the references were granted in 1891 and 1896, while 
the patent in suit not until 1912, this fact indicated 
invention, citing Hobbs vs. Beach, supra. 

The patentee may by statements in the specification 
as to the uses of his invention define or limit the art as 
indicated in the following decisions : 

Where the specification of a patent for a throttle 
valve designed primarily as a stop for a steam 
engine states that the device may be applied to 
shutting off "steam, air, gas or water," the 
patentee ought not to object to the citation, as 
an anticipation, of a patent showing a similar 
valve used in a water pipe. (Consolidated 
Engine Stop Co. vs. Landers, Frary & Clark, 151 
F., 775 (Conn., 1907). 

The transfer of a registering device from a gas 
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meter to an electric meter, Held, to involve a 
mere double use. The objection that the uses 
were not analogous entitled to little weight in 
view of applicant's statements in the specification 
that the device was adapted for use with gas 
meters, and one claim was broad enough to cover 
the registering device for whatever purpose it 
could be used. (Scrafford, 18 Gour., 4-8, Jan. 
1906.) 

Claims for a staple forming mechanism, de- 
signed particularly for making wire fence but not 
limited in terms thereto, may be anticipated by 
machines for making and driving staples in the 
manufacture of boxes, shoes, brushes, or other 
arts; the field of prior art must be as broad as 
the field of infringement. (Decree 226, F., 774, 
affirmed. Jackson Fence Co. vs. Peerless Wire 
Fence Co., 228 F., 691.) 

A patent for a material for making steam 
packing may involve invention, although a similar 
material had previously been used for othetf and 
wholly different purposes. 

Wnere a patent for a material to be used for 
a stated purpose involved invention, it is not 
necessarily rendered invalid by the fact that the 
patentee also suggests its use for a different 
purpose, for which alone it would not be patent- 
able. 

The Forsyth patent No. 622,889, for a sheet 
material for packing, matting, and the like, was 
not anticipated and discloses invention in so far 
as it relates to a packing material. 

While the claim in this case was broadly for a sheet 
material of certain structure without specifying the use, 
the case was presented as limiting the use of the sheet to 
steam packing. In that view the patent was sustained. 
A patent disclosing a matting for doorsteps, etc., having 
in part at least a very similar structure was cited as 
anticipatory. In regard to it the court said : 

Even if the complainant's material, as de- 
scribed in his specification and claim would have 
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been anticipated if used before him for matting, 
Potts did not strictly anticipate because he did 
not use it for the matting itself, as a part of the 
body thereof. 

The complainant's material may be of very little 
use as matting; and very likely, were that the 
only purpose to which it could be applied, the 
invention could not be sustained. As, however, 
in view of its use as steam packing, it involves 
invention, as we have explained, the mere fact 
that it might also be used for matting, or that the 
patentee suggested that it might be so used, would 
not deprive him of his right to a patent. Forsyth 
vs. Garlock, 142 F., 461. 

Knowledge of the two arts by the same set of workmen 
has been held immaterial.. (Rogers vs. Fitch, 81 F., 959.) 

EFFECT OF HOLDING THAT CERTAIN ARTS ARE 

NOT ANALOGOUS. 

One question that frequently arises is what effect 
should a court decision that certain arts a»e remote or 
not analogous have upon future actions in the Patent 
Office in considering the question of double use involving 
these arts? Does such a decision settle the matter and 
following such a decision should the Examiner at once 
discard a reference involving a transfer from one of such 
arts to the other? 

As a rule the patents belonging to a single art cover a 
much broader field than can possible be reviewed by the 
court in such a case. It is assumed, however, that the 
most pertinent patents referring to the particular feature 
of the arts under consideration are before the court. 

It may perhaps be that while certain features of two 
arts held to be non-analogous are remote from each other, 
certain other features of the same two arts may approach 
each other so closely as to be analogous. This points 
again to the importance of the scope of the term in each 
particular case, for while a certain art may be broadly 
referred to, what the court really had in mind may have 
been much more limited in extent. 

Care should be taken not to enlarge the scope of any 
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art under consideration beyond what the court had in 
mind. To determine this requires careful study of the 
ease involved. Much difficulty arises from the fact that 
in many cases the court merely holds that certain arts 
axe remote or not analogous and discards the references 
-without going into details. 

As indicating the importance of such decisions in 
guiding the Examiner the following cases are cited: 

When a desired result is sought by those work- 
ing in the art and skilled therein, but not obtained 
for lack of efficient means, which such persons are 
unable to devise, that another, by some seemingly 
simple change or adoption of an old means as an 
element of a combination, accomplishes the desired 
result or a better one, and his device proves commer- 
cially successful and largely displaces all others, 
it constitutes patentable invention. 

The art of paint can construction, or can con- 
struction in general, is not an art at all analogous 
to that of electric lamp socket construction. 
While an inventor in the latter art is presumed to 
know what has been done before in that art, he 
is not required or presumed to be familiar with 
can construction of any sort, especially those 
designed for some special use* (Weber Electric Co. 
vs. National Gas and Electric Fixture Co. (204 
R, 79.) 

This case would appear to indicate that if the arts are 
non-analogous the matter is settled. In Standard Caster 
and Wheel Co. vs. Caster Socket Co., Ltd. (113 F., 
162), it was held that: 

The transfer of a device from one art to another 
does not amount to invention, although the arts 
may not be analogous, where such device performs 
the same function as it did before, if no substantial 
change were necessary in order to adapt it to its 
new use. 



20 

See also Herman vs. Youngstown, 191 F., 579, in 
which it was held : 

Such a question is essentially one of fact, and, 
in its solution, we get little help from the decided 
cases. They lay down general rules which are 
familiar, but the application of these rules to 
specific facts depends upon the force which those 
facts carry to those who determine the issue. 

It would appear, therefore, that while if in any case 
the arts are held to be non-analogous or remote, the 
court usually discards the reference under consideration, 
it would be unsafe to lay down a general rule to this 
effect. 

Apparently in each case where it has been held that 
certain arts are either analogous or non-analogous, as 
distinguished from those where the decision has been 
directed merely to the particular use under consideration, 
the court has first considered the structure, function, 
operation and result of the devices involved, and also 
in some cases as cumulative evidence, the time elapsing 
between two patents. 

From this a decision has been reached. If the evidence 
is sufficient to indicate that the arts are non-analogous, the 
particular use under consideration will be non-analogous. 
This is the question that must be settled in any case 
whether a holding in regard to the arts is made or not. 
As the same line of reasoning is followed in either case 
it would appear that the logical way to proceed in any 
case is to consider the particular use involved as above 
indicated, decide as to it and let the question of the arts 
being analogous or non-analogous take care of itself. 

February 15, 1917. 
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The purpose of this paper may be thus explained: 
A number of the Rules of Practice have been amended, 
and some new rules have been. added in view of, or in 
consequence of, certain decisions of the Commissioners 
and the courts. Other rules have had their meaning 
more fully explained or their scope more clearly indicated 
in decisions of the Commissioners. What I purpose to 
do is to consider a few of these rules in connection with 
the decisions on which they are founded or which inter- 
pret and explain their meaning, in the effort to thus ren- 
der less difficult and more accurate the application of the 
rules to particular cases. 

* RULE 75. 

A number of important decisions have been rendered 
by several Commissioners with regard to the nature of 
the showing that must be made ufrider Rule 75 for the 
purpose of overcoming references. The first of- these in 
order of date was Ex parte Gasser, 17 O. G., 507, in 
which Commissioner Paine held as follows : 

"The applicant, being rejected on an unexpired 
patent, shows, by an affidavit filed under Rule 
74 (now 75), 'that he made the invention' before 
the filing of the patented application. This is a 
mere assertion of invention. 'It may embody a 
legal opinion as well as facts. To avoid a rejec- 
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tion on an unexpired patent the applicant is re- 
quired by Rule 74 to make oath to 'facts showing 
the completion of the invention before the filing 
of the application for the domestic patent/ It is 
not necessary that the earliest actual date of his 
invention should be shown, but he must show a 
date prior to the filing of the application on which 
the unexpired patent was granted. 

"The rule is not to be so interpreted as to deny 
a patent or an interference to an inventor who, 
being first to conceive a device, was diligent in the 
prosecution of his invention, but was not the first 
to reduce it to practice. But it is to be so con- 
strued as to require the applicant to make oath to 
facts showing his right to a date of invention prior 
to that of the filing of the patented application. 
The applicant, therefore, must state on oath facts 
showing either that a reduction to practice had 
been made before the filing of the application on 
which the patent was granted, or that the inven- 
had been conceived before that time, and by due 
diligence connected with a subsequent reduction 
to practice." 

This decision was followed by Ex parte Saunders, 23 
. O. G., 1224; Ex parte Hunter, 49 O. G., 733; and Ex 
parte Donovan, 52 O. G., 309, in which decisions Ex 
parte Gasser was approved and in which the Commis- 
sioners at considerable length set forth the nature of the 
proof required by. Rule 75 in order to overcome an 
anticipating reference. The mere naked statement of an 
applicant that he completed the invention prior to a speci- 
fied date was said to be an insufficient compliance with 
the rule, which requires an oath to facts showing a 
completion of the invention by him before a certain date. 
If the applicant rests his claim of invention upon draw- 
ings or devices made by him, he should produce such 
drawings or devices or furnish copies or representations 
of the same, in order that the office may judge whether 
he in fact made the invention claimed in his application 
before the date specified. 

In the development of an invention from its first crude 
* conception and embodiment to the perfected form in 



whiteh it is disclosed in an application for patent, it 
might be the belief of the applicant that at a certain date 
he had made the invention disclosed in a cited reference. 
This, however, would be a mere , matter of opinion. 
Different minds might reach different conclusions. It 
was accordingly held in Ex parte Saunders, that — 

"no patent will hereafter be granted, therefore for 
inventions disclosed in prior patents or publica- 
tions until the applicant shows by exhibits or 
descriptions properly verified by oath that the 
invention was made and completed by him in 
a patentable sense before the date of the applica- 
tion upon which the patent was granted or before 
the date at which the printed publication was 
made." " 

The purpose of these decisions with reference to the 
kind of showing required under Rule 75 is to put before 
the examiner in a tangible way, evidence upon which the 
applicant relies to overcome a reference, so that the ex- 
aminer may be in a position to determine whether or not 
the rejected claim covers the article or machine which 
applicant avers he made before the date of the anticipat- 
ing reference. If the rule permitted the mere statement, 
under oath, of the applicant that he completed the inven- 
tion before the date of the reference, to be sufficient to 
overcome such reference as an anticipation of the claim, 
it would permit the question of anticipation to be decided 
by the opinion of the applicant. This is the function of 
the examiner. Drawings or a model are preferable for the 
reason that they show in a more definite and distinct 
way than could any verbal description, no matter how 
complete it might be, just what was the antedating de- 
vice. Under the well-recognized rules of evidence, it 
would be best if the device itself and not merely a model 
or drawing thereof should be filed. Ordinarily, however, 
at least in the case of machines, this would be impracti- 
cable, and accordingly, the ordinary practice is to file 
models or drawings. Models or drawings are also 
generally preferable, as they can be more readily filed 
as a part of the permanent record of the application. 

In Ex parte Hunter, supra, the question considered was 



as to the completion of the invention before the date of the 
reference. The showing was clearly sufficient to show a 
conception of the invention in 1883, the References cited 
being a publication bearing date 1887, and two patents 
the applications for which were filed July 30, 1887, and 
March 5, 1888, respectively. The affidavit stated that 
the invention as shown was embodied in a car constructed 
in the year 1887, and that other cars embodying it were 
begun in the early spring of 1888, and had been used 
since September 4, 1888. On this shewing the Commis- 
sioner held as follows: 

"It therefore appears, if it be conceded that the 
drawing discloses the invention, and of this there 
seems to be no doubt, that in 1883 petitioner had 
a conception of the invention, but that there was 
no complete reduction to practice of the same 
until after the dates of the references. The inven- 
tion in controversy, therefore, can not be said to 
have been completed before such reference dates. 
If the petitioner is entitled to his patent in the 
face of the disclosure of the references, it must 
appear, as was stated by Mr. Commissioner 
Paine, that he has connected his prior conception 
by due diligence with his subsequent reduction to 
practice. Such diligence has not been shown. It 
is true that petitioner avers 'he has used every 
diligence possible in putting the invention into 
use/ but a mere statement of this character un- 
accompanied by any facts which tend to show 
such diligence is not a sufficient compliance with 
the rule as interpreted by the office." 

It is an exceedingly liberal rule that permits the with- 
drawal from the public of an unclaimed invention in a 
prior patent; and it is believed for this reason that the 
requirements of Rule 75 should be strictly enforced. The 
ex parte showing required by this rule should be such as to 
establish the same state of facts as would be required in 
an interference between the application and patent. ' To 
this effect is Ex parte Grcsselin, 97 0. G., 2977, in which 
Commissioner Allen held as follows: 

"The statutes make no provision directly by 
which 8,n applicant may establish his right to a 



patent over a reference showing and describing 
but not claiming* the invention by proving that 
he is in fact the first and original inventor. There 
can be no contest where the reference is not a 
United States application or patent claiming the 
invention. By analogy to the statute relating to 
interferences, however, the applicant should be 
permitted to show in some way that he is the 
prior inventor and entitled to a patent in spite 
of the reference, and since there can be no contest 
the Office, by Rule 75, permits him to make an 
ex pairte showing of his rights. In that ex parte 
shewing, however, it requires the same kind of 
facts to be set forth which, if true, would estab- 
lish prima facie his right to a patent even if the 
reference claimed the invention/ The whole pro- 
ceeding is by analogy to the interference practice, 
and therefore it follows that practice as closely as 
possible. .. This is necessary for the protection of 
the public." 

Accordingly, therefore, it is not sufficient, in order to 
overcome a prior patent as a reference, to show that 
before the date of the application on which the patent 
was granted, the invention had been reduced to practice 
by the applicant, if the knowledge of his invention was 
deliberately concealed from the public until after the 
grant of said prior patent. See Mason vs. Hepburn, 84 
0. G., 147. 

If the Examiner is of the opinion that an affidavit filed 
under Rule 75 is insufficient, he should reject for that 
reason (ex parte Donovan, supra). 

A deposition taken in an interference proceeding is an 
affidavit under the meaning of Rule 75 and should be 
received as such (Ex parte Keller, 61 O. G., 1790). 

Affidavits filed by a party under Rule -75 should be 
sealed up or r§fnoved from the file before the papers in 
the case are thrown open to the inspection of opposing 
parties in an interference (Ex parte Gasser, supra, and 
Davis vs. Ocumpaugh vs. Garrett, 103 O. G., 1679). 

The filing of an incomplete application does not con- 
stitute "a completion of the invention" within the mean- 
ing of Rule 75, as no patent can be granted on an applica- 
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tion until it is complete (Ex parte McElroy, 140 0. G., 
1207). 

RULE 94. 

The affidavit required by Rule 94 is not of the same 
character as that required by Rule 75, since Rule 94 
dees not call for the showing of facts required 6y Rule 75. 
The reason for this is clear, since as a result of an cath 
filed under Rule 94, the application will go into an inter- 
ference, in which, in an inter partes contest, will be 
proven the same facts that would be required tc be set 
forth ex parte under Rule 75, if the patent did not claim 
the invention. See Ries vs. Thomson, 57 O. G., 1598, 
and Ex parte Davis, 62 0. G., 1516. 

RULE 96. 

Present Rule 96 reads as follows: 

"Whenever the claims of two or more applica- 
tions differ in phraseology, but cover substan- 
tially the same patentable subject-matter, the 
examiner, when one of the applications is ready 
for allowance, will suggest to the parties such 
claims as are necessary to cover the common 
invention in substantially the same language. 
The examiner will send copies of the letter sug- 
gesting claims to. the applicant and to the as- 
signees, as well as to the attorney of record in 
each case. The parties to whom the claims are 
suggested will be required to make such claims 
and put the applications in condition for allow- 
ance within a specified time in order that an 
interference may be declared. Upon the failure 
of any applicant to make the claim suggested 
within the time specified, such failure or refusal 
shall be taken without further action as a dis- 
claimer of the invention covered by the claim, and 
the issue of the patent to the applicant whose 
application is in condition for allowance will not be 
delayed unless the time for making the claim 
and putting the application in condition for 
allowance be extended upon a proper showing. 



If a party make the claim without putting his 
application in condition for allowance, the declara- 
tion of the interference will not be delayed, but 
after judgment of priority the application of such 
party will be held for revision and restriction, 
subject to interference with other applications." 

This rule was adopted for the purpose of carrying into 
effect the practice set forth by Hammond vs. Hart, 83 
0. G., 743. Preceding this rule, but subsequent to 
Hammond vs. Hart, Rule 96 read as follows : 

"Whenever two or more applications disclose 
the same invention, and one of said applications is 
ready for allowance and contains a claim to said 
invention, the primary examiner will notify the 
other applicant of such fact, furnish him with a 
copy of the patentable claim, and require him to 
make such claim and put his case in condition for 
allowance within a specified time, so that an 
interference can be declared. Upon the failure of 
any applicant to make the claim suggested within 
the time specified, such failure or refusal shall 
be taken without further action as a disclaimer 
of the invention covered by the claim, and the 
issue of the patent to the applicant whose applica- 
tion is in condition for allowance will not be de- 
layed unless the time for making the claim and 
putting the application in condition for allowance 
be extended upon a proper showing. If a party 
make the claim without putting his application in 
condition for allowance, the declaration of the 
interference will not be delayed, but after judg- 
ment of priority the application of such party 
will be held for revision and restriction, subj ect to 
interference with other applications/ ' 

It will be observed that present Rule 96 differs from 
this earlier rule principally in the fact that under the 
earlier rule, in order to warrant the suggestion of claims, 
it was only necessary that the several applications should 
disclose the common invention; while under the present 
rule the claims of the applications must cover substan- 
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tially the same patentable subject-matter in order to 
authorize the examiner to suggest claims to this subject- 
matter. The former rule was obviously hot in accord- 
ance with Hammond vs. Hart, and was superseded by the 
new rule for that reason. 

It will be interesting, and it is believed instructive, as 
to the meaning of Rule 96, if the development of the 
practice of declaring interferences from Ex parte Upton, 
27 0. G., 99, up to the adoption of present Rule 96 be 
considered. In Ex parte Upton, which was rendered by 
Commissioner Butterworth, the following was stated: 

"The examiner says: 

" 'This appeal is taken from the action of the 
primary examiner refusing a patent to the appli- 
cant/in view of Patent No. 282,449 to T. H. Dodge 
July 31, 1883, and involves a question of practice 
as to the right of the examiner to cite as a reference 
a patent granted on an application pending at the 
same time with the applipation under cohsidera- 
tion. 

" 'The application at issue was filed June 25, 
1883. That of the patentee, Dodge, was filed 
December 15, 1879, and a patent accordingly is- 
sued as above July 31, 1883. No question is here 
raised as to the pertinency of the reference 
from lack of identity of subject-matter. In 
fact, it is acknowledged to be generically the same 
in both. Dodge; the patentee, made one very 
limited claim to the construction shown and 
described. The applicant makes broad claims 
to the genus, and denies the right of the examiner 
to cite said patent, holding that under the rules 
either an interference should be declared or both 
patents allowed to issue, and cites Rule 74 as 
sustaining his views. No interference exists nor 
has at any time existed.' 

"The examiner is in error as to there being no 
interference. An interference does and did exist. 
The spirit of the interference rule is not that 
claims must conflict in terms in order to constitute 
an interference, but that the subject-matter 
claimed must conflict. It is not necessary that the 



claims should be so alike that the claim in either 
case will apply just to the matter or device of the 
other. If the claim of one party will include that 
of the other, there is an interference in fact. The 
Dodge case haying got to issue, the examiner was 
right in citing the patent to the applicant. It 
should be settled in the Patent Office who is en- 
titled to the broad claim, and this should appear as 
the result of an interference proceeding. 

"Neither the spirit of the law nor public policy 
sanctions the granting of patents with specific 
claims while applications with generic claims 
which include the specific claim allowed, are still 
pending, the objection being that whether the 
application with the generic claim pending belongs 
to the same party who has a specific claim under 
the genus, or is an application of a different party, 
a patent covering by a generic claim, if a subse- 
quent patent, improperly extends the monopoly." 

The practice under the Upton decision, therefore, was 
to declare an interference between two or more applica- 
tions whenever any one or more of the applications con- 
tained a claim or claims which were broad enough to 
dominate or include the claims made in the other appli- 
cations. These broad claims were made the issue of the 
interference, and the interference was declared without 
the suggestion of claims, and in many cases, probably in 
most cases, the limited claims were such as could not 
have been made by the party making the broad claims. 

This practice was followed until Reed vs. Landman, 
55 O. G., 1275, rendered by Commissioner Mitchell in 
1891. In this case an interference had been declared 
between Reed's application containing broad or domi- 
nating claims and Landman's patent, none of whose 
claims could ha\e been made by Reed. After a rather 
extensive review of the decisions of the courts and a very 
full consideration of interferences between applications 
and between applications and patents in the Patent 
Office, the Commissioner arrived at the following con- 
clusions : 

> 1. That interferences in the Patent Office, like 

i 
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interferences hi the courts, exist only when the 
claimed inventions conflict. 

2. That generic and specific claims based upon 
the same structure of invention conflict because 
the invention is one and the same, whether gen- 
erically or specifically stated. 

3. That an interference should not be declared 
between an unexpired patent which shows and 
claims one gpecies of an invention and a subse- 
quent application disclosing another and different 
species, even though the latter contains a claim 
of sufficient scope to include the species claimed 
in the unexpired' patent. 

4. That where a patentee claiming specifically 
would be entitled to all of his claims, even if he 
were an applicant, in spite of a judgment of 
priority in favor of his opponent, the fact that his 
opponent's claim would dominate his own is no 
sufficient reason for declaring or continuing an 
interference. Rule 75 provides for precisely such 
a case, and unmistakably states that on filing the 
proper antedating oath, the unexpired patent 
shall cease to be a bar. 

It was accordingly decided, therefore, by this decision, 
that in the case of an application and a patent, in which 
the only claims in the patent were specific to a structure 
different from that of the application, no interference 
should be declared between the application and the 
patent, notwithstanding that the applicant made claims 
which would dominate or include the claims of the 
patent. It was, perhaps, not quite clear from this decision 
whether or not an interference should be declared be- 
tween two applications, one of which made broad qlaims 
and the other of which Had only claims limited to a 
structure different from that of the application having 
the broad claims. It was made clear, however, in the 
later decision of Kinyon vs. Carter, 66 O. G., 513, that 
in such cases an interference ought to be declared. 
Assistant Commissioner Fisher, in rendering this deci- 
sion, stated: 

"Applicant Kinyon has a broad claim, which 
covers not only the particular form shown in his 
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application, but also the form shown in Carter's 
application. Carter's application has one claim, 
whioh is 'limited to the specific form shown. 
Kinyon, the applicant having the broad claim, is 
the one who seeks to have the interference dis- 
solved. 

"The question to be decided, therefore, is 
whether or not it is proper to declare an inter- 
ference between two applications which show and 
claim different species and only one of which has 
a claim broad enough to cover both species. If 
each application contained this broad claim, it is 
unquestionable that an interference ought to be 
declared. (Searle vs. Frumveller vs. Sessions, C. D. 
1892, 27; 58 O. G., 804; Dodd vs. Reading, C. D. 
1892, 49; 58 0. G., 1413.) - 

"If one of the cases is a patent and the other an 
application and the patent contains narrow claims 
to one species and the application broad claims 
dominating those of the patent and specific 
claims directed to a different species, it is also 
unquestionable that an interference ought not 
to be declared. (Reed vs. Landman, C. D. 1891, 
73; 55 0. G., 1275; Zeitinger vs. Reynolds vs. 
Mclntire, C. D. 1891, 212; 57 O. G., 1279.) 

"It becomes necessary, therefore, to consider 
whether the principle governing the present in- 
terference is the same as that governing the in- 
terference between a patent and an application. 

"It is obvious that the applicant Carter might 
have had a claim in his application as broad as the 
broad claim in the Kinyon application. In such 
case an interference would be proper. It is also 
obvious that the applicant having the narrow 
claim may not wish to contest the interference. 
In such case he might file a disclaimer, under Rule 
107, and the interference would be dissolved as a 
matter of course. If, however, an interference 
had never been declared, both cases would have 
been passed to issue and the applicant having the 
single narrow claim would find his patent domi- 
nated by the patent having the broad claim with- 
out having had a chance to have decided by an 
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' interference which party was entitled to the 
broad claim as being the original inventor. His 
only remedy, as far as this Office is concerned, 
would be to file a reissue application and demand 
that it be put in interference with the patent 
containing the broad claim. If this should be 
done and he should succeed in this interference, 
the reissued patent would contain the broad 
claim and the claim to the species shown in his 
application. There would then be extant two 
patents having an interfering claim. This would 
necessitate a suit in equity if either patentee 
wished to have the broad claim of the other 
patentee declared void. Necessarily this would 
result in an increase of litigation, and if inter- 
ferences in this office have .any justification it i$ 
that they should, in some measure, prevent litiga- 
tion by having only one of the interfering applica- 
tions mature into a patent. , 

"I therefore think the action of the examiner in 
declaring an interference was proper. If the 
applicant having the narrow claim does not choose 
to contest the interference, he can easily avoid such 
a proceeding by filing a disclaimer under Rule 
107. For the applicant having the broad claim, 
as in the present case, to bring a motion for 
dissolution seems indefensible. He practically 
asks that the broad claim be allowed to him and 
refused to another applicant who has a right to 
make it/ ' 

The practice under Reed vs. Landman and Kinyon vs. 
Carter continued until Hammond vs. Hart, before re- 
ferred to. In this case, in which an interference had been 
declared between the pending applications, Commissioner 
Duell, after a review of the court decisions, stated at 
length his reasons for disagreeing with Ex parte Upton, 
Reed vs. Landman and Kinyon vs. Carter. These 
reasons may be mere briefly stated as follows : 

That it is not the province of the Patent Office to settle 
who is entitled to any claim, broad or narrow, unless an 
applicant first makes the claim. In the case of Ex parte 
Upton, since the patent contained no claim for the broad 
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invention, if the applicant .complied with the require- 
ments of Rule 75, he would have done all that should 
have been required of him to have had his claim allowed 
without an interference. That the spirit of the law can 
only be determined by its language and by the decisions 
of the courts construing this language. That it is unsafe 
to conclude that what the law requires is contrary to pub- 
lic policy. Further, that the objection of an improper 
extension of the monopoly is. not well founded. That 
under a long line of reported cases a patent with a specific 
claim and one with a generic claim would undoubtedly 
be held not to be interfering patents. That a monopoly 
is extended only when two patents claim the same thing 
in the same breadth. That so far as the Upton case holds 
that an interference should be declared between two 
applications cr between an application and a prior patent 
whose claims are not substantially identical in tenor and 
scope it is not well founded in law. 

As to Reed vs. Landman, Commissioner. Duell did not 
agree that "generic and specific claims, based on the 
same structure of invention conflict, because the inven- 
tion is one and the same, whether generically or specifi- 
cally stated." The Commissioner, however, stated 
that— 

"It is not essential to the decision cf this case to 
assert that this contention is clearly erroneous, 
and the necessity for its application to any given 
case hereafter can easily be avoided. Where 
two applications are concurrently pending hav- 
ing claims of different scope drawn on the same 
structure, I see no good reason why the examiner 
should not give the applicant making the specific 
or narrow claim an opportunity, by suggestion, 
if necessary, to make the broader claim. If the 
suggestion is followed, then the parties would be 
making a claim identical in tenor and scope, and 
an interference will properly and naturally fol- 
low." 

Commissioner Duell alsc disagreed with Kinyon vs. 
Carter in holding that an interference exists when 
different specific forms are shewn by two applicants, both 
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capable of being covered by a bread claim, although but 
one of. the applicants makes the broad claim, while the 
other makes a claim limited to his species, holding 
that the same rule is to be applied in an interference be- 
tween two applications, and one between an applica- 
tion and a patent. In both cases an interference does 
not and can not legally exist unless the claims afre 
coextensive. 
This part of the decision concludes as follows : 

"Reviewing the uniform decisions of the courts 
and the conflicting decisions of the Patent Office, 
giving due weight to the reasons adduced for 
arriving at the various conclusions, and noting 
the authorities sustaining the various conclu- 
sions, whenever authorities have been cited, I am 
of the opinion that an interference can only be in- 
, stituted for the purpose of determining the ques- 

tion of priority of invention between two cr more 
parties claiming substantially the same patent- 
able invention; that of necessity there must be 
allowed claims to all parties before an inter- 
ference can be declared, and that only a patent 
and an application must claim in whole or in part 
the same invention, but also two applications 
must claim in whole or in part the same inven- 
tion before an interference can be declared.' ' 

• 

Present Rule 96 was adopted for the purpose of carry- 
ing into effect the practice approved by Hammond vs. 
Hart, and under this rule and decision it is necessary, in 
order that an interference may properly be declared, 
first, that the disci jsure should be of the same structure, 
and, second, that the claims shall be substantially 
identical. This last condition is secured under the rule 
by suggestion of the bread claim covering the subject- 
matter common to the applications. There is no ground, 
however, for the suggestion of claims in the case where an 
application is limited to a specific structure different 
from that of the application in which the bread claims 
are made. This is clear not only from the definite* 
language of the rule, in which it is said that in order to 
authorize such suggestion the claims of the application 
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must "cover substantially the same subject-matter," 
and frcm Hammond vs. Hart, on which said rule is based, 
but it is also definitely required by Myers vs. Brown, 112 
O. G., 2093, in which Commissioner Allen said: 

"Prior to the promulgation of amended Rule 96, 
, it had been the practice to suggest claims to an 
applicant who had merely disclosed the inven- 
tion, either in his specification alone cr in his 
drawing alone, or in both the specification and 
drawing, but had failed to file any claim at all 
based upon such disclosure. Experience has 
shown the desirability of discontinuing this prac- 
tice, and Rule 96 was promulgated with that end 
in view." 

To summarize : • 

An interference was declared between applications or 
betw r een a patent and an application under the practice 
as established by the decisions hereinbefore referred to, 
as follows : 

Under Ex parte Upton : 

1 . Between claims of the same scope. 

2. Between a broad or dominating claim and a 
specific claim, whether or not the claims were 
based on the same structure. 

Under Reed vs. Landman and Kinyon vs. Carter: 

1. Between claims of the same scope. 

2. Between a broad or dominating claim of one 
application and a specific claim of another 
application, whether or not ihe claims were based 
on the same structure. 

3. Between a broad or dominating claim of an 
application and a specific claim of a patent only 
when based on the same structure. 

Under Hammond vs. Hart and present Rule 96 : 
Between claims of the same scope only. 

It is no simple matter to formulate a rule for the 
declaration of interferences which will observe both the 
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rule that pending applications are to be preserved in 
• secrecy, and the one that interfering applications should 
claim the same invention. Ex parte Upton, Reed vs. 
Landman and Kinyon vs. Carter violated the second of 
these rules. Present Rule 96 violates neither. The 
trouble with Rule 96, however, is that, under penalty 
of an implied disclaimer of the invention if he fails to do 
so, an applicant is compelled to adopt a suggested claim 
based oq. a structure which he is not permitted to see, 
and which claim, therefore, he often can not understand. 

In the event that an applicant does not understand a 
suggested claim, or its patentability over the prior art, he 
should adopt it, although under protest, the question 
of the patentability of the claim being reserved for 
determination subsequently on a motion for dissolution 
( Ex parte Zamboni, 20 Gour. , 22-14) . 

There are several classes 8i cases in which claims may be 
suggested under Rule 96. 

^1. In pending applications where claims are 
made in both applications based on identically the 
same structure, i. e., where the claims in each 
application will read exactly on the disclosure of 
the other. 

2. In pending applications where one applica- 
tion contains a claim broad enough to read on the 
disclosure of the other while the claims in the 
second application contain immaterial limitations 
not found in the first. 

3. In pending applications where the claims in 
each application will read on the other except for 
immaterial limitations contained in the claims of 
each application. 

4. In a pending application when a claim is 
made in a patent broad enough to read on the 
disclosure of the application and the claims in the 
application also read on the disclosure of/ the 
patent. 

5. In a pending application when a claim is 
made in a patent broad enough to read on the 
disclosure of the application and the claims of the 
application will read on the patent except for im- 
material limitations. 
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6. In a pending application when the claims 
therein will read on a patent and the claims of the 
patent will read on the disclosure of the applica- 
tion except for immaterial limitations. 

7. In a pending application when the claims of 
a patent and those of the application are, such 
that the claims of each case will read on the other 
except for immaterial limitations. 

The practice as to the first class of cases is clear and is 
directly covered by the rule. The broad claims of each 
application should be suggested for adoption m the other 
application. ' i 

In the second class of cases the rule also applies, since 
because the limitations are immaterial the claims of the 
two applications cover substantially the same subject- 
matter. The broad claims should be suggested in the 
application having the limited claims. 

In the third class of cases neither party makes a claihi 
which can form the issue of an interference, but it is ap- 
parent that the claims in both cases should not be al- 
lowed, since neither device is patentable over the other. 
The examiner, therefore, should suggest a claim to each 
party which will cover the invention common to both, 
omitting immaterial limitations. Such a practice is au- 
thorized by Ex parte Thompson, 98 O. G., 227, in which 
the Commissioner said : 

"Rule 96 permits the examiner to suggest to one 
party an allowable claim made by another, so as 
to bring about a proper interference, when they 
are both claiming the same thing in different ways, 
but it does not in terms permit the suggestions 
to both parties of a claim not made by either. 
The suggestion of such a claim, however, in a case 
like the present to cover the real invention 
common to the two cases clearly comes within the 
spirit of the rule. The purpose of the rule and the 
recent practice of the office are not to avoid inter- 
ferences between applications because of some 
differences in the form of the claims, but merely 
by suggestions to bring the parties together upon 
an issue which shall be as nearly as possible the 
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J same as the claims of the parties, so as to reduce 

to a minimum the chances for motions and con- 
troversies during the progress of the interference 
based upon differences in the claims. There is 
nothing in the rule which prohibits the suggestion 
of a claim to constitute the issue in a case of this 
kind, and the suggestion would be in accordance 
with the general purpose of the Rule." 

In the fourth and fifth classes, the broad claim of the 
patent should be suggested to the applicant and a time 
limit set within which to make such claim the same 
as in the case of pending applications. This practice 
is authorized by Ex parte Card & Card, 1,12 O. G., 
499, in which the Commissioner said: 

"It must be held as a matter of procedure 
that the examiner was right in suggesting the 
claims of the patentee to these applicants and in 
his statement that if they failed to make them 
certain of the claims which they now make will 
be rejected. An applicant can not be permitted to 
avoid an interference with a patentee by carefully 
avoiding the words of his claims when the real 
invention is the same. When he .claims substan- 
tially the same thing he can secure his patent only 
by proving priority of the invention in the regular 
way. 

...... 

"The petitioners make the additional point that 
even if it was proper to suggest the patentee's 
claims to them, it was not proper to fix a time limit 
within which they should make them. They 
say it might be proper to fix a time limit if the 
other party was an applicant ; but it is not proper 
where the other party is a patentee. It seems 
perfectly clear that if these applicants are to have 
the option of either making the claims of the 
patent and contesting an interference or of" 
having their present claims rejected ex parte it is 
necessary to fix a time limit within which they 
shall choose. There seems to be no reason why* 
they should not make the claims of the patentee 
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within a reasonable time if they intend to make 
them, and it is no injustice to hold them estopped 
after a time specified. In regard to interferences 
it is a matter of practical necessity and has 
always been considered proper to fix time limits, 
because of the interests of the opposing party. 
No good reason is seen for departing from that 
practice." 

The sixth and seventh classes of cases are the only ones 
in which an interference may be declared including a 
claim which is not in the exact terms of the issue. This 
for the reason that the only claim or claims to the 
common subject-matter in the patent contain immaterial 
limitations not found in the application and because the 
patent is not subject to amendment like an application. 
There can be no question, however, that an interference 
should be declared, since the invention is substantially 
the same notwithstanding the immaterial limitations. 
As was said in Ex parte Thompson, supra: 

^"It is not believed that the decisions cited and 
others of the same character were intended to 
mean that there is in law no interference in fact 
in a case of this kind, where the real invention 
claimed is the same in both eases, merely because 
the claims differ in the statement of the specific 
form of one of the elements of the combination. 
If those specific elements are the mechanical 
equivalents of each other, there is an interference 
under the well-settled principles of law. Winans 
vs. Denmead, 15 How., 330; Rodebaugh vs. 
Jackson, C. D., 1889, 435; Reece Button-Hole 
Co. vs. Globe Co., (\ D., 1894, 360. Each party's 
device would infringe the other's claim under the 
doctrine of mechanical equivalents, and under 
such circumstances it can scarcely be said that 
there is no conflict." 

The patentee's claim with the immaterial limitations 
omitted would form the issue of the interference and 
should be suggested to the applicant. 

In some instances there should be a liberal application 
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of the rule in regard to the suggestion of claims, as, for 
instance, where an applicant is prosecuting his own 
application, or where by amendment in view of a rejec- 
tion an applicant cancels a broad claim substantially 
the same as one subsequently allowed in another applica- 
tion. When an applicant, however, is represented by a 
competent attorney, and it is clear that at no time 
during the pendency of the application was there any 
intention to cover anything but the applicant's specific 
structure, under present Rule 96, and the decisions bear- 
ing thereon, especially Hamond vs. Hart, on which 
said rule was based, there is no warrant for the suggestion 
of a broad claim made in another application. 

RULE 124, 

Rule 124 in the Revised Edition of the Rules of Prac- 
tice of July 1, 1891, reads as follows: 

"Appeal may be taken directly to the Commis- 
sioner from decisions of the primary examiner 
on all motions except the following:/ (1) on mo- 
tions to dissolve which deny the patentability of 
applicant's claim; (2) on motion to dissolve 
which deny the right of an applicant to make the 
claim ; (3) on motions involving the merits of the 
invention. Decisions on these motions, when 
appealable, go to the Examiners-in-Chief ; and 
upon such appeals, the party only whose claim is 
affected should have the right to appear and be 
heard. 

"From a decision of the Primary Examiner 
affirming the patentability of the claim or the 
applicant's right to make the same, no appeal can 
be taken." 

It will be observed that under this rule the appeal 
from the Examiner's decision upon a motion to dissolve 
was heard ex parte. In the later editions the rule was 
amended to require that the appeal be heard inter partes. 
In the case of Newcomb vs. Thomson, 122 O. G., 3012, 
and 122 0. G., 3013, an interference was declared be- 
tween a patent to Newcomb and an application of 
Thomson. A motion was brought by Newcomb to dis- 
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solve the interference on several grounds, and this mo- 
tion was granted by the Primary Examiner. Attempt 
was made by Thomson to avoid the inter partes hearing 
required on appeal from the Examiner's decision in this 
manner: Appeal was taken from this motion to the 
Examiners-in-Chief, but was subsequently withdrawn 
and the interference dissolved. The Thomson applica- 
tion was, then taken up for ex parte consideration, and 
the claims which had been involved in the issue were 
twice rejected on the ground stated in the decision grant- 
ing the motion to dissolve. Thereupon Thomson took 
an appeal, ex parte, to the Examiners-in-Chief, who re- 
versed the decision of the Primary Examiner. The in- 
terference was then reinstated, and time set for taking 
testimony. Motion was then brought by Newccmb to 
vacate the official action reinstating the interference, 
and by the appeal from the denial of this motion the 
case came before the Commissioner. In order to prevent 
this manner of avoiding an inter partes appeal, and also 
to avoid an appeal inter partes. on the motion to dissolve 
and an appeal ex parte on the rejection of the claims 
after dissolution of the interference, the Commissioner 
stated : 

"It was my intention in the decision, to which 
this is a supplement, to institute a practice by 
which parties must appeal inter partes and in a 
reasonable time where there has been a holding 
upon motion lor dissolution against the merits of 
their cases if they would appeal at all, and it was 
also my intention that the Examiner should take 
'such action subsequent to his decision upon the 
motion as will put the cases in condition for the 
statutory appeal so that appeal might be con- 
tinued directly to the court of appeals without the 
necessity of a second course of appeals through 
the Patent Office." 

In order to carry this practice into effect, Rule 124 
was later amen ded to read as follows : 

"Where, on motion for dissolution, the primary 
examiner renders an adverse decision upon the 
merits of a party's case, as when he holds that 
the issue is not patentable or that a party has no 
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right to make a claim or that the counts of the 
issue have different meanings in the cases of 
different parties, he shall at once reject such claims 
as may be affected and shall set a time for re- 
consideration; after reconsideration, if he adheres 
to his original conclusion, he will make the pre- 
vious rejection final and fix a limit of appeal. The 
appeal must go to the Examiners-in-Chief in the 
first instance and will be heard inter partes. If the 
appeal is not taken within the time fixed, it will 
not be entertained except by permission of the 
Commissioner. 

"No appeal will be permitted from a decision 
rendered upon motion for dissolution affirming 
the patentability of a claim or the applicant's 
right to make the same or the identity of mean- 
ing of counts in the cases of different parties." 

"Appeals may be taken directly to the Com- 
missioner, except in the cases provided for in the 
preceding portions .of this rule, from decisions on 
such motions as, in his judgment, should be 
appealable." 

It is to be especially noted that the change in practice 
indicated in Newcomb vs. Thomson and in Rule 124 was 
necessitated, as stated in said decision, by the refusal 
of the court to receive appeals on motions. Following 
this decision a petition was filed for a writ of mandamus 
against the N Commissioner of Patents directing him to 
vacate and set aside the proceedings in the Patent Office 
just referred to (Newcomb Motor Co. vs. Commissioner 
of Patents, 130 O. G., 302.) This petition being dis- 
missed, appeal was taken to the Court of Appeals* of the 
District of Columbia, (133 O. G., 1680), and after a full 
discussion of the case the court decided that when the 
appeal from the decision of the Primary Examiner was 
abandoned his decision became final and binding upon 
the parties, or in other words, that no subsequent ex 
parte action could be taken. Attention is also called to 
Gosper vs. Gold and Gold, 168 O. G., 787, in which the 
Court of Appeals of the District of Columbia held that 
where the Commissioner of Patents affirms a decision 
dissolving an interference on the ground that one of the 
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parties thereto has no right to make the claims, the 
Commissioner has jurisdiction to award priority to the 
other party, since the question of the right to make the 
claims is ancillary to that of priority. 

These decisions avoid the necessity of rejecting the 
claims at the time that the adverse decision is rendered 
on the motion for dissolution, since if the appeal from the 
decision of the Primary Examiner is abandoned his 
decision becomes final and binding upon the parties 
under the decision of the Court of Appeals of the Dis- 
trict of Columbia; and if appeal is taken up to the Com- 
missioner and his opinion is adverse to the right of an 
applicant to make the claims, he can award priority to 
the other party, from which decision appeal can be taken 
to the court. 

Accordingly, the first paragraph of Rule 124 was super- 
seded by the first paragraph ol present Rule 124, which 
reads as. follows: 

"Where, on motion for dissolution, the Primary 
Examiner renders an adverse decision upon the 
merits of a party's case, as when he holds that the 
. issue is not patentable or that a party has no right 
to make a claim, or that the counts of the issue 
have different meaning in the cases of different 
parties, he shall fix a limit of appeal not less than 
twenty days from the date of his decision. Appeal 
lies to the Examiners-in-Chief in the first instance 
and will be heard inter partes. If the appeal is not 
taken within the time fixed, it will not be enter- 
tained except by permission of the Commissioner." 

January 7, 1915. 



JUL 3 11917 
Double Patcntidt fflBffiI8QN A J0HH80W J 



By . 

ROY F. LOVELL, 

Second Assistant Examiner, Division Thirty-five, 

U. S. Patent Office. 



When an inventor has two or more co-pending appli- 
cations disclosing patentable subject-matter, the Office 
must be careful not to allow two applications to go to 
issue, both claiming the samp invention. 

In 1894 the Supreme Court held two patents to be for 

the same invention in Miller vs. Eagle Mfg. Co., 151 

U. S., 186 ', 66 O. G., 845; and after reviewing numerous 

decisions laid down the following broad rules relating to 

this class of cases : 

• 

"The result of the foregoing and other author- 
ities is that no patent can issue for an invention 
actually covered by a former patent, especially 
to the same patentee, although the terms of the 
claims may differ; that the second patent, al- 
though containing a broader claim, more generical 
in its character than the specific claims contained 
in the prior patent, is also void; but that where the 
second patent covers matter described in the 
prior patent, essentially distinct and separable 
from the invention covered thereby, and claims 
made thereunder, its validity may be sustained. 

"In the last class of cases it must distinctly 
appear that the invention covered by the later 
patent was a separate invention, distinctly dif- 
ferent and independent from that covered by the 
first patent; in other words, it must be something 
substantially different from that comprehended 
in the first patent. It must consist in something 
more than a mere distinction of the breadth and 
scope of the claims of each patent. If the case 
comes within the first or second of the above 
classes, the second patent is absolutely void." 
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As will be later noted, the foregoing rules were much 
broader than required by the case under consideration. 

However, the rule is clear and definite, not am- 
biguous or subject tb two interpretations. The court 
definitely stated that no patent can issue for an invention, 
actually covered by a former patent, especially to the 
same patentee, although the terms of the claims may 
differ; that the second patent, although containing a 
broader claim, more generical in its character than the 
specific claims contained in the prior patent, is also void. 
It must consist in something more than a mere distinc- 
tion in the breadth and scope of the claims of each patent. 

The cases to be discussed may be divided into the 
following classes: (1) Where the patents contain claims 
that cover the same invention, but are not in the same 
form,- as process or method and apparatus or article 
claims. (2) Where the claims are in the same form, but 
differ in scope. (3) Where the claims in one patent are 
combination claims and the claims in the other patent 
are -drawn to an essential element of that combination. 

Moskr Safe & Lock Co. vs. Mbsler, 127 U. S. } 364, 
is an example of the first class of cases. In this case the 
applicant obtained a patent for an article and later, on 
a co-pending application, obtained a patent for a method 
of making the article. The Supreme Court held the 
article claims in the first patent and the method claimed 
in the second patent to be for the same invention, and 
said: 

"After a patent is granted for an article 
described as made by causing it to pass through 
a certain method of operation to produce it, 
the inventor can net afterwards, on an independ- 
ent application, secure a patent for the method 
or process of producing the identical article 
covered by the previous patent, which article was 
described in that patent as produced by the 
method or process sought to be covered by taking 
out the second patent." 

In Dayton Fan Motor Co. vs. Westinghouse Electric 
& Mfg. Co., 118 Fed. Rep., 562, C. C. A., two appli- 
cations were filed the same day — one for a method and the 



other for the apparatus. Later an application was filed 
for a special means for carrying out the method dis- 
closed in the method application. The court held that 
the last filed application which was first to issue, did 
not invalidate the later issued patents, and that the 
method and apparatus patents were not for the same 
invention and both were valid. It is noted that as 
applicant had filed two applications each disclosing a 
different means for carrying out the method that the 
method disclosed could result from more than one form 
of apparatus. Therefore the first patent did not disclose 
the only means by which the method could be carried 
out. In other words, the first patent did not grant him 
a monopoly on the method. 

In Century Electric Co. vs. Westinghouse Electric & 
Mfg. Co., 191 Fed., 350, C. C. A., 8th Circuit, applicant 
filed an application for an apparatus and process. He 
later divided out the process and filed a second applica- 
tion therefor in accordance with old Rule 41. The 
process application was the first to issue. The court 
held that as applicant had divided out the process claims 
as required by Rule 41, it was clear that at the time the 
contracts were made the process and apparatus were 
believed to be separate inventions. However, it was not 
clear to the court that the process and apparatus were 
inseparable. The court thought that an apparatus not 
the mechanical equivalent of the one patented might 
carry out the process, in which event the monopoly of 
the process would not be extended beyond seventeen 
years, for on the expiration of the term of the process 
patent anybody would have the right to carry out the 
process by an apparatus that was not the mechanical 
equivalent of the one patented. 

The case of Ex parte Edison, 220 O. G., 1373, was some- 
what similar to the Centruy Electric case, with this 
distinction, that whereas . Edison divided out in accord- 
ance with old Rule 41, as it existed before Steinmetz vs. 
Allen, the divisional ^application was not filed until more 
than a year after Steinmetz vs. Allen had modified Rule 
41. Furthermore, while old Rule 41, which required 
division between process and apparatus claims, was in 
force at the time of filing of the divisional application 



in the Century Electric case, the divisional application 
carved out of the parent Edison application was not 
filed until more than a year after Rule 41 had been 
chang&d. The Commissioner held that in view of the 
fact that the process and apparatus were so closely 
related that it was difficult to tell in which the invention 
lay, the applications should have been prosecuted and 
issued concurrently or as nearly so as possible. In view 
of the long delay in filing and the dilatory prosecution of 
the divisional case,^ it was held that to grant a patent 
on the divisional case would extend the monopoly 
covered by the parent case long since issued. In other 
words, it would amount to granting a second patent for 
the same invention. 

The second class of cases to be considered is the one 
wherein the claims are in the same form but differ in 
scope. The leading decision covering this class of cases 
is Miller vs. Eagle, supra. This class of cases had caused 
the Patent Office considerable trouble before the Miller 
vs. Eagle decision. In Ex parte Holt, 29 O. G., 171, an 
application was filed in January, 1880, and later another 
application was filed and called a division. The latter 
went to issue first. The Commissioner held that there 
was no line of division between the two cases and said: 

"It is true that the patent is issued upon an 
application long subsequent to that of the case 
containing the broadest claims, but I consider 
the relative dates of the applications of no impor- 
tance, since a patent has issued upon one of them 
and the subject-matter is indi visible.' ' 

This would seem to be in accordance with the rule 
later enunciated by the Supreme Court in Miller vs. 
Eagle, but, as will be noted later, the courts have not 
followed the practice indicated in Ex parte Holt. In 
Ex parte Ransom, 39 0. G., 119, the Commissioner said: 

"A patent should not issue upon an application 
which is not properly a division of the subject- 
matter of a patent to the same party, even though 
the application upon which the patent was 
granted was concurrent." 



Ex parte Mullen and Mullen, 50 O. G., 837, does not 
strictly come within the scope of this paper, but the 
Commissioner in deciding this case laid down the follow- 
ing rules to govern the various classes of cases coming 
under the head of double patenting: (1) Cases where the 
various claims differ among themselves only as they 
constitute different statements of one and the same 
indivisible invention — cases where, in other words, the 
lines of division exist as mental figments only, and have 
no corresponding existence in the concrete subject of 
invention. In all such cases one application only is 
permissible, whether pending concurrently or not, be- 
cause only one patent can be granted for a single inven- 
tion and a second patent for the same invention under 
another guise would result inevitably in an illegal exten- 
sion of the period of exclusive use. (2) Cases where 
several distinct inventions are dependent upon each other 
and mutually contribute to a single result. In such 
cases the several inventions may be included in one 
patent, or they may be separated into as many patents 
as there are separate and distinct inventions. In such 
cases if a patent issues describing all of the mutually 
dependent inventions and claiming but one of them, a 
presumption of dedication arises out of the failure to 
i claim what might lawfully have been claimed in the 
; same application. This presumption of dedication is 
. repelled, however, if the inventions not claimed in the 
j patent first to issue are claimed in applications contem- 
■ poraneously pending in the Office. (3) Cases where the 
k invention described but not claimed is absolutely inde- 
pendent of the invention actually claimed in the first 
patent. In such a case the invention described but not 
claimed could not have been lawfully protected in one 
patent with the independent subject-matter which was 
actually secured. There can be no presumption of 
dedication arising out of a failure to claim in a given 
application what could not have been lawfully claimed 
in. that application, and it is believed that no obstacle 
exists in such a case to obtaining a patent otherwise 
allowable upon any application that may be filed before 
the invention has been in public use or on sale for more 
than two years and before actual abandonment. 
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It will be noted that although the first rule is not so 
definite as the rules laid down by the Supreme Court in 
the Miller vs. Eagle case, it apparently is intended to 
cover cases in which the difference between the claims 
of the two applications is a difference of scope or breadth 
merely — a difference between broad and specific claims. 
The second rule in Mullen and Mullen is well established 
and has been uniformly followed by the courts since 
Suffolk Mfg. Co. vs. Hayden, 3 Wall., 315, the leading 
case on this point. 

The third rule in Mullen and Mullen has been uniformly 
followed since the decision was rendered. It will be 
noted that the second patent may be granted upon an 
application filed before the invention has been in public 
use or on sale for more than two years. In Isaacs vs. 
Speed, 130 O. G., 2717, the Commissioner held that a 
patent disclosing a process and apparatus and claiming 
only the process is no bar to the allowance of an appli- 
cation covering the apparatus filed by the same party 
within two years after the grant of the patent. However, 
all process and apparatus cases do not come within the 
third rule of Mullen and Mullen as construed by Isaacs 
vs. Speed ; supra. The case of Ex parte Edison, 220 O. G., 
1373, clearly does not come within this rule, but would 
probably be classified with the cases coming under the 
first rule and in any case where there is no doubt that the 
process and apparatus cover the same invention, the 
case clearly falls within the scope of the first rule (See 
Mosler Safe & Lock Co., supra, and Ex parte Lord, 
50 O. G., 987). 

In Ex parte Lord, supra, the Commissioner held that : 

"An invention restrictedly stated does not 
become a different invention when claimed more 
broadly or generically." 

This practice was followed in Ex parte Edison, 54 
O. G., 263, in which the Commissioner said: 

"To grant the present application would be to 
prevent the public from having the benefit of the 
invention at the expiration of seventeen years 
from the beginning of Edison's monopoly thereof, 
and because the statute expressly limits the 



duration of the period of exclusive use of a given 
invention to seventeen years the prior patents to 
Edison must be held to be adequate references." 

Jones vs. Larter, 92 0. G., 383, was the next important 
case with the exception of Miller vs. Eagle, already con- 
sidered. In Jones vs. Larter, the first filed application 
went to issue with specific claims. A few weeks before 
the issue of this patent a second application was filed, 
and was alleged to be for an improvement on the con- 
struction shown in the first filed application, and con- 
tained no claims broad enough to read on the first filed 
application. After the first application had issued claims 
were filed in the second case broader than the claims in 
the patent. The Commissioner held that the applicant 
had no right to these claims in the second application 
and after referring to several decisions cited, said: 

"These decisions and all others on the same 
line that have been cited have reference to cases 
in which the broad claims were made in the case 
first filed, and while that case was held up in the 
Office without fault of the applicant, another 
case covering specific improvements on the 
original device went to patent. They do not 
apply and were not intended to apply to a case 
like the present, where the broad claims were not 
only made in the second application filed, but 
made therein long after the patent had issued on 
the first application." 

In Thomson-Houston Co. vs. Winchester Co., 73 O. G., 
2155, the court said: 

"Whatever may be the rule as to cases where 
the application for the generic patent was filed 
subsequent to the application for the specific 
patent, I do not think the patentee should be 
deprived of his broad patent where the applica- 
tion for such patent was made first and delayed 
in the Office through no fault of the inventor." 

By the above statement the court apparently thought 
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that the respective filing dates of the two applications 
might be material. 

In view of Miller vs. Eagle and Ex parte Holt, Ex parte 
Ransom, Ex parte Mullen and Mullen, Ex parte Lord, 
Ex parte Edison, and Jones vs. Larter, it would appear 
that the general rule is laid down by the Miller vs. Eagle 
case heretofore quoted in full. The lower courts, as 
evidenced by the decisions that will be later referred to, 
apparently considered that it would be inequitable to 
hold a patent for the broad invention, resulting from the 
first-filed application, void on the ground that it was 
for the same invention as a patent for a specific improve- 
ment granted prior to the patent for the broad inven- 
tion but upon an application subsequently filed. The 
reason for this is clear. The application for the broad 
invention may be and often is involved in interference 
proceedings or appeals and thereby delayed through no 
fault of the applicant. In any event, an application 
for a broad invention ordinarily remains in the Office 
longer than does an application for a specific improve- 
ment. It therefore appears that with relation to broad 
and specific claims merely the rule enunciated in Miller 
vs. Eagle, as construed by the lower courts, should be 
that the broad claims should be either in the first applica- 
tion filed or in the first to issue. The question naturally 
arises, why is the filing date or the issue date material 
when the two applications are co-pending? As will be 
seen later, some courts, under certain circumstances, have 
held that the filing date is not material (See Century 
Electric Co. vs. Westinghouse, 191 F. R., 350)/ The 
answer is that the practice followed in the case of Cleve- 
land Foundry vs. Detroit Vapor Stove Co., 131 F. R., 
853, and others, is not the rule, but is merely an excep- 
tion to the rule enunciated in the Miller vs. Eagle case. 
In considering how the decisions of the courts agree 
with the rule that the broad claims should be in the first 
filed or the first to issue, the cases coming under the 
* second class will be divided into the following sub- 
classes: (1) Where the broad claims are in the first to 
issue. (2) Where the broad claims are in the last to 
issue but in the first filed. (3.) Where the broad claims 
are in the last to issue and the last filed. 



The following cases come under the first subclass: 
In Century Electric vs. Westinghouse, 191 F. R., 350, 
an application for an apparatus was filed May, 1888. 
In December, 1888, a divisional application was filed 
for a process. In May, 1889, an application for an im- 
proved apparatus and process was filed. In January, 
1891, the last filed application matured into Patent 
No. 445,207, having claims broad enough to read on 
the apparatus and process described in the first-filed 
applications. In the improvement patent the inventor 
expressly disclaimed seeking to cover the process and ap- 
paratus covered by the first filed applications. The court 
said: 

"Conceding that the claims of Patent 445,207 
were broad enough if they stood alone to cover the 
main inventions, they did not stand alone, but 
were conditioned by the specification which ac- 
companied them. They were for combinations 
and in the light of that specification the new 
phase regulating devices specified therein consti- 
tuted an essential element of each of the combina- 
tions there claimed, and did not constitute an 
indispensable element of the process or of the 
apparatus described and claimed in the earlier 
applications. These new devices were improve- 
ments on the main inventions, and Patent 445,207 
was for these improvements in combination with 
the main inventions while the earlier applications 
were for the inventions without these improve- 
ments. And the conclusion i3 irresistible that the 
parties to these patents never intended that 
Patent 445,207 should secure, and it never did 
secure, the same invention as either of the other 
patents, and that it did not render the latter 
patents void." 

In ether words, the court read into the claims of Patent 
445,207 the new feature described in the specification but 
not specifically recited in the claims. When so construed, 
Patent 445,207 becomes a patent for an improvement 
of the generic inventions covered by the earlier filed 
applications, and, when so considered, this case more 
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properly belongs in the second class of cases, of which 
Suffolk Mfg. Co. vs. Hayden, 3 Wall., 315, is the leading 
case. It is noted that the court considered it necessary 
to read the novel element into the claims of the first 
patent in order to save the later patents from being void 
on the ground of double patenting. 

The following paragraph from the same decision is 
quoted : 

"Where each of several applications which 
subsequently ripen into patents to the same in- 
ventor describes the same machine and process 
and the inventions claimed in all the applications, 
but no one of the applications claims any invention 
claimed in any of the others and thev ar e all. pend- 
ing at the same time the respective dates of the 
applications and of the patents and the respective 
dates when the applications were filed are im- 
material, and the applications and patents can 
not be used to anticipate or avoid each other/ ' 

The above quoted paragraph states that under the 
conditions named the filing dates and issue dates of the 
patents are immaterial, but contains the qualifying state- 
ment that no one of the applications claims any invention 
claimed in any of the others. Miller vs. Eagle states that 
it must appear that the invention covered by the later 
patent was a separate invention and further, that it must 
consist in something more than a mere distinction in the 
breadth and scope of the claims of each patent ; and thus 
indicates that two inventions are not produced merely 
by the fact that the claims in the respective patents 
differ in scope. On this point attention is also called to 
the following quotation taken from the case of Otis 
Elevator Co. vs. Portland Co., 127 F. R., 557, C. C. A., 
1st Circuit: 

"Two patents may be for the same invention 
although the earlier is for a specific machine 
while the later contains broader claims which 
embrace both the prior specific machine and others 
as well." 

Considered in the light of the two decisions, it is clear 
that the quoted paragraph taken from the Century 
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Electric decision does not violate the rule that the broad 
claims should be in either the first filed or the first to 
issue. 

In National Hollow Brake Beam Co. vs. Interchange- 
able Brake Beam Co., 106 F. R., 693, C. C. A., 8th 
Circuit, the only difference between claims in the later 
patent and claims in the earlier patent was that the 
claims in the later patent specified an additional function 
that would follow from the structure disclosed in the 
earlier patent. The court held that the combination of 
elements disclosed in the earlier patent plus a function 
of said combination is not proper subject-matter for a 
second patent, and therefore held certain claims in the 
latter patent to be for the same invention covered by 
claim 2 of the earlier patent. This was not strictly an 
instance of broad and narrow claims in the two patents. 
The claims in the two patents were of substantially 
the same scope. 

In Dodge Coal Storage Co. vs. New York Central R. R., 
139 F. R., 976, affirmed, 150 F. R., 738, two patents were 
in suit, one filed October, 1899, and the other, a division 
of the first, was filed December, 1900. The parent case 
was the first to issue. This patent claimed a certain 
combination. The second patent, resulting from the 
divisional application, merely added elements to the 
combination, that were old, and in fact, formed no part 
of the invention. The said additional elements were 
necessarily used with the combination called for by the 
claims of the first patent. The patents, however, were 
held to be for different inventions, but were declared to 
be void on other grounds. 

In Welsbach Light Co. vs. Cohn, 181 F. R., 122, two 
patents resulting from co-pending applications were 
under consideration. The second filed application was 
apparently not referred to as an improvement on the 
first filed. The court considered that both of the patents 
were directed to the broad invention, and that applicant 
had a right to choose which application should contain 
the broad claims. The court said : 

"If he does that in the first patent taken out, 
although it may rest upon a later application, and 
first application is followed by later patents, can 
it be said that the first is void? I think not." 
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The court thereby implied that if the application with 
specific claims only had been taken out first, a case of 
Rouble patenting might have been made out. 

In Victor Talking Machine Co. vs. American Grapho- 
phone Co., 140 F. R., 860, Circuit Court, N. Y., affirmed, 
145 F. R., 350, the second filed application went to issue 
first with broad claims. The court held that a patent 
is never invalidated by the fact that the invention 
claimed in it has been described but not claimed in a 
patent granted subsequent t6 the making of the appli- 
cation for the patent first issued. 

It is clear that the filing date is not material when the 
broad claims are in the first patent. Suffolk Mfg. Co. vs. 
Hayden held that the date of issue and not the date of 
filing determined priority. As will be seen from the 
cases above cited, the courts have followed Suffolk vs. 
Hayden, and ignored the filing dates in this class of 
cases. 

The class of cases where the broad claims are in the 
last case to issue, but in the first case filed, will now be 
considered. The Suffolk vs. Hayden case is the leading 
case in this class. In this case the first application was 
filed December, 1854. A second application was filed 
November, 1855, and went to issue in March, 1857. 
This patent was for an improvement on the structure 
shown in the first filed application. The improvement 
alone was claimed and the improvement as applied to 
the structure shown in the first filed application was 
also claimed. 

In June, 1857, the patentee filed another application 
for substantially the same structure described and 
claimed in the first filed application. The last filed 
application was allowed in December, 1857. The court 
held that the subject-matter of the patent granted 
December, 1857, was not surrendered to the public for 
failure to claim the same in the patent issued in March, 
1857, which patent disclosed the subject-matter claimed 
in the second patent but was for an improvement 
thereon. It will be* noted that the patent in suit was a 
continuation of the first filed application, and therefore 
became, in effect, a patent resulting from the first filed 
application. 
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In Kinnear Mfg. Co. vs. Wilson, 142 F. R., 970, C. C. 
A., 2nd Circuit, an application was filed April, 1895. 
A second application was filed April, 1896, and was 
treated as a continuation of the first filed application. 
In June, 1895, an application for an improvement on 
the first filed application was filed and patented Septem- 
ber, 1895, the claims therein being limited to the improve- 
ment in combination with the structure shown in the 
first filed application.. The patent resulting from the 
continuing application and containing broad claims was 
held valid. 

In Cleveland Foundry Co. vs. Detroit Vapor Stove 
Co., 131 F. R., 853, C. C. A., 6th Circuit, the patent in 
suit resulted from an application filed in December, 
1888. Later several applications were filed, directed 
to improvements. The improvement applications were 
first to issue. In each one of the improvement patents 
the improvement was described and claimed as applied 
to the structure disclosed in the first filed application. 
However, the improvement patents did not refer to the 
first filed application or expressly disclaim the subject- 
matter shown therein. The court held that an express 
disclaimer was not necessary, so long as the said improve- 
ment patents were merely directed to the improvements. 

In Dayton Fan and Motor Co. vs. Westinghouse, 118 
F. R., 562, two applications were filed on the same day, 
one for the method and the other for the apparatus. 
Later an application was filed for a special means for 
carrying out the method disclosed in the first filed applica- 
tion. The last filed application was first to issue. The 
court held that the improvement patent did riot invali- 
date the patents resulting from the first filed applications. 

In Thomson-Houston Electric Co. vs. Hoosick R. R. 
Co., 82 F. R., 461, C. C. A., 2nd Circuit, patents 495,443 
and 424,695 were in suit. The first filed application was 
the last to issue, with broad claims. The court followed 
the rule laid down by Miller vs. Eagle and declared 
certain claims in the later patent to be for the same 
invention as that covered by certain claims in the earlier 
patent, and therefore void, . although the broad claims 
were in the first filed application. 

In Electrical Accumulator Co. vs. Brush Electric Co., 
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52 F. R., 130, C. C. A., 2nd Circuit, the court held that 
the prior issue of a patent for a subordinate invention 
did not invalidate a subsequently issued patent with 
broad claims, the application for which was pending in 
the Office at the time the first patent was issued. In this 
case the broad invention was covered by the first filed 
case. 

In Thomson-Houston Electric Co. vs. Union Ry. Co., 
86 F. R., 636, C. C. A., 2nd Circuit, an application was 
filed in March, 1887, and went to issue in April, 1893. 
A second application was divided out of the first and 
went to issue in 1891. The appellees contended that 
claims 2 and 4 of the first mentioned patent were for 
subcombinations of the combination claimed in the 
patent first to issue, for the reason that one of the ele- 
ments specified in the first patent was not found in the 
claims of the patent second to issue, and furthermore 
that if said element was read into the claims, they were 
not limited to the means employed in the first patent 
and therefore the claims in suit were not the claims of 
the first patent. The court held that the element would 
necessarily have to be read into the claims in suit to make 
the device operative. Otherwise the alleged combination 
called for would be a mere aggregation of elements which 
would not coact unless assisted by some instrumentality 
not disclosed. 

The patent in suit was later reissued and again came 
before the same court (135 F. R., 759). In the reissue 
the patentee canceled all reference to the element above 
referred to and also canceled the same from the drawing. 
In view of this the court held the reissue to be for a 
different invention from that covered by the patent 
first to issue. On review, however, the court held the 
reissue void for laches in applying for the same. 

In Western Electric Co. # t;$. Galesburg Union Tel. Co., 
148 F. R., 857, Circuit Court, III., two applications were 
filed the same day, one for a visible test system for 
telephone switch-boards and the other for . an audible 
test system. A third application was later filed and was 
directed to an alleged combination of the two systems. 
The third application was the first to issue. The speci- 
fication of this patent referred to the prior co-pending 
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applications and stated that the patent was for a combi- 
nation of the systems shown therein. Furthermore, all 
the claims were restricted to the alleged combination of 
the two systems. The court considered, however, that 
the alleged combination was not a true combination and 
that the whole invention in the case resided in the 
visible test system. By thus construing the claims to 
be for the same invention as the claims of the patent 
directed to the visible system alone, the court concluded 
the latter patent to be void on the ground of double 
patenting, notwithstanding the fact that the patent in 
suit resulted from the first filed application. The patent 
in suit, so construed, was held to be for an essential 
element of the prior combination patent. 

In Westinghouse Electric and Mfg. Co. vs. Electric 
Appliance Co., 142 F. R., 545, Circuit Court, 111., affirmed 
Diamond Meter Co. vs. Westinghouse Co., 152 F., 704 
(C. C. A., 7th Cir.), there were two patents in suit, one 
covering a method and the other an apparatus. A third 
patent to the same inventor was issued before, but filed 
after, the patents in suit, and called for a method. The 
method recited and claimed in the patent first to i§sue 
was more specific and included the method and apparatus 
claimed in the patents in suit. The court held that: 

" Where an application for a basic patent is 
pending, the granting to the same inventor of a 
limited combination patent of which the subject- 
matter of the basic patent is an essential element 
does not constitute double patenting;' ' 

In Electric Storage Battery vs. Buffalo Electric Car- 
riage Co., 117 F. R., 314, Circuit Court, N. Y., affirmed, 
120 F. R., 672, the court held that the fact that the delay 
in the issuance of a patent after filing of the application 
resulted in an extension of monopoly beyond seventeen 
years, due to the fact that the improvement patents 
went to patent before the generic patent did not con- 
stitute grounds ior shortening the term of the generic * 
patent, where the delay was due to interference pro- 
ceedings. 

In Thomson-Houston Electric Co. vs. Ohio Brass, 80 
F. R., 712, C. C. A., 6th Circuit, and in Thomson- 
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Houston vs. Winchester Co., 71 F. R., 192, Circuit 
Court, Conn., and in Thomson-Houston Electric Co. vs. 
Elmira, 71 F. R., 396, the broad applications were first 
filed but last to issue. In each case the courts held that 
it was not double patenting. 

The class of cases where the broad claims are found 
in the application last filed and last to issue will now 
be considered. 

To agree with the rule the broad patents should be 
held void. 

The Miller vs. Eagle Mfg. Co. case might be included 
in this class, but in that case there was actually no real 
difference even in the scope or breadth of the claims in 
the two patents. 
u ^ . In Houser vs. Starr, 203 F. R., 264, C. C. A., 6th 
Circuit, the claims in the first patent had a limitation 
not found in the second patent. The court held, however, 
that the construction shown in the second patent was 
the equivalent of the structure shown in the first patent. 
The broad claims in the second patent were held void. 
The court said : 

"The first patent contained a full disclosure, 
and having been issued in October, 1901, without 
reservation of any kind which could preserve the 
subject for patenting on an application filed 
several months later, everything shown, and which 
might have been, but .was not, claimed, was 
abandoned to the public and the claims are 
invalid." 

In Union Typewriter vs. L. C. Smith, 181 F. R., 966, 
C. C. A*, 3d Circuit, the original application was directed 
to improvements in typewriting machines and was filed 
in May, 1890. Certain claims therein were canceled and 
filed in a divisional application. On March 15, 1892, the 
parent case became a patent. One week before that date 
a third application was filed. This application dis- 
claimed any intention of claiming the pivoted shifting 
frame which applicant stated was made the subject- 
matter of the first filed case. In April, 1892, after the 
first case went to patent, applicant eliminated portions 
of the specification that disclaimed the subject-matter 
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above referred to. In July, 1892, applicant added two 
new claims directed to the pivoted shifting frame, and 
accompanied the same by a supplemental oath. These 
two claims were similar in scope to two claims in the 
patent, but broader. In fact, the two claims submitted 
were awarded to applicant in an interference proceeding 
involving the parent case, but were voluntarily canceled 
therefrom. It therefore appears that the parent case 
was first to patent with specific claims and that a later 
filed but co-pending application, alleged to be for an 
improvement on the parent application, went to patent 
with claims for the same combination claimed in the 
parent application but broader in scope. The court 
held this to be a clear case of double patenting for the 
reason that the broad claims in the later filed application 
were for the same invention as the more specific claims 
in the parent case. 

In Morse Chain Link Co. vs. Link Belt Machine Co., 
164 F. R., 331, C. C. A., 7th Circuit, the first filed appli- 
cation went to issue first. The second application was 
filed more than two years after the filing of the first 
application and went to issue about eight months after 
the first case. Appellant contended that the first filed 
application was for a specific embodiment and that the 
application last filed was for the generic invention. The 

court could not agree to that, but stated: 

"This is not a case in which a patentee, having 
first made application for a patent for a generic 
invention, has subsequently applied for patents 
for specific improvements. This is a case in which 
a patentee, possessed of an alleged generic idea, 
elected to first apply for a patent for a specific 
embodiment embracing the essential feature of 
the generic idea, and later specifying such essen- 
tial feature in another specific embodiment, 
claims that the generic idea growing out of such 
essential feature, belongs to the later, not to the 
earlier patent." 

The court apparently considered that the filing dates of 
the applications were material and that the broad claims 
should be in the first filed or in the first to issue. 
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The lower court in the Union Typewriter case, 173 
F. R., 297, cited the Morse Chain Link case with approval 
and made the following statement in referring to the 
Victor Talking Machine case, 140 F. R., 860, wherein 
the generic patent was last applied for but first to issue : 

"Of course, there is no abandonment by the 

earlier narrow application in this instance. Had 

the inventor, however, got his specific patent and 

• later his generic one, it would have presented a 

very different case." 

The same court in the same case also said : 

"It is no doubt true that, where an application 
in which an invention is expressed broadly is 
pending at the same time with one upon narrower 
lines, the taking out of the latter does not preclude 
the subsequent allowance of the other in broader 
form. But that, unfortunately, is not this case. 
Both applications, of course, were pending to- 
gether; but the one into which the broad claims 
were eventually brought was the specific and not 
the generic form, coming in apparently as an 
afterthought, when the other was already then 
months out." 

The above quoted paragraph taken alone, would 
appear to mean that it is permissible for the second of 
two patents, resulting from co-pending applications, to 
have the broad claims, regardless of the respective filing 
dates. That such a construction was not intended by 
the court is clear from the first quoted paragraph and 
from the following: 

"Undoubtedly there is no double patenting 
where the broad expression of the invention, 
although the last to be patented, was granted 
on an application filed before that for the narrower 
or specific form. As was well said by J. Town- 
send in Thomson Co. vs. Winchester Co., 71 F. R., 
192 (C. C. of Conn.), the inventor is not to be 
deprived of his broad patent where the applica- 
tion for it was made first and was delayed in the 
Patent Office through no fault of his." 
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In Otis Elevator Co. vs. Portland Co., 127 F. R., 557, 
C. C. A., 1st Circuit, the broad claims were in the case 
last filed and last to issue. In holding this to be a case 
of double patenting, the court said: 

"To avoid the objection of double patenting, 
it is not enough to show that the prior patent 
claims a specific machine, and that the later 
patent contains broader claims, which embrace 
both the prior specific machine and other machines 
as well. Two patents may be regarded as for the 
same invention, though one claims only a specific 
machine, and the other claims broadly a genus 
which includes the former." 

In Palmer Pneumatic Tire Co. vs. Lozier, 90 F. R., v^ 
732, C. C. A., 6th Circuit, two patents were before the / 
court in an interference proceeding. Both patentees ^ 
had a second prior patent for a fabric to be used in the 
construction of tires. The later patents, in interference, *« * T ' V e<*uO«* 
were drawn to the fabric per se. The court held both ^ « i ;.* ;T ^ 
patents as being for the same invention as the prior W '- 
patents. 

The cases last cited, while not conclusive, indicate that 
the filing dates are material when the broad claims are in 
the last to issue. 

The third and last main class of cases to be considered, 
wherein one patent is for a combination and the other 
for an essential element thereof, merges into the other 
classes already considered. 

The Western Electric vs. Galesburg, 148 F. R., 857, 
the Westinghouse Electric vs. Electric Appliance, 142 
F. R., 545, and the Palmer Pneumatic Tire vs. Lozier, 
90 F. R., 732, cases have already been considered and 
will not again be discussed here. 

In American Bell Telephone Co. vs. National Tel. u ' 
Mfg. Co., 109 F. R., 976, Circuit Court, Mass., claim 2 
of the Berliner patent, 463,569, for a telephone trans- 
mitter, was held anticipated by Patent 233,969, to the 
same patentee, issued on a division of the application 
that resulted in Patent 463,569. Claim 4 of the prior 
patent covered a system consisting of the same trans- 
mitter in combination with a receiver, but in which such 
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transmitter performed the same functkm as with any 
other receiver. The transmitter of the later patent was 
an essential element of the alleged combination called 
for by the prior patent. 

In Industrial Mfg. Co. vs. Wilcox and Gibbs Sewing 
Machine Co., 112 F. R., 535, C. C. A., 3d Circuit, the 
parent application resulted in patent 263,467, and was 
for a sewing machine combination, claiming as an ele- 
ment a trimmer broadly. Patent 341,790, a division of 
the parent case, claimed, in combination with any 
sewing machine, the specific form of trimmer disclosed 
in the parent case. The court held that the trimming 
device shown in the parent case was an essential element 
of the combination claimed therein, and could not be 
made the basis of a later patent. 

In Dey Time Register Co. vs. Syracuse Time Recorder 
Co., 152 F. R., 440, Circuit Court, N. Y., the novel ele- 
ment disclosed in the patent first to issue, resulting from 
the second filed application, was combined with other 
old elements working in a given old way, to produce 
an old result. Claim 1 of the second patent claimed the 
same novel element in combination with other old ele- 
ments, operating in the old way, to produce the old result. 
The court held that if claim 1 of the later patent was 
broadly construed to cover the construction shown in 
the prior patent it was void for double patenting. 

In Palmer et al. vs. Brown Mfg. Co., 92 F. R., 925, C. 
C. A., 1st Circuit, an application was filed containing 
claims to a combination and subcombination claims to a 
mechanical movement. Applicant later divided out 
claims to the mechanical movement and filed a divisional 
application therefor. The later case went to patent first. 
Suit was brought on Patent 308,981, resulting from the 
parent application. The claims sued upon were com- 
bination claims that included the mechanical movement, 
which movement per se was covered by Patent 304,550, 
resulting from the divisional application. The lower 
court held the combination patent to be void on the 
ground that what was claimed therein was simply an 
application to an appropriate use of what was claimed 
in the prior patent. The C. C. A., however, reversed 
the decision, holding that the combination was a separate 
invention from the mechanical movement and that the 
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said combination, including the mechanical movement 
as an element, was clearly patentable over the mechanical 
movement alone. In other words, the Court held that 
it would involve invention to apply the mechanical 
movement to the other elements to make up the combi- 
nation. 

In the last class of cases considered, the filing dates 
are apparently immaterial, the courts holding a second 
patent void where a prior patent has issued in which the 
construction claimed includes the subject-matter of the 
second patent as an essential element. However, this 
last class of cases does not involve the subject of broad 
and specific claims, for while the claims in one patent 
may include an element or elements not included in the 
other patent, the said elements are ignored by the courts 
and the claims in the second patent treated as covering 
the same subject-matter covered by the first patent. 

Although the decisions that belong in the three main 
classes h&ve been discussed, there still remain a few cases 
that relate to the subject of this paper, but do not 
properly fall into any one of the three classes. 

The Barbed Wire Patent, 143 U. S., 275; Ede vs. 
Trorlicht, Duncker and Reward Carpet Co., 115 F. R., 
137, C. C. A., 8th Circuit; Independent Electric Co. vs. 
Jeffery Mfg. Co., 76 F. R., 981, Circuit Court, Ohio; 
and Graham vs. McCofmick, 11 F. R., 859, Circuit 
Court, 111., are cases in which the same invention was 
not claimed in the two patents. 

In Badische Anilin and Soda Fabrik Co. vs. Klipstein 
& Co., 125 F. R., 543, Circuit Court, N. Y., the patents 
issued on the same day. 

In Anderson vs. Collins, 122 F. R., 451, C. C. A., 8th 
Circuit, the essential element doctrine was involved but 
the court held that the first patent failed to* disclose the 
essential -element of the patent in suit. 

On reviewing the decisions cited and the reasons ad- 
vanced by the courts, in the case's considered at length 
in this paper, there appears to be some basis for the 
requirement that the broad claims should be either in 
the first patent or otherwise in the application first 
filed. 

January 25, 1917. 
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The bald statement that Double Patenting is contrary 
to the intent and purpose of the patent system may be 
made without fear of contradiction. When does Double 
Patenting occur is the question to be settled. Before 
attempting to answer the question it would be well to 
consider certain of the early decisions which have helped 
to shape the law into its present form. 

Justice Story in 1819 (Odiorne vs. Amesbury Nail 
Factory; 2 Mason, 28; Fed. Cases 10,430) held a patent 
granted to F. Reed for a Nail Cutting and Heading 
Machine in 1810 invalid in view of a patent granted to 
the same inventor in 1807 for the same invention. The 
court stated the reason for this holding to be that the 
power to create a monopoly is exhausted by the first 
patent, and, moreover, the second and later patent for 
the same invention operates to prolong the period of 
monopoly beyond that allowed by law. This ruling, 
laid down in the first case on record in which the ques- 
tion of double patenting arose, has been uniformly 
followed, some courts basing their decision upon the 
first ground and the remainder, the majority, upon the 
second ground. 

The next case on record (Morris vs. Huntington; 1 
Paine, 348; Fed. Cases, 9831), decided in 1824, involved 
the validity of a patent granted in 1822 to Morris for a 
stopcock in view of a prior patent granted in 1816 to the 
same inventor. Both patents were for the same inven- 
tion but the first patent failed to expressly point out 
the particular invention and was therefore held invalid 
by the court as too broad. The second patent was ac- 
cordingly taken out to remedy this deficiency and thus 
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properly cover the invention. In holding the second 
patent invalid the court suggested that the inventor 
should have surrendered his first patent and have taken 
out the second for the remainder of the monopoly to which 
he was entitled by his patent of 1816. It is interesting 
to note that eight years later, in 1832, the Supreme Court 
of the United States in Grant vs. Raymond (6 Peters, 
218) held this practice proper. The general practice of 
granting reissue patents was instituted by this decision. 

The case of Sickels vs. The Falls Co. (4 Blatch., 508; 
Fed. Cases, 12,834) decided in 1861, involved the form 
of double patenting which most commonly arises today; 
that is, the relation between a patent having generic 
claims and a patent to the same inventor having specific 
claims upon a form of the same subject-matter. The 
application for the generic patent was filed after the 
specific patent was granted and the claims in the later 
patent were met by the structure show T n and claimed in 
the earlier. The later patent was held invalid upon the 
ground of double patenting and the law on which the 
holding was based appeared to have been so well recog- 
nized that no application thereof was necessary. 

In 1865 the Supreme Court placed its approval upon 
the rule against double patenting (Suffold Co. vs. Hay- 
den, 3 Wall., 315). The case involved several patents 
granted to Isaac Hayden, of which only 18,742 and 
29,971 are of interest to us. The application for the 
later patent was pending in the Patent Office when that 
for the earlier patent was filed. The court held that the 
patents were for separate inventions since, although 
both applied to an improved trunk to be used in cleaning 
cotton and other fibrous substances, the earlier claimed 
merely the interior arrangement of the trunk while 
the later claimed a trunk having such interior construc- 
tion in combination with a machine for opening the 
cotton and blowing it through the partitions. In its 
decision the court stated that if both had been for the 
same invention the first patent would have been held 
valid and the second invalid since the date of issue, not of 
filing, determines the question of priority between 
patents issued to the same party on the same invention. 

The first recorded Patent Office decision on this point 




(Ex parte Atwood, 1869, C. D., 98) concerned an appli- 
cation filed by Lewis J. Atwood having a broad claim 
which dominated patent 73,488 to the same party for 
the same invention granted before the filing of the ap- 
plication. The Commissioner refused to allow the 
application and in his decision said : 

"All claims granted upon the thing described 
have a common origin — the original application. 
The monopoly founded upon them has a common 
duration — the lifetime of the original patent. 
. . . When an application is filed, every inven- 
tion contained in that application must be 
patented under it, or under such divisions of it as 
the wishes of the applicant and the rules of the 
Office may permit.' ' 

This holding would have greatly simplified the Office 
practice but was found to work injustice to the inventor 
and was later modified. 

The Supreme Court in James vs. Campbell (104 U. K., 
356; 21 O. G., 337), when deciding that reissue 4,143 
with generic claims of patent 38,175 with specific claims 
to Norton was invalid because prior patents granted to 
the same inventor showed the combination now claimed, 
said: 

"It is hardly necessary to remark that the pat- 
entee could not include in a subsequent patent 
any invention embraced or described in a prior 
one granted to himself, any more than he could 
an invention embraced or described in a prior 
patent granted to a third person." 

The Circuit Court of Vermont in 1884 (Vermont Farm 
Machine Co. vs. Marble, Comm'r, 19 F. R., 307; 27 
0. G., 621) construed the terms "embraced or described" 
in the above decision to mean that the inventor is not 
entitled to a patent for an invention previously patented 
and stated that mere description is not a bar. A decision 
two years later by the Supreme Court of the District of 
Columbia in Hill vs. Comm'r of Patents (4 Mackay, 
266; 33 0. G., 757) upon the identical state of facts, held 
that by "embraced or described" was included that con- 
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dition of affairs by reason of which applicant must apply 
for a reissue and not an independent patent in order to 
cover certain matter not previously claimed. This un- 
certainty as to when matter is "embraced or described" 
led Commissioner Mitchell in Ex parte Mullen and 
Mullen (50 0. G., 837; 1890 C. D., 9) to lay down the 
following rules for treatment of related applications to 
be followed in the Patent Office: 

1. Where the applications are based upon the 
same structure so that there can be no patentable 
line between the claims but merely a difference 
in scope only one patent may be granted. 
b 2. Where the matter embraced or described 
but not claimed in the first application could have 
been claimed therein, the application claiming 
such matter must be copending with the first, 
or else no patent can be granted therefor because 
the grant of a patent on the first application 
amounts to a dedication to the public of such 
matter. 

3. Where the matter embraced or described 
but not claimed in the first application could not 
have been claimed therein, an application there- 
for filed within two years after the grant of the 
patent on the first application may be allowed un- 
less a bar has been created by public use or sale. 

Before taking up a more detailed examination of the 
question of double patenting the following decisions of 
the Supreme Court which haveTiad great influence upon 
the present view of the question, should be considered: 

Miller vs. Eagle Mfg. Co., 151 U. S., 186; 66 

0. G., 845; and 
United States of America vs. American Bell 

Telephone Co., 167 U. S., 224; 79 0. G., 1362. 

The first decision concerns patents 222,767 and 242,- 
497 granted to E. C. Wright for an improvement in 
Cultivators. A spring in the cultivator was so arranged 
as to urge the beam downward when in action and up- 
ward when raised above operative position. As originally 



filed the application contained claims to both functions, 
but because of an interference upon the lifting function a 
divisional application for the depressing function was 
filed and became a patent, followed after the termina- 
tion of the interference by the patent upon the lifting 
function. The Circuit Court of the Southern District of 
Iowa had previously reviewed these patents (Eagle Co. 
vs. Bradley, 35 F. R., 295) and held both valid. The 
Supreme Court, however, held that while the patents 
differed in purpose they were directed to the same ele- 
ment and that only one patent can be granted upon a 
single element. 

In the second decision the Supreme Court placed the 
seal of its approval upon the rule laid down in the lower 
courts that the delay of the first filed application, 
having generic claim, in the Office through no fault of 
the inventor, during which time an improvement patent 
upon a second filed application is granted, does not render 
the broad claims of the second patent invalid. 

Certain general rules applying to different phases of 
double patenting while well known, are herein recited in 
order to cover the subject completely. 

1. When two patents have been granted to the 
same inventor for the same invention, the second 
is void. (Miller vs. Eagle Mfg. Co., supra.) 

2. The date of issue, not of application, deter- 
mines priority between patents. (Suffolk vs. 
Hayden, supra.) 

3. In cases where both patents are issued on 
the same day, the courts generally have permitted 
the inventor to choose the patent to be held 
void. (See Brush Electric Co. vs. Julian Electric 
Co., 41 F. R., 679; Electrical Accumulator Co. vs. 
Brush Co., 52 F. R., 130, and H. S. Johns Mfg. 
Co. vs. Robertson, 89 F. R., 504; but see Crown 
vs. Standard Co., 136 F. R., 841.) : 

4. In cases of true double patenting the ques- 
tion whether or not the patents are for the same 
invention must be determined by consideration 
of the claims, not of the description. (Merrill vs. 
Yeomans, 94 U. S., 94; 11 0. G., 970; Mahn vs. 
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Harwood, 112 U. S., 354; 30 O. G., 657; Adams 
vs. Stamping Co., 28 F. R., 360.) 

5. "The first patent does not invalidate the 
second patent for a distinct, different and separ- 
able invention whether generic or specific ; whether 
an original machine or process, or both, or an 
improvement thereon, which is not actually 
claimed or dedicated by the earlier patent.' 9 
(Matthews vs. Flower, 25 F. R., 830). 

6. The later patent although valid over the 
earlier is limited thereby. (McCaslin vs. Link 
Belt Co., 139 F. R., 393.) 

7. The fact that two applications by the same 
inventor have been assigned to different parties 
does not affect the bearing of the rule against 
double patenting, and the grant of the first 
patent to one assignee is a bar to the grant of a 
second patent to a different assignee. (Ex parte 
Pearsall, 135 0. G., 221; 19 Gour., 40-24.) 

After this preliminary consideration of the growth of 
double patenting and of the general rules laid down, 
during such growth, a more careful analysis of the deci- 
sions on this question is in order. These decisions may 
be roughly grouped as follows: 

1. Where the question of patentable distinction 
is involved. 

2. Where the question of generic and specific 
patents is involved. 

3. Where the question of Office practice is in- 
volved. 

It has unfortunately proved to be impossible to make 
any large collections of decisions upon the same point. 
In fact, the decisions appear in many cases to be at 
variance and thus the subject can not be so bounded 
that only the cases within the bounds will be held to 
involve double patenting. The conflict in the courts 
is well illustrated by the treatment accorded to patent 
495,443 and the reissue 11,872 thereof. These patents 
granted to C. J. Van Depoele were directed to an im- 
provement in an overhead switch and a contact device 



for use therewith. While the application for the original 
patent was pending, a divisional application was filed 
and became patent 424,695, the earlier filed application 
being delayed by reason of an interference. The claims 
in the later patent covered the structure claimed in 
the earlier patent except that a certain pressure element 
was not included. 

The decisions of the courts turned upon the considera- 
tion paid to the pressure element. This element was 
found to be essential and thus necessarily included in 
order that the first patent claim a complete structure and 
hence the second patent was held void under the rule 
against double patenting in : 

Thomson Co. vs. Sterling Meaker Co., 171 F. R., 

Ill (C. C. of N. J.). 
Thomson Co. vs. Hoosick Co., 82 F. R., 461 ; 80 

O. G., 967 (C. C. A., 2d Cir.). 
Thomson Co. vs. Union Co., 86 F. R., 636; 83 

O. G., 597 (C. C. A., 2d Cir.). 
Thomson Co. vs. Jeffrey Co., 101 F. R., 121 

(C. C. A., 6th Cir.). 

The original patent was sustained in Thomson Co. vs. 
Winchester Co., 71 F. R., 192; 730 O. G., 2155 (C. C. of 
Conn.), on the ground that it was delayed in the Office 
by interference through no fault of the inventor. 

Since the weight of decisions was against patent 495,- 
443, the inventor applied for and obtained the reissue 
patent in which the pressure element was expressly dis- 
claimed. The Circuit Court of New York (N. D.) in 
Thomson Co. vs. Black Co., 124 F. R., 495, held the 
reissue void since the claims could not be construed to 
cover the same invention as the claims of the earlier 
patent. Upon appeal the reissue was held valid as for a 
subcombination. Thomson Co. vs. Black Co., 135 F. R., 
759 (C. C. A., 2d Cir.), but the same court later reversed 
itself and held the reissue invalid on the ground of laches 
and of undue breadth. 

Thomson Co. vs. Western Co., 158 F. R., 813 
(C. C. A., 2d Cir.). 
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PATENTABLE DISTINCTION. 

This class includes the only cases in which true double 
patenting occurs — that is to say, in which the question 
is, whether or not both patents claim the same inven- 
tion. The examination must be directed to the claims 
as pointed out above. The decisions falling hereunder 
have been analyzed and certain rules evolved from the 
analysis are laid down supported by one or more deci- 
sions. 

a. Only a single patent may be granted for the 
same inventive idea. 

*(N.) Odiorne vs. Amesbury, cited. 
(N.) Morris vs. Huntington, cited. 
(N.) Smith vs. Ely, cited. 
(C.) Miller vs. Eagle Mfg. Co., cited. 

The fact that the claims of the two patents for the 
same inventive idea differ in language does not prevent 
the operation of the rule above stated. 

(C.) Underfeed Co. vs. American Co., 165 F. R., 
65 (566,871, 595,837). 

^ b. A valid patent can not be issued to an in- 
** /rvv ' vent or for anything described in a former patent 

to himself if the application therefor was filed 
y after the former patent had been issued. 

V Matthews vs. Flower, cited. ? 5" f ^^ 

Barnes Co. vs. Walworth Co., 60 F. R., 605 
(212,346, 233,393). 

This is not the rule if the aplication was filed before 
the former patent had been issued. 

Wheeler vs. McCormick, Fed. Cases, 17,499. 
Fenton Co. vs. Office Co., 68 0. G., 1390 (437,833, 

450,124). 
Anderson vs. Collins, 122 F.-R., 451. 
Badische-Fabrik vs. A. Klipstein & Co., 125 

F. R., 451. 
Hillard vs. Fisher Co., 159 F. R., 439 (554,874, 

580,281). 
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(C.) Copending. (N.) Not copending. 
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c. Where no proper line is maintained between 
the claims in the two patents, only one is valid. 

(N.) Thomson Elec. Co. vs. Western Co., 

70 F. R., 69; 73 0. G., 1123 (223,659, 

238,315). 
(C.) Otis Co. vs. Portland Co., 127 F. R., 

557 (359,551, 453,955). 
(N.) American Co. vs. Economy Co., 162 

F. R., 684 (433,686, 656,553). 

d. A mere colorable variation of the combination 
claimed in the earlier patent is not sufficient 
ground upon which to base the grant of a second 
patent. 

(N.) McCreary vs. Canal Co., 141 U. S., 
467; 57 0. G., 1131— Dicta (125,684, 
129,844)*. 

e. A change of direction through which a device 
operates does not in itself involve invention. 

(N.) Fassett vs. Mfg. Co., 62 F. R., 404; 
64 0. G., 439 (347,338, 377,376). 

f. A slight immaterial modification of the 
structure shown in the earlier patent does not 
amount to invention. 

(N.) Root vs. Ry. Co., 42 F. R., 412 (193,- 

757, 224,284). 

If, however, the modification makes the device more 
nearly perfect a valid patent may be granted thereon. 

(N.) Gilmore et al. vs. Vaughn, 216 F. R., 356 
(943,759, 1,029,645). 

g. The substitution for an element in the first 
patent of an element suggested as equivalent 
thereto in such patent or of an element known to 
be an equivalent thereto does not amount to 
invention. 

(N.) Swift vs. Jenks, 29 F. R., 642 (255,353, 
283,931). 
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(N.) Ex parte Marstellar, 18 Gour., 52-14 

(785,562). 
(C.) Pieper et al. vs. Mfg. Co., 156 F. R., 

672— Dicta (704,099, 721,229). 

h. Adjustability of an element does not in itself 
involve invention. 

(N.) Doig vs. Machine Co., 122 F. R., 460 
(276,639, 342,268). 

i. Where the difference between the claims of 
the two patents is due solely to the recitation of 
function the second patent is invalid. 

(C.) Miller vs. Eagle Mfg. Co. cited. 

McComb vs. Brodie, Fed. Cases, 8708. 
(N.) Nat'l Co. vs. Interchangeable Co., 106 

F. R., 693 (361,009, 480,194). 
(C.) Western Co. vs. Williams-Abbott Co., 

108 F. R., 952 (309,617, 394,172). 

If, however, the change in function is due to a slight 
change in construction both patents are valid. 

(C.) Western Co. vs. Empire Co., 131 F. R., 494 
(392,386, 392,387). 

j. A patent for an article produced by one 
process renders a second patent for the same 
article produced by a different process invalid. 

(N.) Reynolds vs. Paint Co., 68 F. R., 483 
(348,995, 378,520). 

k. Patents for the article, the process by which 
it is made and the machine by which the process 
is carried out are involved in three classes of 
decisions. 

1. Articles and Process: 

When the claims of the later process patent 
cover nothing more than the necessary or obvious 
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steps of effecting the article covered by an earlier 
article patent, the later process patent is void on 
the ground that the two patents are for the same 
invention, and the invention resides in the article 
rather than in the process. 

(C.) Mosler Co. vs. Mosler & Co., 127 
U. S., 353 (281,640, 283,136). 

(C.) Oval Co. vs. Mfg. Co., 60 F. R., 285 
(273,773,278,828). 

Ex parte Simonds, 44 0. G., 445. 

A process patent, granted over two years prior to the 
date of application for a product patent, is a bar thereto. 

(N.) In re Griffith, 187 0. G., 517 (580,344). 

A comparison of these decisions would appear to show 
that the process patent becomes a bar if the two-year 
term has passed between the issuance of the patent and 
the filing of the product application and is thus viewed 
only as a printed publication. 

2. Machine and Article : 

A patent for the machine by which the article 
is made may or may not render the later article 
patent invalid according to the line of decisions 
the court elects to follow. The article patent is 
held invalid in — 

(C.) McKay vs. Jackmann, 12 F. R., 615 

(20,775, 29,562). 
(N.) Needle Co. vs. Needle Co., 32 F. R., 

221 (43,772, 110,594). 

While both patents are held valid in — 

(C.) McKay vs. Dibert, 5 F. R., 587, 19 O. G., 

1351 (20,775 supra, 29,562). 
(N.) Hatch vs. Moffitt, 15 F. R., 252 (117,627, 

129,338). 
(C.) Adrian Co. vs. Fence Co., 190 F. R., 195 

(755,187, 774,210). 
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The last decision lays down the rule that where the 
article is not necessarily made by the machine both 
patents are valid. It would appear that this rule is a 
logical one and follows the one suggested above in con- 
nection with article and process patents. 

3. Machine and Process: 

In cases involving a machine patent and a later 
patent for the process, the weight of opinion 
appears to be that both patents are valid. As in 
similar cases the process application must be 
filed within two years from that date of issue of 
the machine patent. 

The following hold both patents valid : 

(C.) McKay vs. Dibert, (20,775 supra, 29,561, 

cited) . 
(N.) Eastern Co. vs. Standard Co., 30 F. R., 63; 

41 O. G., 231 (231,642, 258,272). 
(N.) Eastern Co. vs. Nixon et al., 35 F. R., 752; 

45 0. G., 1571 (231,642, 258,272, supra). 
(C.) Simonds Co. vs. Mfg. Co., 90 F. R., 201 

(319,754, 419,292). 

1. A single novel element can be made the 
basis for one patent only and a second patent 
thereon is invalid. 

(N.) Davis Co. vs. Elevator Co., 135 F. R., 
119 (555,640, 694,534, 694,535). 

(N.) Washburn vs. Pin Co. (500,640, 517,- 

084). 

m. A patent having been granted for a certain 
novel element, a later patent for a combination, 
the novelty of which lies in the substitution of 
said element for another element in an old com- 
bination is invalid. 

(N.) Holmes Co. vs. Metropolitan Co., 35 
F. R., 254 (110,362, 120,874). 

(C.) Underwood vs. Gerber, 149 U. S., 224; 
63 O. G., 1063 (348,072, 348,073). 
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(C. & N.) Palmer Co. vs. Lozier, 90 F. R., 
732 (489,714, 493,220; 495,975, 539,224). 

(C.) American Co. vs. Mfg. Co., 109 F. R., 
976 (233,969, 463,569). 

(C.) Western Co. vs. Telephone Co., 148 
U. S., 857 (574,006, 669,708). 

n. A patent for a combination of a certain novel 
element with old elements is void in view of an 
earlier patent for the same novel element in 
combination with other old and well-known 
elements. 

(C.) Industrial Co. vs. Wilcox Co., 112 F. R., 

535 (263,467, 341,790). 
(C.) Dey Co. vs. Syracuse Co., 152 F. R., 

440 (522,784, 524,102). 

o. Certain decisions which hold that two patents 
having for their point of novelty the same ele- 
ment, are both valid, appear to be at variance 
with the last three rules laid down and are taken 
up a little more in detail. 

(N.) Oahn vs. Wong-On, 19 F. R,, 424; 27 O. G., 299, 

in which the later patent claimed a combination 
of fewer elements than the earlier patent. 

(C.) Palmer vs. Brown, 92 F. R., 925, 

in which patent 308,981 claimed the special 
use in a quilting machine of a specific mechanical 
movement claimed in patent 304,550. 

(N.) Ryan vs. Newark Co., 96 F. R., 100, 

in which patent 251,630 claimed fewer elements 
than patent 237,586 and also claimed a new func- 
tion for one of the common elements. 

(C.) Spear vs. Keystone Co., 131 F. R., 879, 

in which patent 399,944 claimed a single element 
while 413,464 claimed the combination of that 
element with others to form a complete device. 
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(C.) Dodge Co. vs. New York Co., 159 F. R., 976 
(Dicta), 

in which patent 688,111 claimed in addition to the 
novel element of patent 666,960 certain old ele- 
ments in combination — this is squarely contra 
to Rule m and is based upon the ground that the 
claims were not co-extensive. 

p. An inventive idea may be patented as a 
design or an as article, but not as both. 

(N.) Cary Co. vs. Beal., 90 F R., 725, 

where article patent 450,753 was granted prior to 
design patent 28,142. 

(N.) Williams Co. vs. Neverslip Co., 136 F. R., 210, 

where design patent 29,793 was granted prior to 
article patent 666,583. This last decision may be 
held to overrule. 

(N.) Collender vs. Griffith, 2 F. R., 206, 

based upon a similar state of facts wherein article 
patent 145,787 was held valid over design patent 
4973 on the ground that the former patent was 
directed to structure and the latter to appear- 
ance. 

GENERIC AND SPECIFIC PATENTS. 

This class goes beyond the true idea of double patent- 
ing, as set forth in the first class, and is included under 
that subject upon the theory that the later patent if 
held valid would tend to extend beyond the statutory 
period, the monopoly to which the inventor is entitled. 
This theory appears unquestionably to be based upon 
strict justice and if followed in all cases would remove a 
great deal of doubt as to the validity of patents and 
obviate much litigation. The patents falling under this 
class may easily be divided into three groups according 
to the order in which the patents were issued, the order 
of filing being disregarded, as immaterial, except when 
the question of laches or fraud arises. 
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1. Where both patents are issued simultane- 
ously. Here there would appear to be no ques- 
tion but that the only decision found correctly 
holds both patents valid. 

Manhattan Co. vs. Helios-Upton Co., 135 
F. R., 785. 

2. Where the generic patent is issued before 
the specific patent. Here too the decisions found 
state what appears to be the only possible con- 
clusion, that both patents are valid. 

Victor Co. vs. American Co., 145 F. R., 350 

(534,543, 564,586). 
Welsbach Co. vs. Cohn, 181 F. R., 122 

(638,004, 659,617). 
Horton Co. vs. White Co., 213 F. R., 471 

(863,120, 886,(122). 

3. Where the generic patent is issued after the 
specific patent. Here there is a great conflict of 
decisions. The courts have followed no fixed 
precedent but have considered each case inde- 
pendently. The result is therefore a lack of 
uniformity between the decisions of the same 
court upon different patents and of different 
courts upon the same patent. 

The decisions in this class may be grouped into two 
subclasses: Those in which the generic claims of the 
later patent were held invalid and those in which the 
same were held valid; and each subclass separately 
considered. 

The first subclass contains the three following deci- 
sions : 

Sickels vs. Falls Co., 4,199, cited: 

In this case the application for the generic 
patent was not filed until the specific patent had 
been granted. 
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Morse Co. vs. Link Co., 164 F. R., 331 (736,999, 
757,762) : 

This decision was based upon a judgment of non- 
infringement and the suggestion of the court that 
the generic patent should be held invalid is mere 
dictum. 

Union Co. vs. Smith Co., 181 F. R., 966 (470,990, 

481,477): 

The patent 470,990 was issued March 15, 
1892. One week before the issue of the first 
patent the application for the second patent was 
filed and three months thereafter, Claims 37 
and 38 were inserted in the second application 
which the court held were for the same subject- 
matter as was included in Claims 1 and 2 of 
the earlier patent, and could have been made 
in the earlier case. Claims 37 and 38 of the later 
patent 481,477 were held void. It was sug- 
gested that the applicant might secure Claims 
37 and 38 by way of a reissue of the earlier 
patent, 470,990. 

The second subclass in which the generic claims of 
the later patent are held valid includes a» large group of 
decisions in which the application for the generic patent 
was delayed in the Patent Office by interference, while a 
later filed application for an improvement thereon be- 
comes a patent. This practice laid down in 1870 has 
been consistently followed by the courts and as previ- 
ously stated, has been approved by the Supreme Court . 
The following decisions have sustained the claims of 
the later patent on this ground : 

Singer vs. Braunsdorf, 12,897 Fed. Cases (16,030). 
Electrical Co. vs. Brush Co., 52 F. R., 130; 61 

O. G., 886 (260,653, 337,298). 
Thomson Co. vs. Elmira Co., 71 F. R,, 396; 74 

O. G., 144 (397,451, 424,695). 
National Co. vs. Wheeler Co., 79 F. R., 432; 74 

O. G., 1588 (402,610, 447,791). 



17 

Thomson Co. vs. Ohio Co., 80 F. R., 712; 80 

0. G., 654 (397,451, 424,695). 
Allington Co. vs. Glor, 83 F. R., 1014; 82 0. G., 

189 (370,021, 403,362). 
Tesla Co. vs. Scott, 97 F. R., 588 (445,207, 

555,190). 
Westinghouse Co. vs. Dayton Co., 118 F. R., 

562 (416,193, 511,559, 511,560). 
Electric Co. vs. Buffalo Co., 120 F. R., 672 

(337,299). 
Westinghouse Co. vs. Electric Co., 142 F. R., 

545 (416,193, 511,559, 511,560). 
Thomson Co. vs. Illinois Co., 143 F. R., 534 

(397,451, 424,695). 
Century Co. vs. Westinghouse Co., 191 F. R., 

350 (416,193, 511,559, 511,560). 

In addition to the above group certain other decisions 
are included in this subclass for which no common bond 
can be found. While in each decision the generic patent 
is sustained the reasons, given or assumed therefor, vary. 
The decisions are as follows : . 

McMillin vs. Rees, 1 F. R., 722; 17 O. G., 1222 (52,730, 
63,917): 

The court in this case construed the broad claim 
in the second patent so as not to cover or include 
the structure shown in the first patent. 

Graham vs. Manufacturing Co., 11 F. R., 138; Graham 
vs. McCormick, 11 F. R., 859: 

These decisions involve the same patents, i. e., 
67,041 and 74,342. The generic patent held 
valid was granted on the second filed applica- 
tion. Originally the broad claims were in the 
first-filed application but were later transferred to 
the second application and the former became 
the limited patent. 

Victor Co. vs. American Co., 140 F. R., 860 (534,583, 
564,586) : 

The generic application was the second filed 
but issued before the specific patent. The court 
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held that a patent is not invalidated by the fact 
that the invention claimed was described but 
not claimed, in an earlier application by the 
patentee on which a patent was issued after the 
one in suit. 

Washburn Co. vs. Beat 'Em All Co., 143 U. S., 275; 
58 O. G., 1555 (150,683, 157,124): 

There was no undue delay — about six months — 
and the broad claims had been in the first-filed 
application which became the second patent. 
The patents are directed to diffeient inventions, 
the first to a wire stretcher for fences in which 
the fence invented by applicant is incidentally 
shown and the second to the fence itself. 

Cleveland Co. vs. Detroit Co., 131 F. R., 853 (475,401) : 

The generic patent was delayed in the Office by 
reason of an appeal from the examiner's refusal 
to allow the claims. Although the applicant was 
responsible for the delay since he had instituted 
the appeal, the court held the patent valid ap- 
parently by analogy with the cases which come 
under the interference group referred to above. 

OFFICE PRACTICE. 

The various classes of double patenting having been 
reviewed in the light of the decisions wherein two 
patents are involved, the manner in which applications 
that may involve this question should be handled in 
the Patent Office is now to be considered. 

1. There is no limit to the number of applica- 
tions an inventor may file and keep pending in 
the Office showing and describing the same 
invention. If the claims overlap the Examiner 
should call the applicant's attention to the fact 
but take no further action until one application is 
in the issue or patented. When such a condition 
arises that application or patent may be used as 
a ground for rejecting overlapping claims or 
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claims for matter not patentably allowable over 
that claimed in the allowed application or patent. 
The copending applications must be either re- 
stricted or abandoned. 

Ex parte Langlois, 14 O. G., 84. 
Ex parte Gaboury, 37 O. G., 217. 
Ex parte Feister, 53 O. G., 1089. 
Ex parte Cahill, 63 O. G., 1815. 

2. The second class of cases laid down by Com- 
missioner Mitchell in Ex parte Mullen and 
Mullen, i. e., where there is a proper line be- 
tween the claims of the application, the matter of 
which may be covered by the same or different 
patents, emphasizes the practice laid down in : 

Ex parte Long, 25 O. G., 1189. 
Ex parte Rohn, 25 O. G., 1190. 
Marvin vs. Lillie, 27 0. G., 299. 
Hill vs. Comm'r of Patents, 4 Mackey, 266; 
33 O. G., 757. 

The requirement that matter not claimed in 
the original application must be claimed in an 
application copending therewith or in a reissue is 
based upon the theory that the grant of a patent 
constitutes a dedication to the public of the 
matter embraced or described and not claimed 
therein, which dedication can only be rebutted 
in the ways referred to above. 
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The decisions in Ex parte Derby, 26 0. G., 1208, and 
Vermont Co. vs. Marble, Comm'r, cited, 

which hold such matter claimable in a new appli- 
cation if filed within two years after the grant of 
the patent, as well as the decisions in: 

} Ex parte Cottrell, 9 O. G., 495, 

Ex parte Arkell, 9 0. G., 1111, and 
Ex parte Roberts, 40 O. G., 573, 

{ which hold that such matter can not be claimed 

} in a copending application but only in a reissue 
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of the patent are discordant notes finally silenced 
by Mullen and Mullen. 

Subsequent to Mullen and Mullen, the practice 
has followed the rules laid down in — 

Ex parte Wellman, 86 O. G., 1986, 
Ex parte Osborn, 92 0. G., 1797, and 
Ex parte Davidson, 93 O. G., 191, 

which hold that a rejection upon this ground is 
appealable to the Board of Examiners-in-Chief. 

3. Where there is no patentable line between 
two sets of claims only one patent should be 
allowed. 

Durham vs. Seymour, 6 App. D. C, 78. 

Closet supported by floor rather than by wall: 

Ex parte Creveling, 25 App. D. C, 530. 

Claims in process case differ from those in 
machine case merely by use of "method" instead 
of "means." 

Ex parte Holt, 29 0. G., 171. 

Ex parte Barclay, 21 Gour., 56-23, 1909. 

No line between copending applications. 

Ex parte Ranson, 39 O. G., 119. 
Ex parte Edison, 54 O. G., 263. 

Later-filed case without proper line of division. 
Ex parte Parker, 19 Gour., 3-10, 1907. 

Mere substitution of one well-known form of 
gearing for another. 

Ex parte Richards, 19 (Jour., 40-23, 1907. 

Element per se not patentable over combina- 
tion depending thereon for novelty. 

Ex parte Schoen, 20 Gour., 24-19, 1908. 
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Gear wheel not patentable over car wheel 
made by same process. 

4. Claims in a patent can not be inserted in an 
application by the same inventor. 

Ex parte Barrett, 56 0. G., 930. 

5. Where broad claims have been included in a 
patent, overlapping broad claims can not be 
inserted in an application by the same inventbr 
although the applications were copending. The 
fact that the claims were inserted upon the sug- 
gestion of the Examiner has no bearing upon this 
holding. 

Jones vs. Larter, 92 0. G., 383. 

6. The above decision leads to a discussion of 
the practice to be followed when the question 
arises as to the treatment of a generic application, 
the claims of which dominate a specific patent 
granted to the same inventor upon a copending 
application. As indicated above in connection 
with generic and specific patents there are de- 
cisions both pro and con. 

The following hold that the specific patent is a 
bar to the allowance of the generic application : 

Ex parte Atwood, 1869, C. D., 98. 
Ex parte Lowe, 1870, C. D., 39. 
Gold vs. Gold, 187 F. R., 273. 

In the fiist and third cases the applications 
were not copending; in the second case the claims 
in the application were so broad as to amount 
to claims for the principle of the machine already 
covered by the patent. 

The specific patent is held no bar to the grant 
of the generic patent in, 

Ex parte Emerson, 17 0. G., 1451; and 
Ex parte Edison, 49 O. G., 1691. 
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In the first case the inventor was permitted to 
insert broad claims in an application after the 
specific application had become a patent on the 
ground that an inventor can not be required to 
claim in a single patent or a reissue thereof, 
each invention shown and described. This deci- 
sion would appear to be bad law under the prac- 
tice laid down in Mullen and Mullen. In the 
second case the generic application was delayed 
in the Office through interference, although 
filed prior to the application on which the specific 
patent was granted, and hence comes under 
the exception allowed in such cases as approved 
by the Supreme Court. The Commissioner in de- 
ciding this case took occasion to state that the 
delay was not the fault of the inventor but was 
due either to an inherent defect in the patent 
system or to a defect in the administration of 
the system. 

An unpublished decision by Commissioner 
Spear, found in the file of patent 209,006 to 
W. G. A., Bonville covers a situation which 
seldom arises in connection with this question. 
The application for that patent which contained 
generic claims was filed in 1871 and later as- 
signed. A later application by the same inventor 
for an improvement thereon was filed in 1873 
and matured into patent 199,779 which was unas- 
signed. After the grant of this patent the earlier 
application delayed by interference was rejected 
thereon since the patent showed the structure 
claimed in the application. The Commissioner 
reversed the Examiner and allowed the claims on 
the ground that such practice would result in 
unjustly depriving the assignee of his rights. 

None of the above decisions squarely decides whether 
or not in the ordinary case the grant of a specific patent 
on one species constitutes a bar to the grant of a patent 
upon a copending application showing structure not 
covered by the claims of the specific patent but contain- 
ing generic claims readable upon the form shown in the 
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patent. The Board of Examiners-in-Chief held that W. S. 
Elliott was entitled to broad claims in an application 
filed June 27, 1910, although an application filed Febru- 
ary 10, 1910, had become a patent October 25, 1910, 
with specific claims. This holding was based upon the 
decisions in, 

Ex parte Edison, 49 O. G., 1691; and 
Thomson Co. vs. Ohio Co., cited. 

In each of these cases the generic patent was first ap- 
plied for and was delayed by interference in the Office 
while a later application for an improvement thereon 
became a patent. It would seem, therefore, that the 
conditions w r ere not analogous. It may be of interest to 
note here that the courts have never definitely decided 
just wiiat rights the public has to an expired specific 
patent which is dominated by an unexpired generic 
patent to the same party. No cases have been found in 
which the validity of the patent was decided on this 
point, although several courts have discussed the sub- 
ject academically and reached different conclusions. In 
Thomson Houston Co. vs. Ohio Brass Co., the court, by 
way of dicta, stated that apparently the public is not 
entitled to the subject-matter of the specific patent until 
the later generic patent had expired, while in Thomson 
Houston Co. vs. Illinois Co., 143 F. R., 534, a motion 
for preliminary injunction on the specific patent was re- 
fused on the ground that the alleged infringing structure 
was the same as that disclosed in the expired specific 
patent, which the court seemed to assume w r as free to the 
public, although embraced by the claims of the unex- 
pired generic patent, and also on the ground of implied 
license. The Circuit Court of Appeals (152 F. R., 632) 
affirmed this decision on the ground of implied license 
alone. 

A careful review of the foregoing authorities would 
indicate that, where there are two or more copending 
applications disclosing the same generic invention, the 
generic claims, wherever practicable, should be in the 
first appl'cation filed and should be the first patented 
unless delayed in the office by reason of interference. If 
the generic claims are placed in a later-filed application, 
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such later-filed application must be the first one patented 
(see Victor Co. vs. American Co., cited). This, as well 
as other departures from the rule set forth above, and 
apparently sustained by the courts in the cases cited, 
should not be sanctioned by the Office except upon a 
showing of good and sufficient reasons. For, as stated 
by Commissioner Fisher, in Ex parte Atwood (cited) : 
"It must be remembered that when the patent has been 
granted, and its validity has been called in question, a 
court may so far respect the action of the Commis- 
sioner, and the grant of the Government, as to adopt a 
rule, to save and sustain the patent, which it would be 
very unwise and unsafe to adopt as the uniform practice 
in granting patents." Should the above rule be con- 
sistently followed, it would eliminate at least one factor 
in the problem of Double Patenting without sacrificing 
any of the rights of the inventor. 

December 7, 1916. 







Identity of IfiventioiyitApp!^^^ 

Reissue 

By 

ROLAND C. REHM, 

Third Assistant Examiner, Division Thirty-three, 

U. S. Patent Office. 



GENERAL STATEMENT. 

Section 4916, Revised Statutes, so clearly implies what 
subject-matter an application for reissue may cover, 
that there is hardly room for judicial construction. 

The purpose of reissue is the amendment of an imper- 
fect, existing patent so that it may properly disclose and 
define the invention which it was the purpose of the 
original patent to secure. Inasmuch as a reissue is the 
correction of an imperfect patent for an actual invention 
and not the grant of a new patent, it can cover nothing 
which was not intended and attempted to be disclosed 
and claimed in the original. 

There must have been an actual invention comprising 
a conception and a reduction to practice or its equiva- 
lent in such a form that it was capable of being under- 
stood by those siklled in the art to which it belonged. 
The inventor must have perceived the character of his 
invention to such an extent that he was capable of con- 
ferring it on the public and he must have made a bona 
fide effort to describe and claim his invention in his 
application for a patent. Theise are prerequisites to the 
granting of any patent. If no invention in this form 
existed at the time of granting of the original patent, 
no reissue can be granted for something which the 
inventor subsequently perceives may be the subject- 
matter for a patent. A reissue may not be granted in 
those — 

"cases in which it is sought to make over an old 
patent, and by ingenious afterthought, either 
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with the assistance of new matter or by a new 
version of old matter, put into a patent what was 
not there before." 

Coldwell-Gildard Co. et al vs. Stafford Co., 
197 Fed., 568. 

What a reissue may include is stated by Robinson, 
Section 664, in the following words : 

"A reissue may embrace whatever was sug- 
gested or substantially indicated in the original 
specification or drawings as belonging to the 
invention actually made and embodied in the 
original patent." 

This rule provides a means for determining identity 
of invention or, in other words, whether the reissue is for 
the "same invention" as required by Section 4916, 
Revised Statutes. 

The first case in which it was necessary for the court 
to determine what a reissue might contain, was Knight 
vs. Baltimore and Ohio R. R. Co., 3 Fisher, 1, decided 
in 1840. The court said: 

"The plaintiff was not entitled to the patent 
of 1834, except for the purpose of giving a more 
perfect description of the invention intended to 
be claimed by him in the patent of 1829." 

The familiar case of Parker and Whipple Co. vs. 
Yale Clock Co., 123 U. S., 87, probably best states the 
rule that a reissue must be for the same invention as 
that intended to have been secured in the original. At 
any rate, it is the case most frequently cited on this 
point. 

Many other cases state the rule in practically the same 
way. Indeed, it is somewhat surprising in view of the 
reasonableness of the rule and the logical development of 
it from a consideration of the purpose of reissue and from 
the statute itself, that any decisions can be found which 
state a different rule. Some decisions state that an 
inventor may embrace in his reissue his entire actual 
invention. Others go even farther by stating that the 



reissue may include whatever was substantially dis- 
closed in the original or whatever might have been 
claimed in the original. 

A recent case iq the court of appeals in the seventh 
circuit arrives at the opposite extreme in determining 
identity of invention. This case is not followed by the 
Patent Office nor in all of the circuits. The case referred 
to is McDowell vs. Ideal Concrete Mach. Co., 187 
Fed., 814, decided in 1911. The court used the following 
language: 

"One condition is that, on the surrender of the 
original patent, a new patent 'for the same 
invention' shall be issued, . . . 

"For example if, in a patent for improvements 
in an old art, the drawings fully exhibit a com- 
plete and operative machine made up of twenty 
elements; the specification (apart from the claims) 
clearly explains the machine, its working prin- 
ciple and the best mode in which the patentee 
has contemplated applying that principle, and 
also particularly points out that the patentee's 
contribution to the art consists (a) of the combi- 
nation, in the machine, of elements 1, 2, 3 and 5, 
(b) of elements 2, 3, 4 and 6, (c) of elements 5, 
6, 7 and 9, and (d) of elements 6, 7, 8, and 10 
(all in accordance with Section 4888, Revised 
Statutes, and claims distinctly cover (a), (b) 
and (c) — then there would be a basis for an 
application for a reissue by showing, say, that 
claim (d) had been drafted but had been inad- 
vertently omitted by a copyist. Conversely, if 
claims (a), (b), (c) and (d) were in the original 
and by mistake some part of the description of 
the machine had been omitted, or there had been 
a failure in the statement of invention to include 
(d), there would be grounds for a reissue. In 
the first example the patent (partly operative) 
would be inoperative to protect a part of the 
invention, described but not claimed; in the 
second, claimed, but not explained and described. 
In both there would be a defective or insufficient 
patent which was inoperative to secure fully to 
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the inventor a monopoly of the subject-matter 
disclosed in the patent as his invention or inven- 
tions. 

"Continuing the illustration suppose that the 
original patent, after describing the machine as 
aforesaid, and particularly pointing out that the 
invention or inventions consisted in (a), (b), (c), 
and (d), had distinctly claimed (a), (b), (c), 
and (d). In what respect is the patent inopera- 
tive or invalid? True, the drawings and descrip- 
tion showed- a machine of twenty elements. But 
anyone on reading the patent would have the 
right to believe and to act on the belief, so far as 
the owner of the patent is concerned, that ele- 
ments 11 to 20 and every combination thereof, 
were open to free use, and that elements 1 to 10 
were open, and also every combination of them 
except (a), (b), (c), and (d). Now, if the truth 
was that the inventor in constructing the machine 
had made new and useful combinations among 
elements 11 to 20 and also broader inventions 
than those described and claimed among ele- 
ments 1 to 10, it would seem from his point of 
view they were all one and the same invention, or 
group of inventions. But if enlargement is to 
come, not from evidence contained in the original 
patent (or in the proceedings to obtain it) but from 
what the inventor subsequently says (truthfully 
or^ untruthfully) was in his mind prior to filing the 
original application, a region of danger, of tempta- 
tion to fraud and deception, would be opened 
wide which Congress has commanded should be 
kept closed. For the reissue must be limited 
to the same invention that the inoperative 
patent discloses as the invention." 

The rule laid down by this decision is too harsh and if 
followed would prevent the reissue of many patents fully 
disclosing the invention but improperly claiming it. 

The application to specific cases of the rule for deter- 
mining identity of the invention is not so simple, in view 
of the fact that in many cases more than a single inven- 



tion is disclosed. It does not follow from the rule stated 
that the claims in the reissue must be confined to the 
particular invention or combination claimed in the 
original. It is probably safe to say that in the reissue 
application the inventor may claim all the combinations 
and subcombinations necessary to secure to himself the 
benefits of the invention disclosed and intended to be 
covered in the original — provided that all such sub- 
sidiary inventions are dependent upon the principal 
invention, and do not violate any of the rules governing 
the joinder of inventions. And provided also that there 
is nothing in the original patent or in the proceedings to 
obtain it which would estop the inventor from asserting a 
claim to such subcombination or element. 

COMBINATIONS. 

It is doubtful whether the mere omission of one ele- 
ment of a combination from a claim in a reissue would 
invalidate the claim, especially if the cooperative law 
under which the elements were associated remained the 
same. 

A patent for a combination of elements can not be 
reissued to cover the same combination to which is 
assigned a different cooperative law. In Idealite Co. 
vs. Protection Light Co., 103 Fed., 973, the following 
claim appeared in the reissue : 

(1) In a hydrocarbon burner, the combination 
with the burner outlet orifice, a valve, a cylin- 
drical sizing and cleaning stem carried by the 
valve, and adapted to extend through said 
orifice and clean the same, said stem having a 
diameter equal to that of the orifice. 

In the original "the sizing and cleaning stem" was 
assigned merely the function of a valve stem guide. The 
claim was held invalid because for a different invention. 

Certainly all non-essential elements and unimportant 
limitations may be omitted from the claim in the reissue. 

Parham vs. The American Button-hole, etc., Co., 

4 Fisher, 468. 
Battin vs. Taggart, 17 How., 74. 
McWilliams Mfg. Co. vs. Blundell, 11 Fed., 419. 
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But where, as in Johnson vs. Railroad Co., 105 U. S., 
539, 1882, C. D., 336, the patentee omitted from the claim 
in his reissue elements which were described as essential 
in the original, the claim was held invalid because for 
a different invention. 

In Russell vs. Dodge, 93 U. S., 460, 1877 C. D., 163, 
the patent was for a process of treating bark-tanned 
lamb or sheep-skin by means of a compound in which 
heated fat liquor was an essential ingredient. The claim 
ip the reissue, however, was not limited to the use of 
heated fat liquor. The specification stated merely that 
it was desirable that the liquor should be heated. 
The reissue was held invalid on the ground that the 
patentee claimed a different invention. See also: 

Huber et al vs. Nelson, 63 0. G., 311 (Sup. Ct.). 
U. S. Whip Co. vs. Hassler, 134 Fed., 398. 
McMurray vs. Mallory, 111 U. S., 97. 
Fetherstone vs. Cycle Co., 57 Fed., 631. 
Gill vs. Wells, 22 Wall., 1. 
Jenkens vs. Stetson, 32 Fed., 398. 

COMBINATION AND SUBCOMBINATION. 

A combination may be reissued to include claims to 
subcombinations which are a part of the principal 
invention, in order to adequately protect an invention. 

In Odell vs. Stout, 22 Fed., 159, the original claim 
covered the combination in a roller mill for crushing or 
grinding grain of means for simultaneously adjusting the 
crushing or grinding rolls to or from each other, and con- 
trolling the spouts or channels which admit the grain to 
the feed rolls. It was reissued to cover two subcombina- 
tions, one combination consisting of a machine for 
controlling the gates of the spouts, and the other for 
controlling the rolls. The court held the claims valid 
because they were necessary to protect the patentee's 
invention. See also Gage vs. Herring, 107 U. S., 640, 
Jenkins vs. Stetson, 32 Fed., 398. 

It follows that a patent for a combination which fails 
to properly protect the invention because it claims only 
the entire combination, may be reissued with claims for 
certain elements of the combination. 

In Wheeler vs. Clipper Mower Co., 29 Fed. Cases, 



page 881, a patent which claimed a mowing machine as 
an entirety was reissued in five divisions with claims for 
various elements of the machine because it was dis- 
covered that the original claim for the combination did 
not protect the various elements of the machine. 

PROCESS AND PRODUCT. 

When the invention of a process necessarily involves 
the invention of the product, the process may be reissued 
to include the product. 

In Asbestos Shingel, Slate and Sheathing Co. vs. H. W. 
Johns-Man ville Co., 184 Fed., 620, the original patent 
was for a process of producing artificial stone plates. It 
was reissued to cover not only the same process but the 
product of the process, in the following claim: 

A product of the invention hereinbefore set 
forth, being a composition containing hydraulic 
cement which has been rendered colloidal, 

the court held that the foregoing claim was valid and 
"that the product" was "the same invention as the 
process itself." 

See also — 

Tucker vs. Dana, 7 Fed., 213. 
Washburn and Moen Mfg. Co. vs. Haish, 4 Fed., 
900. 

But where the invention of the process does not involve 
the invention of the product, a process reissued as a 
product is void. 

In The Giant Powder Co. vs. California Powder Works, 
98 U. S., 126, a process of exploding nitro-glycerine was 
reissued to cover a composition of nitro-glycerine and 
gun powder. The reissue was held invalid because the 
invention of the process did not involve the invention of 
the composition. 

PROCESS AND APPARATUS. 

The question whether a patent for a machine may be 
reissued as a patent for a process has been decided both 
ways. 

In James vs. Campbell, 104 U. S., 336, a patent for a 
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device or a stamp for cancelling postage stamps was reis- 
sued to include a claim for the process of making a 
postmark and cancelling a postage stamp by a single 
blow. The court, in considering the question of the 
identity of invention, said : 

"A patent for a process and a patent for an 
implement or a machine are very different 
things. • . . Where a new process produces a 
new substance the invention of the process is the 
same as the invention of the substance, and a 
patent for the one may be reissued so as to include 
both, as was done in the case of Goodyear's 
vulcanized rubber patent. But a process and a 
machine for applying the process are not neces- 
sarily one and the same invention. They are 
generally distinct and different. The process or 
act of making a postmark and cancelling a postage- 
stamp by a single blow or operation as a subject 
of invention is a totally different thing in the 
patent law from a stamp constructed for per- 
forming that process." 

Unless the invention of the machine is also the inven- 
tion of the process, a patent for a machine can not be 
reissued for the process performed by the machine. 
Cases in which the same inventive act creates both 
process and apparatus are necessarily rare, because 
ordinarily a process must be capable of contemplation 
apart from the particular apparatus for performing it, 
and, since the machine or apparatus and the process are 
usually distinct inventions, the apparatus can not be 
reissued for the process. 

In this class of cases the decisions confuse the question 
of identity of invention with the question of changing the 
scope and laches. They state that a machine can not 
be reissued for a process because the latter is much 
broader in scope than the former. If both were the 
same invention, their respective scopes would be im- 
material. 

Thus, in Conroy vs. Penn Electrical and Mfg. Co., 
173 Fed., 299, the original patent was for a method of 
shaping the edges of glass articles, which consisted in 
removing by blows at successive points closely adjacent 
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to the edge, the edge and a portion of the opposite side of 
the article. It was reissued to cover a machine for 
chipping the edges of glass articles, comprising a support 
for the glass and a movable carrier provided with pro- 
jecting means arranged to strike the glass an angular 
glancing blow at a point adjacent its edge. 

In a previous suit, 155 Fed., 423, the method claim 
was held invalid because it was old, the court stating 
that the patentee's contribution to the art was a machine 
for performing the method. The court was probably 
influenced by the fact that the reissue for the machine 
narrowed the scope of the invention. If the patent had 
been for the machine and had been reissued for the 
method the court probably would have held the patent 
invalid because it broadened the scope of the monopoly. 

However, In re Heroult, 127 0. G., 3217, a patent for 
an electric furnace was reissued to cover both the furnace 
and a process for obtaining soft metals. The peculiar 
circumstances surrounding this case may have justified 
this decision of the court. It is believed that the decision 
does not go so far as to establish any general rule. 

Although the language quoted from James vs. Camp- 
bell, supra, was probably mere dictum and not necessary 
for the decision of the case, it is believed that in that 
case the court correctly stated the rule relative to the 
reissue of apparatus for process, and vice versa. 

CONCLUSION. 

A division of the subject along the foregoing lines is 
for convenience only. The important thing to be deter- 
mined in an application for reissue is whether the inven- 
tion which the applicant is seeking to protect is the 
invention which he attempted and intended to protect 
in the original. If this question is answered in the 
affirmative, the manner in which such invention was 
claimed in the original and the manner in which it is 
claimed in the reissue would seem to be immaterial. 
The applicant should be permitted to claim his invention 
in the manner best adapted to secure to himself the 
benefits thereof. The only restrictions placed upon his 
freedom to claim the "same invention" as he sees fit 
are those of laches, intervening rights, and estoppel. 

December 21, 1916. 
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The purpose of this paper is to point out the principal 
guide-posts which bound and define the field within 
which the applicant may, under the law, seek and secure 
the grant of a design patent. In so far as is practicable, 
the discussion will be limited to those phases of the ques- 
tion wherein the controlling principles differ materially 
from those relating to mechanical patents. 

Briefly described, a design consists of the visual char- 
acteristics displayed by an object. Designs may be 
divided into two general types; one existent in the 
contour or outlines of an article, the other in a decora- 
tion applied to the surface thereof. The first type is 
illustrated in the shape of a teacup, the second in the 
pattern on a piece of wall paper as defined by the con- 
trasting colors. A single object may embody one or both 
forms of design, and if both, they may be aggregated or 
combined. 

The elemental factors by which the patentability or 
nonpatentability of a design is determined are dis- 
closed in section 4929 of the Revised Statutes, which 
reads as follows : 

"Sec. 4929. Any person who has invented any 
new, original, and ornamental design for an 
article of manufacture, not known or used by 
others in this country before his invention thereof, 
and not patented or described in any printed pub- 
lication in this or any foreigu country before his 
invention thereof, or more than two years prior 
to his application, and not in public use or on sale 
in this country for more than two years prior to 
his application, unless the same is proved to have 
been abandoned, . may , upon payment of the fees 

1-3819 



required by law and other due proceedings had, 
the same as in cases of invention or discoveries 
covered by section forty-eight hundred and 
eighty-six, obtain a patent therefor." 

Upon a comparison of the provisions of this section of 
the statute with those of section 4886, which specifies the 
principal prerequisites to the grant of a mechanical 
patent, perhaps the most striking difference to be noted 
is that of the subject-matter to which the invention may 
relate. Designs for articles of manufacture alone are 
entitled to protection. A design for a machine is there- 
fore not proper subject-matter under the statute for the 
grant of a patent. (Ex parte Adams, 1898 C. D., 115; 
Ex parte Steck, 1902 C. D., 9.) 

Patents are not granted for designs in the abstract, 
because of the limitation of the statute to designs for 
articles of manufacture. (Ex parte Gerard, 1888 C. D., 
37; Ex parte Adams, 1898 C. D., 109.) Moreover, a defi- 
nite article must be selected and illustrated by the ap- 
plicant. (Ex parte Whyte, 1871 C. D., 304.) 

By the recent decision of Ex parte Fulda (194 0. G., 
549) this practice has been somewhat modified in the 
case of surface ornamentation, it being considered suffi- 
cient compliance with the statute to require the applicant 
to specify that the design is for an article of manu- 
facture, without designating or illustrating a particular 
article. 

It is the settled practice of the Office at the present 
time to require the applicant to confine his disclosure to 
a single form of the design, and not to permit the illustra- 
tion or description of any modification or variation, it 
being left to the courts to determine the essential features 
or gist of the invention. (Ex parte Hill & Renner, 1898 
C. D., 38, and cases referred to therein.) 

The complete article embodying the design must be 
illustrated even though the novel feature or features 
may not embrace the whole article. (Ex parte Parker, 
1897 C. D., 73.) An exception is made in certain cases of 
surface ornamentation falling within the ruling of ex 
parte Fulda (supra) . 

The most significant word found in the statutes relat- 
ing to designs is the word "ornamental." It defines 



an attribute which must be existent in every design which 
is to successfully weather the storms of the Patent Office 
or of the courts. Besides, it is the chief guide-post 
separating the field of the design patent from that of the 
mechanical. 

When used in relation to designs, the term "ornamen- 
tal" designates that which finds favor in the eye of the 
observer by its appeal to the esthetic emotions. An 
article may be "ornamental" because of beauty in 
outline or in surface ornamentation, or because of the 
proper balancing or harmonious arrangement of its parts. 
Objects which are ludicrous, grotesque, or fantastic, if 
they embody artistic merit, fall within the term "orna- 
mental" as here used. 

The fact that an article is not crude or unsightly is not 
sufficient in itself to render it "ornamental" within the 
meaning of the statute. Neither (Joes it present proper 
subject-matter for the grant of a design patent merely 
because there is something new about its shape whereby 
it can be distinguished from other articles. (Wright vs. 
Lorenz, 1902 C. D., 370.) It should positively appear 
that the object possesses certain characteristics which 
render it distinctly attractive to the eye of the observer. 
In some cases the presence of such ornamental features is 
best determined by the effect produced. 

In the case of certain classes of articles, such as cut 
glass, jewlery, vases, and silverware, where the primary 
object sought is the production of an article which shall 
present a pleasing appearance, but little trouble is ex- 
perienced. A different situation, however, is presented 
by those objects which in their appearance are pre- 
eminently suggestive of mechanical utility. 

In the latter case it would seem to be a salutary precau- 
tion to scrutinize the design closely and to consider it the 
subject of a valid patent only when found to possess a 
feature or features distinctively ornamental. As sug- 
gestive of such practice, attention is directed to the case 
of ex parte Bettendorf (1907 CD., 79) wherein the Com- 
missioner refused to grant a patent for the side frame of a 
car truck, quoting with approval the following language 
from the decision of the Board of Examiners-in-Chief : 

"We are of opinion that its attractiveness to 
such men lies wholly in the apprehension of its 



utility, in its superior adaptation of its shapes to 
utilitarian ends. They see that the design is com- 
pact lengthwise by reason of the location of the 
journal-boxes against the end of the frame. They 
see that it is lowered by making the inverted- 
arch tires farther down from the bearings than the 
upper tires are distant from those bearings. So 
made thfe side bar is not only lower but is stronger. 
They see that a minimum of weight is attained by 
skeletonizing the side bar by two openings near its 
ends and they see that in doing that the old upper 
truss and lower truss and the old guides are made 
with edge flanges which, as is well known, add 
strength to them. They also see here and there 
cross-webs, which, they well know, also add to the 
strength of the parts on which they are made and 
with which their ends are connected. All this 
makes the design attractive to them as practical 
men in the art. 

"But we are of opinion that this utilitarian at- 
tractiveness is far from ornamentation. We find 
nothing beautiful or esthetic in the structure." 

To the same effect are the rulings in the cases of ex 
parte Nickel and Crane (1904 C. D., 135); and ex parte 
Harthshorn (1903 C. D., 170). 

A failure on the part of the Patent Office to follow the 
practice indicated is apt to lead to the grant of patents of 
the character considered in the case of Rose Mfg. Co. vs. 
E. A. Whitehouse Mfg. Co. (201 F. R., 926). The patents 
in controversy related to vehicle number plate supports, 
and in holding them invalid the court said in part: 

"The designs of the design patents in suit 
are for the most part alike. No. 41,389 differs, 
however, from No. 41,388 in having braces which 
unquestionably strengthen the arm, to which the 
number plate is attached. It is not only apparent 
that this is their function, but it is also established 
to be such by the evidence. Indeed, every 
feature of these patents is mechanical and func- 
tional, and not ornamental. Even ordinary rivet 
heads are made to appear as beautiful circles 
in this scheme of ornamentation. If, moreover, 



the braces or supports of patent No. 41,389 were 
intended for ornamentation, they apparently failed 
in their mission, but, if otherwise, then every piece 
of mechanism can, with the aid of photography 
and the machinery of the Patent Office, be readily 
crystallized into a design patent." 

Because of the diverse character of the subject-matter 
involved, but little information would be gained by an 
enumeration of the various articles which have been held 
to lack artistic merit sufficient to render them ornamental 
within the meaning of the statute. There is a class of 
cases, however, to which reference should be made. 
They relate to articles which are often referred to as in- 
tended for obscure use. In the case of Rowe vs. Blodgett 
(112 F. R., 61), wherein a design patent for a horse- 
shoe calk was held invalid because not ornamental, the 
court said : 

"Design patents refer to appearance, not utility. 
Their object is to encourage works of art and dec- 
oration which appeal to the eye, and the esthetic 
emotions, and the beautiful. A horseshoe calk is a 
mere bit of iron or steel, not intended for dis- 
play, but for an obscure use." 

Other articles which have been held not ornamental 
because intended for obscure use are, a washer for thill 
couplings (Bradley vs. Eccles, 126 F. R., 945); a ribbon 
spool for use in typewriters (Wagner Typewriter Co. 
et al. vs. F. S. Webster Co., 144 F. R., 405) ; an insulating 
plug for electric line supports (Williams vs. Syracuse & 
S. R. Co., 161F.R., 571). 

In order to sustain a patent grant, it is not sufficient 
that the design be ornamental. Its creation must 
result from the exercise of the inventive faculty. Not 
only is this necessary to bring it within the provisions 
of section 4929 of the Revised Statutes, but also to bring 
it within the constitutional provision whereby Congress 
may lawfully grant a limited monopoly to its creator as an 
inventor. In ex parte Knothe (1903 C. D., 42), the 
Commissioner said : 

"A new and ornamental design will be found in 
an article of manufacture when there can be 
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found in such article a new appearance created by 
inventive process and serving the purpose of 
embellishment. Such new appearance may be 
superficially applied or it may rest more or less 
deeply in the structure of the parts, but it must be 
a creation of inventive genius, accomplishing the 
purpose of ornament and not used for its func- 
tional value. It will be found, weighed and 
valued by the test of ornament. " 

In some of the decisions, statements are found to the 
effect that a lower order or degree of invention may sup- 
port a design than is necessary in case of a mechanical 
patent. I am unable to find a sound basis for this assump- 
tion. An exercise of the creative imagination is just as 
essential to invention in the field of art as in the field of 
mechanics, and if this mental ingredient be not present 
in the resultant product no protection, under the statute, 
is accorded to its creator. There is apparently no war- 
rant for assuming that those engaged in the production 
of beautiful and artistic effects are less gifted in mental 
acumen than those interested in the field of mechanics. 

Considerable difficulty is often experienced in deter- 
mining the presence or absence of invention in a mechani- 
cal device: To a greater extent is this true in the case of 
designs because of the character of the subject-matter 
involved, and also because but few principles have been 
worked out to aid in its determination. 

A design made up of well-known ornamental features 
does not involve invention unless they combine to pro- 
duce a new and distinct ornamental effect. Otherwise 
it is a mere aggregation and unpatentable as such. 
(Northrup vs. Adams, 1877 C. D., 322.) 

The choice of a particular color or colors or the sub- 
stitution of one color for another contributes in no way 
to the patentability of a design. (Ex parte Weinberg, 
1871 C. D., 244; Ex parte Traitel, 1883 C. D., 92.) 

As to size and material, the Court of Appeals of the 
District of Columbia in the case of Tyler vs. St. Amand 
(1901 C. D., 301) quoted with approval from the deci- 
sion of the Acting Commissioner of Patents in part the 
following : 

"The material of which the article is made and 



its size are immaterial in design cases, since de- 
signs relate merely to form or appearance." 

It has repeatedly been held that the adaptation to an 
article, of a design, old in another and even non-analogous 
art, does not involve invention. (Ex parte Knothe, supra; C / c 3 
Untermeyer vs. Freund, 1893 C. D., 664.) 

Moreover, the idea of forming or decorating an article 
to represent or simulate a well-known object is not con- 
sidered as proper food for the nourishment of inventive 
genius and a sufficient basis for the grant of monopolies, 
but is reserved among the rights and privileges common 
to all artists and artisans. (Bennage vs. Phillippi, 1876 
C. D., 135; Foster vs. Crossin et al., 1891 C. D., 304.) 

Novelty is essential to render a design patentable. 
Absolute identity of appearance, however, is not re- 
quired to negative novelty. It will be sufficient if the 
anticipating design present a substantial similarity to 
the one in controversy. (Gorham Mfg. Co. vs. White, 14 
Wallace, 511; in re Freeman, 1904 C. D., 619; in re 
Schraubstadter, 1906 C. D., 541.) Moreover, this 
similarity in appearance is to be determined with refer- 
ence to its effect on the eye of the ordinary observer and 
not on that of an expert. (Macbeth-Evans Glass Co. vs. 
Rosenbaum Co., 199 F. R., 154-164; Gorham Mfg. Co. 
vs. White, supra.) 

The last essential requisite to patentability in designs, 
to which I shall make reference, is that of originality. 
This may be disposed of by the statement that the word 
"original" as used in section 4929 of the Revised Statutes 
has the same meaning and effect as when used in connec- 
tion with mechanical inventions. 

In concluding this paper, I desire to emphasize the 
importance of the word "ornamental" as used in the de- 
sign statutes. It is the one characteristic by which the 
field of the design patent is definitely distinguished from 
that of other patents. Moreover, a design which does not 
involve ornamental subject-matter of a substantial and 
meritorious character is not entitled to favorable con- 
sideration in this Office or in the courts. 

April 29, 1915. 
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Inasmuch as the claims of an inventor constitute the 
chief bone of contention both in and out of the Patent 
Office, it is thought that a study of the evolution of the 
claims practice might not be without profit. While 
the first statutes did not positively require an inventor to 
summarize his invention in a claim or claims, the prac- 
tice of doing so obviously grew directly out of certain 
| requirements of these statutes. The United States 

; practice, in its development, is the more interesting in 

comparison with that of the leading foreign countries. * 

Referring briefly to the requirements of 
Foreign some foreign governments, it is to be expected 
Practice that our law should conform most closely 
l (English), to that of Great Britain which requires a 

i complete specification "to conclude with a 

distinct statement of the invention claimed. ,, Patentees 
should state, not what they claim for their inventions, 
but what they claim as their inventions. Thornton on 
Patents, page 15. The same author states the purpose 
of the claim to be "to define and delimit the invention, 
to enable the patentee to inform all whom it may con- 
cern exactly wh'at it is he considers is his invention, and 
! it is upon these "claims that the validity of his patent 

invariably hangs." 

1 Thornton gives the following rules for drawing claims 
under the English Practice: 

Be clear and precise and carefully enumerate the 
| essential features, having in mind the question 

"what is the essence of the invention." 
1 Claim nothing that is not new. 
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Do not claim the principle alone, but only 
in combination with means for carrying it into 
effect. Claim the principle carried into effect in a 
specific way, and you automatically protect 
the principle. The discovery that the principle 
can be successfully applied is the important point 
and other devices involving the new principle 
would at any rate be subservient to the master 
patent. Do not claim the principle and every way 
of carrying it into effect. 

Claim the combination if that is the novelty 
and also the one novel and essential element if 
the** is one. 

The clever claim-draftsman is the man who 
covers by his claim developments which are not 
actually in view, without imperilling the validity 
of the patent by the use of too ambiguous lan- 
guage. 

Justice Fletcher Moulton in British United Shoe 
Machine Company vs. Fussell and Sons (Thornton, page 
299), says that "the patentee must leave the public in no 
doubt whatever as to what constitutes that invention 
which he claims as his monopoly." 

Under the English practice a reference to the specifica- 
tion and drawings in the claim limits the claim to the 
German cons ^ruction described and shown. 
Practice ^ e P ro P ose d new German Patent Law 
1913 has this requirement with respect to the 

claim : 

"At the conclusion of the specification it shall 
be stated what is to be placed under protection as 
paten table.' ' 

Under the German practice there must be some novel 
feature which performs or involves some new function. 
Claims for meritorious mechanical combinations are not 
patentable unless something has been accomplished 
which has not been accomplished before (Thornton on 
Patents). Radical improvements, for instance, in an 
internal combustion engine, which do not affect the cycle 



of operations would be unpatentable but alterations of 
construction of apparatus of a trivial nature which 
would result in a different cycle of operations would be 
patentable. 

"The claim should first recite the common 
type to which the improvement is applied and 
thereafter enumerate in a subordinate clause or 
clauses the characteristic feature which distin- 
guishes the r\ew manufacture from previous 
forms; that is, a statement of what is old is to be 
followed by a statement of what is new." 

Other The Austrian practice follows that of 

Foreign Germany. "Swedish practice is closely akin 
Countries, to that of Germany and Austria but appli- 
cant is obliged to characterize his invention 
more specifically in terms of the means employed for a 
particular purpose rather than in terms of the function to 
be discharged." (Fairweather- Foreign and Colonial 
Patent Laws, page 241.) Under the French law u tq the 
specification must be appended a resumS or succinct enu- 
meration of the fundamental principle of the invention 
and of the secondary features if any (Fairweather, page 
168). 

The early Patent History of the United 
Early States is not entirely devoid of the element of 
History, humor, nor does it lack elements which appeal 
to the sense of national pride and patriotism. In 
its making is embodied the genius of John Marshall, Joseph 
Story, Bushrod Washington, Joseph Bradley, and other 
great judges of the Circuit Courts and the Supreme Court 
of the United States. Among the advocates before the 
patent bar, are the names of Charles Sumner and Daniel 
Webster. The earliest grants were given under the signa- 
tures of George Washington, Thomas Jefferson, Edmund 
Randolph. Before 1836 the law required the signatures 
of the President of the United States, the Secretary of 
State, and the Attorney General, the latter being re- 
quired to examine the applications to see that they were 
"comformable to law," 
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An Early The following quotation from a decision of 

Decision. Judge Story rendered over a hundred years 

ago js interesting as showing the court's idea 

of the progress and advance of the art at that early period : 

"In the present improved state of machinery, it is 
almost impracticable not to employ the same 
elements of motion to produce any new effect," 
noting "the gradual progress of the invention from 
the first rude attempts to the present extraordinary 
perfection; from the slight combination of simple 
principles to the present wonderful combinations 
in ingenuity and intricacy scarcely surpassed in 
the world.' ' 

Whittemore et al. vs. Cutter U. S. Circuit 
Court, 1st Circuit, Oct. 1813. 



In the same court in 1814 (Odiorne vs. Winkley) we 
have a picture of a jury of unskilled citizens struggling- 
with a "reference" in the form of a nail cutting and head- 
ing machine produced in court to be compared with the 
patented machine also produced. Expert witnesses 
. testified as to the identity and diversity of the two 
machines in their principles and modes of operation. 
With no statement of the patentee of any value as to 
what constituted the invention, the jury must decide 
whether the patentee made an invention and if so in what 
it consisted. 

Two In the evolution of the claim there are 

Periods, broadly two periods, that prior to 1836 and 
that succeeding this date. In practice there was 
no clearly defined line between these periods, one merging 
into the other with no marked change in 1836. Patents 
of the latter part of the first period almost universally 
have formal claims although not required by law. 
The law of 1836 merely endorsed and positively required 
what inventors had been doing voluntarily for years prior 
to this date. 



THE STATUTES. 

Requirement for The act of 1790 was the first 

a Distinction Be- Patent Statute. This act required 
tween New and Old. the grantee of each patent to de- 
liver to the Secretary of State a 
specification in writing, containing a description of the 
thing or things by him invented, which specification 
shall be so particular as to distinguish the invention or 
discovery from other things before known and used. 
This requirement for such a disclosure as will distinguish 
the new from the old forms the original basis of our 
claims. The direction is a general one, leaving it to the 
inventor to decide the best way to distinguish. The 
very early inventors thought the requirement satisfied 
mereiy by a description of the thing supposed to have 
been invented. In the case of an invention totally new, 
disconnected from other things before known and used, 
the law was easily conformed to; but not so in the case 
of an improvement on something already known. 

The act of 1793 repeated the above requirement and 
added : 

"In the case of a machine, he shall full# ex- 
plain the principle, etc., by which it may be dis- 
tinguished from other inventions/ ' 

The requirement for a distinction between the new and 
the old is clear and positive in these early statutes. In 
the act of 1836, we find the first positive requirement 
for a claim in the words: 

"He shall particularly specify and point out the 
part, improvement or combination which he 
claims as his own invention or discovery." 

Section 26 of the act of 1870 and Section 4888, R. S., 
change the wording to: "He shall particularly point 
out and distinctly claim." These provisions of the 
various statutes constitute the sole basis for the law 
built up on this subject. 
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Practice Under Referring to the practice under the 
Act of 1793. acts of 1790 and 1793, it soon became 

apparent that the public and the courts 
Burden on had the great burden imposed on them 

Public and of sifting out a patentee's invention by a 

Courts, careful scrutiny of the "schedule" or 

specification of the patent in connection 
with the prior art. Such was the case in Odiorne vs. 
Winkley and Whittemore et al. vs. Cutter, both above 
cited. In the latter case, Justice Story said : 

"The intrinsic difficulty is to ascertain the exact 
boundaries between what was known and used 
before and what is new." 

Summary Some of the early patentees voluntarily 
Binding. summarized their inventions at some point 

in the schedule or specification and it was 
uniformly held by the courts that in such cases, the 
patentee was bound by his summary. In Moody vs. 
Fiske et al., Assoc. Justice Story (1820), where the 
patentee stated: "I claim as new and as my invention 
the following: 1. The position of the rollers," held the 
patent void because this position of the rollers as shown 
by the evidence was not new. The justice said: 

It is often a serious difficulty from the obscure 
language of the specification to ascertain what is 
the nature and extent of the invention claimed 
by the patentee. Whether his patent be valid or 
not must materially depend upon the accuracy 
and distinctness with which the invention is 
stated. But in all cases where the patentee claims 
anything as his own invention in his specifica- 
tion, courts of law can not reject the claim. Where 
a patentee in his specification states and sums up 
the particulars of his invention and his patent 
covers them, he is confined to such summary. 

Likewise Judge Baldwin in Whitney et al. vs. Emmett 
ct al., 3rd Circuit, 1831, holds "the summing up bind- 
ing." 



Claim Construed " However, this stringency was fre- 
With Rest of quently modified by construing the 

Specification. summary in connection with the rest 

of the specification if there were incor- 
porated in the summary a reference to the specification. 
This interpretation of the law is noted in some of the 
later decisions of Justice Story, In Wyeth vs. Stone 
(1840), the following claim was held 'to save the patent 
on this theory : 

"The invention of this art as well as of the 
particular method of the application of the princi- 
ple is claimed by the subscriber." 

Likewise in Stone vs. Sprague, Fed. Cases, 13487 
(1840), the same justice held that the patentee — 

"limits his invention to the specific machinery 
and mode of communication of motion set forth 
and specifically described in the specification." 

The claim in this case stated: 

"I claim as my invention the connection, etc., 
as above specified." 

The patents in these two cases were granted under the 
act of 1793. To the same effect are the decisions under 
the act of 1836 by Justice Woodbury in Davoll vs. Brown, 
Fed. Cases, 3662 (1845), and Justice Curtis in Silsby vs. 
Foote, 14 How., 226 (1852). The claim in the former 
case calls for : 

"The arrangement of the spindles and flyers 
in two rows in combination with the described 
arrangement of gearing. ,, 

The claim did not specify the kind of flyer but the 
court held it thus limited from the specification. The 
gearing could not be used with any other kind of flyer 
In the latter case the justice states respecting the fol- 
lowing claim: 

"I claim the combination above described by 
which the regulation of the heat of a stove or other 
structure in which it may be used is effected." 
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"The patent calls for all the elements of the 
combination as are actually employed to effect the 
regulation of the heat according to the plan of the 
patentee described in his specification." 

" When a claim does not point out and designate 
the particular elements which compose the com- 
bination but only declares, as it properly may, 
that the combination is made up of go much of the 
described machinery as effects a particular re- 
sult, it is a question of fact which of the described 
parts are essential to produce that result." 

The requirement for a distinction between 
Early the new and the old is insisted upon in 

Decisions* numerous decisions under the early statutes. 

The early judges followed a leading English 
decision to enforce this requirement of the law. Lord 
Ellelnborough in McFarlane vs. Price (1 Starkies, N. P. R. 
199), holds: 

"It is essential to point out what is new and 
what is old. A patent ought to inform the person 
who consults it what is new and what is old. 
A person ought to be warned by the specification 
against the use of a particular invention." 

* 

In Lowell vs. Lewis (1817) Fed. Cases, 8568, Justice 
Story says the patentee — 

"should distinguish what is new and what is 
old in his specification so that it may clearly ap- 
pear for what the patent is granted. . . . 
If the description mixes up the old and the 
new and does not distinctly ascertain for which 
in particular the patent is claimed, it is void; 
since if it covers the whole it covers too much, and 
if not intended to cover the whole, it is impossible 
for the court to say what in particular is covered 
as a new invention. It is sufficient, however, if 
what is claimed as new appear with reasonable cer- 
tainty on the face of the patent either expressly 
or by necessary implication. But it ought to ap- 
pear with reasonable certainty; for it is not to be 
left to minute inferences and conjectures." 



One of the leading early cases is that of Evans vs. 
Eaton, 3 Wheaton, 518. This case first came before 
Chief Justice Marshall in 1818, in which the Chief Jus- 
tice laid down the law as follows: 

"In all cases where a patentee's claim is for an 
improvement on a machine, it will be incumbent 
on him to show the' extent of the improvement 
so that a person understanding the subject may 
comprehend distinctly in what it consists." 

Whep this case came up for a second trial in the Cir- 
cuit Court of the United States for the District of 
Pennsylvania, Justice Bushrod Washington of the United 
States Supreme 'Court remarked: "Of what use is the 
specification unless it be to define with precision the ex- 
tent and nature of the improvement/ ' and on appeal to 
the Supreme Court before Justice Story in 1822, the 
justice has this to say about the purpose of a patent 
specification : 

"The specification has two objects: 
"1st. To make known* the manner of construct- 
ing the machine so as to enable artisans to 
make and use it and thus give the public the bene- 
fit of the discovery. 

"2d. To put the public in possession of what the 
party claims as his own invention. The specifica- 
tion must distinguish the invention from all 
other things before known. How can that be a 
sufficient specification of an improvement in a 
machine which does not distinguish what the 
improvement is, nor state in what it consists, nor 
how far the invention extends; which describes 
the machine fully and accurately as a whole, mix- 
ing up the new and the old, but does not in the 
slightest degree explain what is the nature or limit 
of the improvement which the party claims as his 
own." 

This decision and McFarlane vs. Price were quoted 
and followed in Barrett et al. vs. Hall et al., Fed. Cases, 
1047, by Justice Story in the Circuit Court of the United 
States, District of Massachusetts. 
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• In Dixon vsrMoyer, Fed. Cases, 3931 (1821) Assoc. 
Justice Washington says: 

"It is not enough: for the plaintiff's counsel 
or the witnesses to point out at the trial or §ven 
for the jury to perceive by examination of the 
thing patented and comparing it with others be- 
fore in use, what it is that constitutes the im- 
provement. Third persons wishing to avoid sub- 
mission to the penalty which the law imposes on 
them and the troubles and expense of litigation can 
safely depend upon no other information than 
what the records of the Secretary of State's 
office afford. No description of the discovery 
secured by a patent will fulfill the demands of 
justice and of the law, but such as is of record 
there. The specification contains the whole 
truth relative to the discovery; but the objection 
is that throughout the whole of a very intelligi- 
ble description of the mode of making the saddTe, 
the patentee has not distinguished what was new 
from what was old before in use, nor pointed out 
in what particulars his improvement consisted." 



These decisions are followed by Justice Woodbury in 
Hogg vs. Emerson, 6 How., 484. 

From a study of the above cases, the 
Decisions deficiency of the early patent specifica- 
Under the tions is easily seen. Endless difficulties 
Act of 183& for the courts and public, and great and 

irreparable loss to inventors and patentees 
resulted from failure to distinctly claim the invention to 
be covered by the patent. While the above decisions 
place the burden, under the law, of setting forth the in- 
vention on the patentee, as a matter of fact the cases 
show that this burden fell on the public and the courts 
because of the failure of the patentees to assume it. 
The obvious solution of the problem was to require the 
investor to formulate his invention in a claim or claims 
at the end of his description. This, the act of 1836 for 
the first time positively required. 
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The mere embodiment of a formal 
Growth of the claim as required by the act of 1836 
Modern Claim, however, was not a panacea for all diffi- 
culties. It remained for the lawyers of 
succeeding years to perfect the practice by evolving 
a claim of proper form and substance to clearly and dis- 
tinctly set forth the invention. The claims of many 
patents under the new act remained so informal, inde- 
finite, unprecise, and inadequate to define the invention 
as to afford little relief to the courts and public. 
* A patent to William Hovey granted September 23; 
1845, was the subject of a suit in Hovey vs. Stevens, Fed. 
Cases, 6745, in the 1st Circuit under Justice Wood- 
bury in 1846. The claim involved set forth giving to a 
cutter a traveling motion in combination with a recipro- 
csatory rotary motion indirectly referring to the elements 
of his construction. The court was willing to construe 
the claim to be for "the mode or manner of producing 
these motions/' the combination of which was, however, 
proved to be old. The law with respect to a distinction 
between the new and ojd was re-affirmed, this, said the 
justice, being part of the bargain with the Government. 

"How easy it would have been to say what the 
inventor wished and to say it so as to be intelligible 
to all; some new part or combination of old parts. 
But now all is doubtful on the face of the patent. 
The only thing certain is the combination of the 
two motions, but this is admitted to be old." 

An interesting case in which the patentee needlessly 
limited the definition of his invention is that of Winans 
vs. Denmead, 15 How, 341 (1853). The claim called for a 
car body in the form 'of the frustum of a cone. Justice 
Curtis held that other shapes of car bodies having the 
same mode of operation infringed the claim. "In con- 
templation of the law a patentee is deemed to claim every 
form in which his invention may be copied." 

As showing how the courts looked upon the purpose of 
the claim in 1868 attention is called to the statement of 
District Judge Shipman Circuit Court for the District 
of Connecticut in Blake vs. Stafford, Fed. Cases, 1504, 
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following Lowell vs. Lewis, Moody vs. Fiske, and Bar- 
rett et al. vs. Hall et al. 

"The office of the claim is to define the limits 
of the patented discovery claimed by the patentee 
as his exclusive property. If the court can clearly 
see the nature and limits of the invention, the 
claim will be upheld." 

i 

Coming now to certain decisions of 
Some Decisions early Commissioners of Patents, in 
of Commissioners Ex parte Continental Wind Mill 
of Patents; Co., C. D., 1870, Acting Commis- 

sioner Duncan held the following 
claim unobjectionable: 

1 "The arrangement of gearing for communicat- 
ing motion from the windwheel shaft to the driv- 
ing shaft by interposed reversing cog wheels, sub- 
stantially as described, in combination with the 
turn table, or equivalent, and the vane for 
holding the windwheel to the wind." 

The following reproof of the attorney is interesting as 
showing this early Commissioner's views respecting 
the form of claims: 

"The claim is clumsily constructed and reflects 
little credit upon the professional skill employed 
in framing it. Yet, it can have but a single inter- 
pretation and in a legal aspect is unobjectionable.' ' 

Acting Commissioner 
Claims in the Participial Form. Thacher in 1872 criti- 
cises the following claim 
in a wet gas-meter specification : 

"Increasing the area of the water 
Beginning of surf a ce in one chamber with relation to 

Modern Practice, that in another chamber, by construct- 
ing the one chamber with the en- 
largement shown in Figures 2 and 3." 

The claim should read: 

"The inlet chambers provided with an enlarge- 
ment having a certain relation." 
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Commissioner Leggett in the same year oalls attention 
to the bad form of a similar claim in Ex parte John M. 
Cornell; also in Ex parte T. C. Hooper: 

"I have no doubt but that, if allowed, the 
courts would by a liberal construction save the 
claim. The reference to mechanism would enable 
a court in its efforts to save the patent to so 
construe the claim as to make it embrace the 
means by which the ends of beams are prepared, 
although in terms the claim is for preparing the 
ends of the beams. The fact that courts will con- 
strue loosely-drawn and ambiguous claims so as to 
save the patent if possible is no valid reason for 
allowing such claims and is no justification of at- 
torneys in pressing them upon the office. The 
public has a right to know the exact limitations of 
a patentee's monopoly and for that reason the law 
requires distinct, exact, and sharply defined 
claims (Sect. 26 and Rule 44). 



The above view of the requirements of the law is 
repeated by Acting Commissioner Thacher in 1873 in 
the case of Ex parte Cox in an application for the re- 
issue of a patent granted in 1850, in which claims in the 
participial form were allowed without objection, "under 
a former lax practice. Now that they are before the office 
again, they should be amended to conform to the deci- 
sions of the courts and the present practice of the office.' ' 
These decisions rendered over forty years ago are inter- 
esting as showing the beginning of the present prac- 
tice of the office with reference to the positive inclusion 
of elements in a claim. Justice Bradley in Ives et al. vs. 
Hamilton, C. D., 1876, in a suit on a patent granted 
September 5, 1865, raised no objection to a claim in this 
participial form, viz. : "Giving to a saw a certain move- 
ment," etc., and Judge Blatchford in Lull vs. Clarke et al., 
C. D., 1882, U. S. Circ. Court of Dist. of New York, 
construed this form of claim as one for mechanism, stat- 
ing it to be awkwardly drawn but that the description 
must be looked to to ascertain what the mechanism is. 

Under the principle of "Lex ndtn cogit ad impossibilia" 
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the following claim was held good by Acting Commis- 
sioner Doolittle in 1876 in Ex parte Tweedle: 

"As a new article of manufacture, the petro- 
leum product hereinbefore specified and having the 
characteristics herein described," 

followed by a process claim by which the product was 
produced. It was held that it was not possible or practi- 
cable to more distinctly claim the product in question 
without repeating the greater part of the specification. 
It was "a new prdduct as yet unchristened and its prop- 
erties unknown had been discovered." It was an excep- 
tional case. The product could only be defined by refer- 
ence to the process. 

This decision therefore was not allowed to sanction the 
following claim for a medical compound in the case of 
Ex parte Williams C. D., 1877 : 

"The hereinbefore described compound or com- 
position of matter, consisting of the ingredients 
mentioned, prepared in the manner and proportion 
substantially as described and for the purpose set 
forth." 

Acting Commissioner Doolittle says the applicant 
might as well say : 

"I claim the invention described." 

The claim should set forth the "composition consisting 
of the elements (naming them) in the proportions and 
combined in the manner described. 

The following quotation from Jus- 
The Courts and tice Miller's decision, Supreme Court 
Modern Practice, of the United States, 1877, in Merrill 

vs. Yeomans et al., sums up the state of 
the Patent Laws at that time: 

"The growth of the patent system in the last 
quarter of a century (1852-1877) in this country 
has reached a stage in its progress where the 
variety and magnitude of the interests involved 
require accuracy, precision, and care in, the prepar- 
ation of all the papers on which the patent is 
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founded. The developed and improved condition 
of the patent law and of the principles which gov- 
ern the exclusive rights conferred by it, leave no 
excuse for ambiguous language or vague descrip- 
tion. The public should not be deprived of rights 
supposed to belong to it without being clearly 
told what it is that limits these rights. The 
genius of the inventor making improvement 
should not be restrained by vague and indefinite 
description of claims in existing patents from the 
salutary a&d necessary right of improving on-that 
which has already been invented." 

r 

Justice Bradley approving this view of the law in The 
Keystone Bridge Co. vs. Phoenix Iron Co., C. D., 1877, 
says : 

"When a claim is so explicit, the courts can not 
alter or enlarge it. If the patentees have not 
claimed the whole of their invention they should 
have sought a re-issue. They can not expect the 
courts to read through the history of the art and 
spell out what they might have claimed but 
have not claimed. Since the Patent Act of 
1836 the patent laws require that an applicant 
for a patent shall not only by a specification 
iu writing fully explain his invention but shall 
particularly point out and distinctly claim the 
same. This provision was inserted in the law for 
the purpose of relieving the courts from the duty 
of ascertaining the exact invention of the patentee 
by inference and conjecture derived from labor- 
ious examination of previous inventions and a 
comparison thereof with that claimed by him. 
This duty is now cast on the Patent Office. 
There his claim is, or is supposed to be, examined, 
scrutinized, limited and made to conform to what 
he is entitled to. As patents are procured ex 
parte, the public is not bound by them, but 
the patentees are. And the latter can not show 
that their invention is broader than the terms 
of their claim; or if broader, they must be held 
to have surrendered the surplus to the public.' ' 
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This view of the law ij repeated by the same justice in 
Burns vs. Meyer 100 U. S., 671, 1879, 20 0. G., 1891. 

To the same effect is the decision of Judge Nixon, U. S. 
Circ. Court, Dist. of New Jersey, 1880 in Delaware Coal 
and Ice Co. vs. Packer, C. D., 1883. 

"It is the office of the claim to reveal to the 
world what the characteristics of the invention are 
for which the patentee desires protection." 

That a patentee is strictly limited to his claim is taught 
in Couse and Blood vs. Johnson et sfl. C. D., 1879. Judge 
McKennon, U. S. Circ. Court, W. Dist. of Pennsylvania: 
The Lehigh Valley R. R. Co. vs. Mellon et al. C. D., 1881, 
Justice Woods, Supreme Court of the United States: 
McKesson et al. vs. Carndick, C. D., 1882, Justice 
Blatchford, U. S. Circ. Court S. Dist. of New York: 
McCaity vs. Lehigh Valley R. R. Co. (1895), 160 U. S., 
110; National Enameling Co. vs. New England Enamel- 
ing Co. v 1906), 151 Fed. Rep., 19. On the other hand, 
in Aram et al. vs. Moline Wagon Co., 1883, Judge Blod- 
gett in U. S. Circ. Court for N. Dist. of Illinois, held a 
claim infringed even though the defendant used a differ- 
ent construction from that set forth in the claim where 
this part of the construction was old. The court held that 
the essential features of the patent were present in the 
defendant's machine. The patentee's invention can not 
be thus taken from him. Likewise, in a recent decision of 
Judge Lacombe, Circuit Court of Appeals, Second Cir- 
cuit, 209 O. G., 1689, while the claim set forth iron as an 
ingredient, the court held the claim infringed by the de- 
fendant's composition although iron was not used but 
some equivalent therefor. The invention being a pioneer 
invention, is entitled to a liberal construction of the doc- 
trine of equivalents. 

In Schillinger vs. Cranford, C. D., 1886, Judge Hagner, 
Supreme Court of the District of Columbia, held a 
mixture of concrete and sand not an equivalent of tar 
paper, placed between blocks of concrete, although the 
claim called for "tar paper or its equivalent." "One 
seeking a monopoly may surely be required to u)se plain 
terms that plain people may be afcle to understand, ex- 
plaining what it is he claims to have invented." 
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In Thayer vs. Spaulding, CD., 1886, Judge Blodgett 
held the following claim infringed : 

"The open cage provided with the forehead rest 
arranged in it substantially as represented." 

The patentee being the first in the art to show a rest 
for the forehead in a mask intended to protect the face, 
he had a right to cover the forehead rest broadly, not the 
special means by which he fixed it to the wires of the cage. 
The dfefendant's head rest performed the same function 
as that performed bjr the patentee's head rest, although 
fixed to the cagje by different ineattis. 

In Becker vs. Hastings et al. C. D., 1884, Judge 
Butler, U. S. Circ Court for the Eastern District of 
Pennsylva 'ia, refused ''to enlarge a claim by construc- 
tion. Whether the claim might have been made broader 
in view of the invention described in the specification, 
and shown in the drawings, we need not consider. The 
language of the claim is plain." 

Acting Commissioner Dyrenforth in Ex parte Holt, 
CD., 1884, says: 

"The aim, the end, the puipose of the claim 
is to point out particularly and distinctly define 
the invention to be secured to the individual. The 
clainws the measure of the patent and the day has 
passed when the courts will search through 
the specification for information which it is the 
very office of the claim to impart." 

This law is repeated by the same Commissioner in Ex 
parte Wilkin, C. D., 1884, and McClain us. Ortmayer, 141 
U. S., 419 (1891). 

In Ex parte Paige, C. D., 1887, Commissioner Hall 
says with respect to the purpose of the claim: 

It should protect the public in two important 
and essential particulars: 

1. To define the invention as a property, the use 
of which has become a monopoly by virtue 
of the patent, so as to protect the public who deal 
with it. 
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2. To define and mark out clearly the field 
of the invention with reference to the subject- 
matter involved so that the public inventive 
genius of the people may not be deluded by indefi- 
nite claims, or frightened or deterred from 
following inventive pursuits by claims apparently 
covering; matter, extent, or scope not possessed 
or not patentable. 

In Smith et al. vs. Murray et al. C. D., 1886, U. S. 
Circuit Court, North Dist. of Illinois, Judge Blodgett 
held that a claim could not answer for a description of 
the invention, the claim specifying, "exsiccated ammonia- 
alum/ ' although the specification did not describe the 
latter nor how to compound it with the other ingredients. 
That is, a claim without a specification is as deficient 
as a specification without a claim. 

In Rogers on Patents, page 57, the present practice 
with respect to claims is summed up as follows: 

"The tendency of the times appears to be to 
more simplicity and precision in the drawing of 
claims so that patents shall seldom require inter- 
pretation or construction and so that in any cause, 
whether in the Patent Office or without, the pro- 
ceeding may be based upon a clear statement of 
the actual invention with only the limiting clauses 
necessary or desirable to place* the inveation in its 
proper relation to the art. The one essential 
thing is that the novel invention shall be clearly 
expressed/ 



f) 



THE "INVENTION" MUST BE DISTINGUISHED. 

Referring to another aspect of this subject* it may be 
noted that a claim may particularly point out and dis- 
tinctly define a certain structure but that structure may 
not be the applicant's or patentee's invention. In other 
words, the requirement of particularity, definiteness, and 
distinctiveness may be fully complied with, and yet the 
patent may be fatally defective because the party's in- 
vention (the pajrt, improvement, dr combination) is 
not distinguished in the claim with the emphasis on 
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the "invention," rather than the "distinction." This 
fault may manifest itself in two ways. A claim may 
include too much of the old with the new, or, it may 
cover the new too broadly. The point in mind is illus- 
trated in the early English decision of Hornblcwer vs. 
Boulton King's Bench, Ja!n. 25, 1799. The patent in 
suit was that to James Watt for lessening the consump- 
tion of steam in engines by an alteration of, and addition 
to, parts common to all steam engines. The court held 
that Watt was not entitled to a patent for — 

"the sole vending and making the whole engine 
so altered and improved; for such a patent 
would have been more extensive than the thing 
inveiited. The patent must be supported as 
granted for an improvement and addition to old 
engines known and in use." 



If in such case, "the patent is for the whole machine, 
it is void." Boulton vs. Bull, 2 H. BL, 463. The same 
law is set forth in Bevil vs. Moore, 2 Marshall's R., 211. 

"If the inventipn be an improvement only 
. . . the specification should be drawn up in 
terms which do not include anything but the 
improvement" (McFarlane vs. Price). 

These English decisions are approved by our own 
courts in Whittemore vs. Cutler (Justice Story) ; Good- 
year vs. Matthews (Justice Livingston, 1814); Lowell vs. 
Lewis (1817); Evans vs. Eaton; Barrett et al. vs. Hall 
et al., Fed. Cases, 1047 (Justice Story, 1818) and O'Reilly 
vs. Morse, 15 How., 119 (Justice Taney, 1853). 

"A patentee can not include in his patent the 
exclusive uise of machinery already known" 
(Lowell vs. Lewis). 

"The law requires that a patentee shall not 
claim as new what is covered by a former in- 
* vention whether made by himself or any other 
person" (O'Reilly vs. Morse). 
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i 

A patent to McCormick granted in-1845, and involved 
in the suit of McCormick vs. Talcott, 20 How., 405 (1857) 
contained the following claim: 

"I claim the combination of the bow L, and 
the dividing iron M for separating the wheat 
in the way described." 

Justice Grier states the law as follows : 

"If he be the original inventor of the device 
or machine called the divider, he will have a right 
to treat as infringers all who make dividers operat- 
ing on the same principle and performing the 
same functions by analogous means or equiva- 
lent combinations. But if the invention claimed 
be itself but an improvement on a known machine 
by a mere change of form or combination of parts, 
the patentee can not treat as an infringer one who 
• has improved the original machine by the use of 
a different form or combination performing the 
same functions. The inventor of the first im- 
provement can not invoke the doctrine of equiva- 
lents to suppress all other improvements which 
are not mere colorable evasions of the first.' ' 

In Phillips vs. Page, Justice Nelson, 24 How., 164' 
Supreme Court of the United States, 1860, criticized a 
claim for "a precise organization of an old machine." 

"Instead of claiming the old parts, the claim 
should have excluded them and claimed the new 
by which the old were adapted to the new use, 
producing the new result." 

In Burr vs. Duryee, 1 Wall, 531, U. S. Supreme Court, 
1863, Justice Grier says: 

"An inventor who has made an improvement in 
a machine can not include all previous inventions, 
and have a claim to the whole art, discovery or 
machine which he has improved. All others have 
an equal right to make improved machines pro- 
vided they do not embody the same, or sub- 
stantially the same, devices or combination of 
devices which constitute the peculiar characteristic 
of the previous invention." 
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The same statement of the law is repeated in Case vs. 
Brown, 2 Wall., 320, by the same justice (1864). 

In Burden vs. Corning, 2 Fish, 489, Judge Hall in U. S. 
Circuit Court, N. Dist. of New York, 1864, states the 
law in these words: 

"Before and after the plaintiff's invention 
any person was at liberty to invent, patent, and 
use new and distinct improvements upon any or 
either of the then existing machines; any inventor 
might properly patent and use the device invented 
and patented by him for that purpose provided it 
was as independent, distinct and substantially 
different device from any of those previously 
invented. Although several inventors might 
obtain substantially the same result, if it was 
obtained by means substantially different in char- 
acter, construction, and arrangement and mode of 
operation from any prior invention adapted to the 
same general purpose, the use of such means for a 
similar or even for the same purpose, would not 
infringe the rights of the patentee." 



To the same effect is the decision of Judge Wallace 
in the United States Circuit Court, S. Dist. of New York, 
in Railway Register Mfg. Co. vs. Third Ave. Ry. Co. 
et al., C. D., 1888. The prior art showed a combina- 
tion between the indicator and the trip-register: 

"It was open to the patentee to invent a new 
one or one between the indicator and trip-register 
and a permanent register. But after he had done 
this, it was open to others to make a combina- 
tion, between the same parts which would accom- 
plish a similar result by a different organization, 
introducing a different mode of operation. The 
apparatus of defendants had done this." 



Their permanent register was actuated with every ac- 
tuation of the trip register instead of at the end of the trip 
as in the patentee's apparatus. 
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That an invention may con- 
Invention in Both the sist both in the combination of 
Combination and a old elements and in a new *ele- 
New Element. ment is taught in Seymour vs. 

Osborne, 11 WalL, 547, Justice 
Clifford in Supreme Court of the United States, 1870: 

"Patented inventions are also made which 
embrace both a netv ingredient and a combina- 
tion of old ingredients embodied in the same 

machine The property of the patentee 

consists not only in the new ingredient but also 
in the new combination/ ' 

Circuit Judge Drummond in Brown 
Invention in a vs. Selby, Circ. Court, N. Dist. Illinois 
Single Feature. (C. D., 1871), criticises the patentee's 

claim thus : 

"This claim is for the whole machine. The 
plaintiff was not the inventor of the corn planter. 
He was at most an improver. He should have 
stated what his improvement was. If a man 
merely improves an agricultural implement, he 
should clearly disclose what is new. A claim 
put in such general terms ought not be permitted 
to stand. The plaintiff lays his hand on the entire 
corn planting machine. He uses the improve- 
ments of others. It was not fair to the public to 
use those improvements and then say that he 
claimed them as well as his own. These vague 
and sweeping claims of entire machines where 
the patentee has only improved a part ought not 
to be encouraged." 

This statement of the law is repeated by Judge Wood- 
ruff, North Dist. of New York, 1873, in Marsh vs. Dodge 
and Stevenson Mfg. Co. 

Commissioner Spear in Ex parte Funck, C. D., 1878, 

says: 

"If an additional feature entirely independent 
of old elements so far as co-acting with them, 
is incorporated in a device, it must be manifest 
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that the claim should cease when it has specified 
the single feature. The retention of the old ele- 
ments in the claim when there is nothing in com- 
mon between them and the one newly added 
to the machine is a mis-statement of the inven- 
tion, giving a fictitious importance to the im- 
provement and defeating any accurate judgment* 
of its merit because of the obscurity resulting 
from the erroneous association.' ' 

In Ex parte Kitson* C. D., 1881, Commissioner Mar- 
ble held a claim good although it did not include "a feed- 
ing apron or means for feeding cotton to the grasping 
rolls." This, he said, is part of the old machine and need 
not be included. 

"The improvement did not extend to the feed- 
ing apron. It performs the same function as 
in the old machine. Applicant's claims begin 
with his improvement. It is well settled that 
it is not necessary* to include in a claim for 
a combination as elements thereof, all parts 
• of the machine which are necessary to its action, 
save as they may be understood as entering into 
the method of combining and arranging the ele- 
ments of the combination." 

. The same law is taught in Ex parte Skinner, C. D., 
1881, by the same Commissioner. 

In Ex parte Laskey, C. D., 1889, the applicant pre- 
sented the following claim : 

"The combination with the stitch- 
Invention in the forming and cloth-feeding mechanism 
Combination. of a sewing machine, of an automati- 
cally expansible or yielding hemmer and 
feller to permit the passage of enlargements of the cloth, 
substantially as described!" 

The Examiner objected that applicant had only added 
to the old stitch-forming and cloth-feeding mechanism 
in a sewing machine, "an automatically expansible 
and yielding hemmer and feller." The means for secur- 
ing this automatic action and the expansive and yielding 
action should be set forth. 
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Commissioner Mitchell stated that the Examiner's 
position was correct providing the two means noted were 
applicant's invention. But applicant insists that the 
combination is his invention — a combination of whicn 
the peculiar hemmer and feller is an element irrespective 
of the mere means by which its automatic action or its 
expansive and yielding action is secured. The inventor 
claims to be the first who used said hemmer and feller 
with the stitch-forming and cloth-feeding mechanism. 
He is entitled to the claim if new. 

In Ex parte Griffith, 
Cooperation Necessary to C. D., 1898, Acting Com- 
a Combination. missioner Greely had the 

same question before him. 
Mr. Greely said: 

"Applicant can not be permitted to claim his 
invention in combination with any and every 
other invention which he may disclose without 
regard to whether there is any cooperation 
between them. An improvement in a particular 
element is a different thing from the combina- 
tion of that element with others. A party may 
invent an improvement on a certain element of an 
old combination without in any manner changing 
that combination itself and in such case he is not 
entitled to a claim as the inventor of the combina- 
tion, although it includes the thing which he has 
really invented. The statute does not require that 
applicant shall claim an apparatus which includes 
the thing which he has invented but that "he 
shall particularly point out and distinctly claim 
the part, improvement, or combination which he 
claims as his invention or discovery." 

In the well-worn decision of Acting Commissioner 
Moore in Ex parte McNeil affirmed by Judge Shepard 
of the Court of Appeals of the District of Columbia, C; 
D., 1902, the claim in controversy reads: 

"In a sewing machine, in combination with 
stitch-forming mechanism, including devices for 
forming two rows of irregular stitches, the adjacent 
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hops of which are interlocked, of a trimmer ar- 
ranged in advance of the stitch-forming mechan- 
ism, and in the line of the seam, substantially as 
described. ,, 

The presuiried novelty set forth resided in a stitch- 
forming mechanism different from the reference showing 
the combination, i. e., one forming "irregular stitches, the 
adjacent loops of which are interlocked." Acting .Com- 
missioner Moore held that applicant, not being the in- 
ventor of the combination, there b,eing no special co- 
action between the stitch-forming mechanism and the 
trimmer, each acting in its own way and not affected 
by the other and performing its function in the com- 
bination irrespective of the other, was not entitled to the 
claim. 

In Langan vs. Warren Axe and Tool Co., C. D., 1911, 
the Circ. Court of Appeals for the 3rd Circuit held a> 
claim to a grab-hook bad because it included a draft 
appliance as an element of the combination. The grab- 
hook was new but grab-hooks and draft appliances in 
combination were old. The patentee did not invent the 
combinatfon and should not have claimed it. The draft 
appliance acted in the same way as heretofore in the 
combination; that is, the new grab-hook did not act 
differently in the combination from old grab-hooks; hence 
the combination was not the new invention of the 
patentee. 

The above decisions are supported by the long line 
of decisions on aggregations. The gist of the law as set 
forth by them is that there must be some special co- 
operation between a new element brought into an old 
combination and the elements of the old combination as 
explained by Commissioner Mitchell and Commissioner ; 

Moore. Herein lies the difficulty; i. e., to determine 
whether there is present this cooperation. The principle i 

is clear but its application to individual cases difficult. As 
stated by Justice Story one hundred years ago : 

"The doctrine of patents may truly be said to j 

constitute the metaphysics of the law. The j 

difficulty lies not so much in the general princi- 
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^ples as in the minute and subtle distinctions 
which occasionally arise in the application of those 
x principles." 

Barrett et al. vs. Hall et al., 2 Fed. Cases, 923. 

i 
The second fault above noted is 
Claiming the illustrated in the telegraph cage of 

New Too Broadly. O'Reilly vs. Morse, 15 How., 119. 

The Morse patent claimed: 
"The use of the motive power of the electric 
or galvanic current which I call electro-mag- 
netism however developed for marking or print- 
ing intelligible characters, signs or letters at any 
distances, being a new application of that power 
which I claim to be the inventor." 

Chief Justice Taney, Supreme Court of the United 
Slates, 1853, held this claim too broad. It covered any 
other machinery to effect the same result. The court 
argues : 

"Was the first inventor of the use of steam , 
as a motive power in printing presses entitled to a 
patent giving him the exclusive right to use steam 
as a motive power, however developed, for the 
purpose of marking or printing intelligible char- 
acters? Prof. Morse has not discovered that the 
electric or galvanic current will always print at 
a distance, no matter what may be the form of 
the machinery or mechanical contrivances through 
which it passes. The patent embraces nothing 
more than the improvement described and claimed 
as new and that any one who afterwards dis- 
covered a method or means of accomplishing 
the same object substantially and essentially 
differing from the one described, had a right 
to use it; any one who uses substantially different 
means does not infringe the patent." 

In Scott vs. Ford et al., C. D. 1878, Commissioner 
Spear held the following claim bad: 

The combination with a printing machine of 
pasting and folding mechanisms, whereby sheets 
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are printed, pasted upon the desired lines of ulti- 
mate folding and folded so as to form a folded 
sheet or signatures. 

"A printing machine was never before combined 
with pasting and folding mechanism. It was a rev- 
olution in the newspaper printing art. However, 
the claim exceeds the actual invention because it 
is not limited to a web printing press, the only- 
kind shown. It has not been demonstrated how 
any other press than that style can be successfully 
operated in obtaining the desired ends." 

The following claim was held good : 

The combination of printing, cutting, pasting, 
and folding mechanisms whereby a web of paper 
is pointed, severed into sheets, said sheets pasted 
on their folding lines, and folded or doubled two 
or more times, to form complete folded packs or 

signatures. 

■ 

In comparison with the decision in O'Reilly vs. Morse, 
an interesting decision is that of the American Bell 
Telephone Co. et al. vs. Spencer' et al., by Judge Lowell 
in U. S. Circuit Court for the Dist. of Mass., in 1881. 
The fifth claim of the Bell patent called for a "method and 
apparatus for transmitting vocal or other sounds tele- 
graphically by causing electrical undulations of the air. 
accompanying the said vocal or other sounds, sub- 
stantially as set forth." The defendant used a different 
siAecific method of producing the electrical undulations, 
made on the principle of the microphone, the modern 
telephone transmitter. The Bell patent employed 
the armature of an electro-magnet set in vibration by 
sound waves. Judge Lowell said: 

"If the Bell patent were for a mere arrangement 
or combination of old devices to produce a some- 
what better result in a known art, then no doubt a 
person who substituted a new element not known 
at the date of the patent might escape the charge 
of infringement. But Bell discovered a new art — 
that of transmitting speech by electricity — and 
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has a right to hold the broadest claim for it which 
can be permitted in any case, not to the abstract 
right of sending sounds by telegraph without any 
regard to means, but to all means and processes 
which he has both invented and claimed.' ' 

Judge Lowell held: 

"The invention to be for nothing less than the 
transfer to a wire of electrical vibrations like those 
which a sound had produced in the air" 

and that the claim was "not so broad as the invention," 
the court presumably haying in mind the specific appar- 
atus disclosed in the patent. It was drawn "in view 
of the O'Reilly vs. Morse decision to cover both a process 
and apparatus — any process and any apparatus of 
substantially similar character to those described." . Bell's 
patent distinctly points out that the undulations may 
be produced in other modes besides the vibration 
of an armature in front of a magnet. The defendant's 
microphone "does the same sort of work and does it in a 
mode not wholly unknown at the date of the patent." 
Bell's patent did not cover the exclusive use of electrical 
means for transmitting vocal sounds; but only of means 
"substantially similar in character." to the patentee's, 
the specification of the patent being construed with the 
claim. The Morse patent claimed the exclusive use of the 
voltaic current for transmitting signs at a distance. 

As pointed out by Chief Justice Waite, 13. S. Supreme 
Court, in Overland Telephone Co. et al. vs. American Bell 
Telephone Co. et al. (C. D., 1888, 322) : 

"A claim was however sustained in the Morse 
patent for making use of the motive power of 
magnetism, when developed by the action of a 
current or currents, substantially as set forth 
in the foregoing description,. ... as means 
of operating or giving motion to machinery which 
may be used to imprint signals upon paper or 
other suitable material, or to produce sounds in 
any desired manner for the purpose of telegraphic 
communication at any distance." "The effect 
of this decision," says Chief Justice Waite, "was 
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therefore that the use of magnetism as a motive 
power without regard to the particular process 
with which it was connected in the patent could 
not be claimed, but that its use in that connection 
could." 

"In the present case the claim is not for the 
use of a current of electricity in its natural sta e 
as it comes from the battery but for putting a 
continuous current in a closed circuit into a certain 
specified condition for that purpose. It may be 
1 that electricity can not be used for the transmis- 

sion of speech except in the way discovered by Bell ; 
his patent gives him exclusive use then for 
that purpose. The apparatus as herein described 
is undoubtedly one in which an electro-magnet 
is employed and constructed ' substantially as set 
forth' in the specification. One acting by the 
variable resistance method is not described. The 
p&tent is for both the magneto and variable 
resistance methods but for the particular magneto 
apparatus described or its equivalent." 

It is seen that Chief Justice Waite here saved the claim 
by construing it for the apparatus as limited by the speci- 
fication. 

In Columbus Watch Co. et al. vs. Robbins et al., C. D., 
1895, *Circ. Judge Taft, I). S. Circ. Court of Appeals, 
6th Circuit, saved the following claim by "restricting it 
by construction." 

As an improvement in stem winding and setting 
watches, a winding and hand-setting train which 
is adapted to be placed in engagement with the 
winding wheel or the dial wheels by the longitu- 
dinal movement of a stem arbor that has no 
positive connection with said train, substantially 
as described. 

The court held that the claim did not seek to appropri- 
ate devices and means for accomplishing results but con- 
strued the claim limited to the construction described. 

In Ex parte Opdyke C. D., 1889, Commissioner Mit- 
chell directs the following article claim to be rejected as 
too broad : 
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As a new article of manufacture, eye-glasses or 
spectacles having the part whiclt comes adjacent 
the nose formed of a winding of animal or vege- 
table material. 

The applicant sought to cover all material but mineral. 



"MEANS" AND "MECHANISM." 

A line of decisions stirred up by Comm'r Hall in Ex 
parte Paige, C. D., 1887, treats this fault of excessive 
breadth in claims by the definition of the novel element 
of an applicant's construction under the term "means" 
or "mechanism." The claim under consideration called 
for the following combination of elements : 

"Mechanism substantially as set forth for con- 
veying the type along the raceway; mechanism 
substantially set forth for guiding the same in its 
movement along the raceway; mechanism sub- 
stantially as set forth for trying and ejecting the 
type from the raceway at the proper point; mech- 
anism substantially as^et forth for receiving the 
ejected type and lifting it into the type case." 



The examiner objected to this claimas "too vague and 
indefinite to meet the requirements of the statute (Sec. 
4888). ,, 

Commissioner Hall comments on the above claim as 

follows: 

"He is endeavoring to claim something more 
and beyond the mere mechanism or machinery. 
He wants to cover not only the specific mechanism 
of the four groups but all mechanism that will 
accomplish these results. He would suppress all 
further improvements for mechanism that would 
accomplish these results. He may cover the four 
mechanical organisms and their equivalents but 
not all mechanism that could accomplish the same 
effect (Burr v. Duryee, 1 Wall, 535; McCormick 
vs. Talcott, 20 How., 406; Case vs. Brown, 2 Wall., 
230). Where the elements of a combination are 
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new and do not possess recognized names (as reel, 
cutter, table, and rake in a reaper) the controlling 
and leacjjjng parts of the several organisms should 
be referred to as definitive of the, invention (Ex 
parte Deiqming, Butterwdrth Commissioner; Ex 
parte Kerr, Acting Commissioner Dyrenforth; 
Ex parte Holt; Ex parte Wilkin, C. D., 1884)." 

The Commissioner held that the terms "means" and 
"mechanism" should be used only for mere "adjunctive 
devices" ; that is, not for the main elements of the machine. 
In Ex parte Miller, C. D., 1888, the applicant claimed 
"automatically operating mechanism to impart alternate 
fast and slow movements to the driving shaft." Appli- 
cant believed himself to be first to apply such mechanism 
to his class of machinery. Commissioner Hall says: 

"The principle is old. This varying movement 
has been applied by an infinite variety of means 
to an infinite variety of machines. Applicant can 
not therefore claim it broadly in his machine. He 
must limit his plaim to his specific construction by 
which he accomplishes this variableness of move- 
ment." 

To the same effect is the holding in Ex parte Treat, C. 
D., 1888, where the applicant was claiming the combina- 
tion of three mills with "power actuated feeding devices" 
for each mill and "power-actuated transfer mechanism" 
between two of them where the combination of the 
mills' was old, the above "devices" and "mechanism" 
constituting the essentials of the invention. These, the 
Commissioner held, must be particularly set forth. 

Commissioner Mitchell in Ex parte Packholder, C. D. 
1890, held the following claim bad for the same reason, 
viz, the novel element is not set forth in respect to con- 
struction and mode of operation as distinguished from 
the result. 

In an indicator exhibiting apparatus, the com- 
bination of a band upon which the exhibits are 
placed, two reels suitably mounted, upbn which 
the band is wound, driving mechanism for one 
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of the reels and a moving vehicle upon which the 
apparatus is placed {all old) and means connected 
to the indicator for restoring the expended force to 
the driving mechanism, actuated bif the motion of 
the vehicle; * 

notwithstanding the decision of the Supreme Court of 
the United States in Morley Sewing Machine Co. et al. 
vs Lancaster, C. D. 1889, holding the following claim 
good: 

The combination in a machine* for sewing shank- 
buttons to fabrics, of button feeding mechanism* 
appliances for passing a thread through the eye 
of the buttons and locking the loop to the fabric 
and feeding mechanism substantially as described. 

The court nowhere intimates that the claims of the 
patent were "void for indefiniteness ,, although bristling 
with "means,"' "mechanism" and "appliances." 

In Ex parte Halfpenny, C. D. 1895, Assistant Com- 
missioner Fisher comments on the following claim: 

"The combination of bobbin- feeding, bobbin- 
separating and stick-filling mechanisms cooperat- 
ing to feed and separate bobbins and fill bobbin- 
sticks therewith, substantially as set forth." 

"It is the well-settled policy of the Office to 
allow inventors to claim their inventions as 
broadly as possible in view of the state of the art." 



The claim is not indefinite and vague but too broad 
when only limited in the manner stated if the mechanism 
as broadly stated is old. If the novelty is in the specific 
mechanism, the applicant should be required to specify 
the novel features. The inference from this decision is 
that the claim would be allowable if broadly new. Ex 
parte Knudsen, same year, teaches the same practice; 
as well as Ex parte Weaver, C. D. 1897 (Commissioner 
Butterworth) ; Young vs. Eick Co. 1904; Ex parte Donk, 
C. D. 1905 (Commissioner Allen). 
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SUMMARY. 

It is seen that compliance with the requirement of the 
first statutes for a distinction between the new and, the 
old was crude and imperfect in the early patents; that 
the labor of ferreting out the invention covered by the 
patent was imposed on the courts and the public; that 
the desirability and necessity of shifting this burden to 
the patentee and Patent Office soon became apparent, 
both from the standpoint of the inventor and of the 
public who had to respect the rights of the patentee; 
that for years patentees voluntarily summarized their 
inventions in claims at the end of the specification ; that 
the act of 1836 incorporated this practice into the law; 
that the first dakns were crude, affording little relief, 
but that out of these primitive efforts at setting forth 
the invention through years of experiment there was 
evolved the clear, precise and definite claim demanded 
in modern practice; and that the claim should not only 
particularly point out and distinctly set forth structure 
including the invention but should claim "the part, im- 
provement or combination" constituting the invention. 

February 11, 1915. 
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Scope of the Phrase "Described in a 

Printed Publication" 

By 

ANDREW R. BENSON, 

Principal Examiner, Division Twenty-eight, 

U. S. Patent Office. 



Among the negative conditions enumerated in Revised 
Statutes, Section 4886, the existence of which is required 
before an inventor can secure the grant of a valid patent, 
is that the invention for which protection is sought shall 
not have been " described in any printed publication in this 
or any foreign country before his invention or discovery 
thereof or more than two years prior to his application." 

Therefore, in order to determine the patentability of 
an invention, it is necessary to ascertain what is meant, 
in the statutes, by the words "described," "printed," 
and "publication." 

DESCRIBED. 

The means most frequently employed to describe an 
invention are words, usually assisted by reference to 
drawings. Occasionally, however, such description con- 
sists in a drawing alone. 

Since words, signs and symbols are merely the vehicles 
by which thought is transmitted from one individual to 
another, the first controversy that may arise in con- 
sidering an alleged description of an invention is whether 
or not the inventive thought in question is actually 
transmitted by the said description. 

A certain description of an object may be entirely 
incomprehensible to one person, partially understood 
by another, and perfectly comprehended by a third. 
The question, therefore, arises to what class of persons 
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must the alleged description convey the inventive 
thought; and to what extent must it be conveyed. 

In the case of Plimpton vs. Malcomson (decided before 
a British tribunal, but quoted with approval by various 
United States courts), it is stated: 

"But there are various kinds of people who 
know something about it. If it is a mechanical 
invention, as this is, you have, first of all, scientific 
mechanicians of the first class — eminent engineers ; 
then you have scientific mechanicians of the 
second class — managers of great manufactories, 
great employers of labor, persons who have 
studied mechanics — not to the same extent as 
the first class, the scientific engineers, but still 
to a great extent — for the purpose of conducting 
manufactories of complicated and unusual ma- 
chines, and who therefore must have made the 
subject a matter of very considerable study; and 
in this class I should include foremen, being men 
of superior intelligence, who like their masters 
would be capable of invention, and like the 
scientific engineers would be able to find out 
what was meant even from slight hints, and still 
more from imperfect descriptions, and would be 
able to supplement, so as to succeed even from a 
defective description, and even more than that, 
would be able to correct an erroneous description. 
That is what I should say of the first two classes 
which I will call the scientific classes. The other 
class consists of the ordinary workman, using that 
amount of skill and intelligence which is fairly 
to be expected from him — not a careless man, but 
a careful man, though not possessing that great 
scientific knowledge or power of invention which 
would enable him by himself, unaided, to supple- 
ment a defective description, or correct an 
erroneous description." 

The alleged anticipating description must be such as 
will convey the inventive thought completely to the 
ordinary workman employed in the art to which the 
invention relates; but negd not be such as will convey the 



invention to one unacquainted with the art in question. 

Each art or industry employes ordinary workmen to 
perform various specific tasks; and each workman is 
usually confined to his own particular duty, and gains 
no knowledge of the industry as a whole by reason of 
his employment therein. It is necessary, therefore, in 
selecting the workman whose intelligence is to be the 
criterion, to choose him from the ranks of those employed 
in the particular duty to which the description relates. 

For example, if the description related to a plan or 
design for a machine or engine, the workman whose 
intelligence and knowledge is to be the criterion should 
not be selected from those engaged in manipulating the 
various members of which the machine is composed, 
but from those whose duties involve the contemplation 
of the machine as a whole; such as a draftsman or 
designer. 

Where the alleged description is verbal, either with or 
without the assistance of a drawing, the only contro- 
versy that can arise is as to the sufficiency of the descrip- 
tion to convey the inventive thought to the ordinary 
workman engaged in the art to which the invention 
relates. This is a question of fact, to be decided in each 
individual case by the circumstances peculiar thereto; 
and as to which no legal principle of general application 
can be enunciated. In each individual case one's 
decision as to the sufficiency of a description is controlled 
by his conception of the intelligence possessed by an 
ordinary workman. 

Such conception is influenced to some extent by inter- 
est in the result following a decision. Doubtless an 
examiner sometimes attributes to the* workman a degree 
of intelligence beyond that usually possessed by one of 
that class. On the other hand, if the typical workman 
possessed only the intelligence frequently attributed to 
him by applicants, he would soon become a charge upon 
the public. 

Controversy has arisen as to whether or not a dis* 
closure made by a drawing alone can be regarded as a 
legal description. 

It seems evident that Section 4886 of the Revised 
Statutes does not sanction the grant of a patent covering 
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an alleged invention, knowledge of which was accessible to 
the public prior to the conception thereof by the alleged 
inventor. Therefore, if the spirit of the law be followed, 
the term "described" as used in the statutes should be 
interpreted to include all printed or published means 
whereby knowledge of an alleged invention can be com- 
municated. 

However, in several cases pending in Division 28, in 
which were cited references consisting of a drawing alone, 
the invalidity of such references was strongly urged on 
the authority of several judicial decisions and on the 
contention that the word " described/ J as used in the 
patent statutes, necessarily implied the presence of 
verbal disclosure. 

The word " described/' as defined by standard author- 
ities, means: 

(1) To represent by drawing; to draw a plan of; to 
delineate; to trace or mark out. 

(2) To represent by words written or spoken; to give 
an account of; to make known to others by words or 
signs. 

The first group of definitions, it was argued, referred 
to the physical act of making a drawing. For example, 
to describe a circle. 

The error in this reasoning, however, lies in the fact 
that "represent" means "to show," "to set forth." 
Therefore "to represent by drawing" means to show or 
set forth by drawing. 

The second group of definitions, of course, does not 
cover a disclosure made by drawing alone, unless the 
term "sign" can be interpreted to v cover a drawing. 

The judicial decisions alleged to indicate that a 
drawing alone is not a valid disclosure will be discussed 
in their chronological order. They are the following: 

Judson vs. Cope, 1 Fisher, 615 (S. Dist. Ohio, May, 1860) : 

This was a suit for infringement of a patent. The 
defense offered was lack of novelty in view of certain 
printed publications, among which was a German work 
consisting only of plates or drawings without verbal 
description. 



Objection, was made against the validity of this publi- 
cation; and the court said: 

"I suppose it is not a matter of much impor- 
tance in this case, but I should hesitate very much 
to accept a mere drawing, unaccompanied by any 
description whatever. I think it not admissible 
under the present notice.' ' 

The court did not state why it hesitated to accept the 
drawing alone, nor why it was a matter of no importance. 
It is reasonable to suppose that the court thought that 
the drawing was too obscure to disclose the invention. 
Certainly if the court had intended to enunciate the 
broad principle that a drawing alone was insufficient to 
disclose an invention, it would not have stated that it 
was a matter of no importance. This decision, therefore, 
can not be taken to establish the doctrine that a pub- 
lished drawing alone can never constitute an anticipation. 

Reeves vs. Keystone Bridge Co. (U. S. Cir. Ct., E. 
Dist. of Pa., 1 O. G., 466—1872): 

This was a suit for the infringement of a patent. 
Among other defences offered, it was alleged that the 
invention covered by the patent was anticipated by a 
certain publication known as the "Dreyfus Album, 7 ' 
which album consisted of drawings alone. 

Referring to this album, the court said: 

"It contains an illustration, by a drawing, of 
the thing intended to be represented, without 
verbal description; and whether this is a descrip- 
tion at all or such a one as the act contemplates 
may well be denied on the authority of Seymour 
vs. Osborn (11 Wallace, p. 516) and the cases 
referred to therein with approval. But it is 
unnecessary to decide this question as the proof 
is deficient in another essential particular — it is 
not shown that the work was published before the 
date of the complainant's patent." 

This decision expressly avoids a decision on the ques- 
tion here at issue. Furthermore, an examination of the 



record in the case of Seymour vs. Osborn discloses no 
foundation for the dictum of the court relating to the 
validity of disclosure by drawings alone. The case of 
Seymour vs. Osborn in no way referred to this question. 
Consequently the case of Reeves vs. Keystone Bridge 
Co. can not be regarded as bearing on this subject. 

In re Atterbury (C. D., 1876, page 79) : 

This case presented facts almost identical with those 
in the case of Reeves vs. Keystone Bridge Co.; and 
Commissioner Spear quotes with approval the opinion 
of the court in that case. However, a direct decision 
on the question at issue is again avoided, since the 
alleged anticipating drawing had no date of publication. 

New Process Co. vs. Koch (C. D., 1884, page 421): 

This was a suit for the infringement of patent 215,679, 
May 20, 1879, to Meller & Hoffman. 

One of the defences was that the patent was antici- 
pated by a certain patent to Pfaudler, issued July 2, 
1878. 

•The assignees of the Pfaudler patent conducted the 
defense; and the court treated the case as a contest for 
priority of invention between the two patentees, rather 
than as a suit for infringement. 

Meller & Hoffman, who were foreigners, endeavored 
to establish the date of introduction of their invention 
into the United States by certain circulars sent to persons 
engaged in the brewing trade, and with the view of intro- 
ducing the Meller & Hoffman process into use here. 

As to these circulars, the court said : 

"It is attempted to carry the date of plaintiff's 
invention back to the time when the circulars 
were received, which was undoubtedly anterior 
to the time when Pfaudler had perfected his 
mechanism. But it seems to me there are two 
objections to these circulars. First, they do not 
describe the Meller & Hoffman device with that 
clearness and certainty which the law requires 
for an anticipation. . . . Now, referring to 
the second circular which is much the fuller of 



the two, Meller says that (here follows the con- 
tents of the circular; which need not be quoted). 
This is all there is in the circular by way of speci- 
fication. It is true that annexed thereto is an 
incomplete drawing which might possibly, to a 
skilled workman, give an idea as to the real con- 
struction of the device, but tested by the defini- 
tion found in the two cases above cited, it seems 
to me to fall considerably short of the particu- 
larity required in a patent or in a publication 
claimed to anticipate a patent. ... It has 
been frequently held that drawings alone, unac- 
companied by letter-press description, will never 
invalidate a patent. In re Atterbury, Judson vs. 
Cope, Reeves vs. Keystone Bridge Co." 

It appears from the above that the question under 
consideration was not involved. No reference con- 
sisting of a drawing alone was present in its record. 
Furthermore, even though such a drawing had been 
offered, the question to be decided by the court was 
whether or not it introduced knowledge of the invention 
into this country. The question as to whether or not 
the evidence offered was a publication was not involved, 
since it might have been sufficient to introduce knowledge 
without being a publication. 

The court, therefore, in this decision, had no occasion 
to pass on this question; and its observation relative 
thereto was in reality an uncalled for dictum. It is to 
be observed also that this dictum was based on sup- 
posed precedents which, as above shown, fail to support 
it. 

Decisions upholding, or tending to uphold, the 
validity of disclosures by a drawing alone are found in - 

Ex parte Borden, C. D., 1884, p. 9. 
Wright vs. Yuengling, C. D., 1894, p. 560. 
American Writing Mach. Co. vs. Wagner Type- 
writing Mach. Co., 151 F. R., 576. 
Millet & Reed vs. Dvell, C. D., 1901, 410. 

Ex parte Borden: 

In the case of ex parte Borden, the examiner had 
cited as a reference a patent, the drawing of which 
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showed the alleged anticipating matter. It was not 
described in the patent. 

Applicant petitioned the Commissioner to hold that 
a drawing alone without verbal description was not a 
valid description. 

In his decision, Commissioner Butterworth said: 

"But even without any description, if a pub- 
lished drawing fully and clearly exhibits and 
discloses an invention sought to be patented, it 
is an adequate and complete reference of itself 
alone. A good, clear, and distinct drawing of an 
invention is a higher order of evidence of the 
existence of the invention than any mere descrip- 
tion thereof in words.' ' 

Wright vs. Yuengling: 

This was a suit for the infringement of patent No. 
144,818, to the plaintiff Wright. The structure covered 
by the patent was a frame for stationary engines in 
which the cross-head guide was made in the form of a 
cylinder. The front end of this cylinder was connected 
with the engine base by a semi-circular trough-like 
connection in which the connecting rod reciprocated; 
and this trough-like body formed an element in the 
combination covered by claim 2 of the patent. 

The defense set up against infringement of claim 2 
was lack of novelty in view of the prior art. 

As to this prior art, the court said : 

"The guiding cylinder, which is used in lieu 
of the ordinary parallel slides, was, however, by 
no means a novelty in the construction of engine 
frames. It is found in different stages of perfec- 
tion in several patents. It is true that none of 
these patents exhibit distinctly the trough-like 
connection of the Wright patent, but that also 
is found in the patent to Chilion M. Farrar, in 
which it is fully shown in the drawing, though 
not described in the specification , and is used in 
connection with flat parallel slides. Wright's 
only invention, then, was in the combination of 
the cylindrical guide with the trough shown in 
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the Farrar patent. Did this accomplish a new 
and valuable result, it is quite possible that a 
patent therefor might have been sustained; but 
we do not find this to be the case. The cylindri- 
cal guide performs the same function as in the 
prior patents; and the trough, in which the con- 
necting rod works in the Farrar patent, is prac- 
tically the same as in the Wright patent, and the 
combination is a mere aggregation of their re- 
spective functions. ' ' 

In this case, therefore, the court found that there was 
no invention in combining old elements; and the only 
evidence that one of these elements was old was a draw- 
ing without description. This is a Supreme Court de- 
cision; and was delivered by Justice Brown, who de- 
livered the opinion, as a Circuit Judge, in the case of 
New Process Co. vs. Koch, above discussed. 

American Writing Machine Co. vs. Wagner Type- 
writing Mach. Co.: 

The subject-matter involved was a typewriter pro- 
vided with an adjustable stop. 

Defendant held that the patent was anticipated by a 
patent to Yost, granted April 23, 1889. The drawing of 
the Yost patent, and the model each showed the com- 
bination claimed; but the specification did not describe 
the adjustable stop. Oral testimony was offered as to 
the function of the stop shown by the drawing and 
model. The patent was held anticipated, but the court 
said: 

"If the proof of prior invention was confined to 
the Yost patent or to the oral testimony alone, 
or to the model alone it would probably be 
rejected as insufficient; but the three united 
present one of the strongest cases of anticipation 
with which we are acquainted/ ' 

In this case, therefore, a patent was held invalid on 
an anticipating disclosure of which a written descrip- 
tion formed no portion, and of which disclosure the only 
portion that was published was a drawing. 
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Millett & Reed vs. Duell : 

In this case, an appeal had been taken to the Court of 
Appeals of the District of Columbia from a decision of 
the Commissioner of Patents refusing letters patent to 
the appellants. The ground upon which such refusal was 
based was that the invention sought to be covered was 
disclosed in a certain patent which was issued three 
days after the filing of appellant's application, but which 
patent was granted on an application filed before the 
filing of appellant's application. Furthermore, the dis- 
closure was made in the drawing alone, and not de- 
scribed in the specification. 

The court sustained the Commissioner; but since the 
patent was not cited as an anticipating publication, but 
as an evidence of prior knowledge, the court's decision 
is not pertinent to the question under discussion. 

PRINTED. 

So far as I have been able to ascertain, the meaning of 
" printed" has never been the subject of judicial consider- 
ation. This, doubtless, is due to the fact that at present 
the universal method of producing a publication is by 
imprints from type; and therefore such publications do 
not offer grounds for controversy. Discussion of this 
subject is somewhat academic; but since publications can 
be made by other processes than by imprints from type, 
it may be interesting to consider what forms of publica- 
tion may be covered by the term "printed."' 

Standard authorities define "printed" as — 

(1) To fix or impress. 

(2) To stamp something in or upon; to make an im- 
pression or mark by pressure. 

(3) To strike off an impression from a set of type or 
the like. 

(4) To take a copy from a negative by the action of 
light upon a sensitized surface. 

The popular conception of the term "printed" im- 
plies a copy of something produced by pressure, or by the 
action of light upon a sensitized surface. 

Such a conception is, however, too narrow. It is ob- 
vious that the information conveyed by a publication 
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made by characters upon a surface is independent of 
the means by which such characters are placed upon 
the surface. Therefore to limit the term "printed" 
to the method by which characters are formed would 
be contrary to the spirit of the law. 

Since a publication is any means by which information 
is given to the public, and may be made by words written 
or spoken or by signs, it would seem reasonable to infer 
that the framers of the statute intended " printed' ' to 
be interpreted as meaning "fixed" in contradistinction 
to such fugitive means as oral words and signs. 

This interpretation of "printed" is warranted by the 
first definition above given — to fix. 

It is also a popular conception that a printed publi- 
cation appeals to the eye; but with the above indicated 
interpretation of the term, it could cover fixed means of 
communication appealing to other than the visual 
sense; such as publications for the blind and even phono- 
graphic records. 

PUBLICATION. 

A disclosure, although printed, is not a publication 
until measures are taken to place the description within 
reach of the public. 

As stated in Collier vs. Stimpson (20 F. R., 906): 
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Something more than printing is required. 
The statute goes upon the theory that the work 
has been made accessible to the public, and that 
the invention has been thereby given to the 
public, and is no longer patentable to any one. 
Publication means put into general circulation or 
on sale where the work is accessible to the public." 

This same decision enunciates the principle that the 
date placed by the publisher on an alleged publication is 
not evidence that it was actually published on that date 
or in fact that it was published at all; but, to be re- 
garded as a publication, it must be shown to have been 
made accessible to the public. 

The extent, however, to which the public avail them- 
selves of this accessibility is immaterial. 
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In order to be a valid publication, it must be made 
accessible to the whole body of the public; and not con- 
fined to any particular class. Thus, trade circulars 
issued only to those interested or supposed to be inter- 
ested in a certain art are not publications (Parsons vs. 
Colgate, C. D., 1883-319). This decision and one or two 
others following it as a precedent, have, I believe, been 
misinterpreted to hold that such circulars can not be- 
come publications. In my opinion, if such a circular 
were made accessible to the public, it would then be- 
come a publication ; and the fact that it had originally been 
addressed to a portion only of the public would not 
prevent its use from being so expanded as to embrace 
the entire public. 

November 2, 1916. • 
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An Applicants Statutory Remedies From 

Adverse Decisions 

By 

W. S. RUCKMAN, 

Principal Examiner, Division Thirty-seven, 

U. S. Patent Office. 



An applicant's remedies from adverse decisions are 
many. They comprise, in succession, an appeal from the 
decision of the Primary Examiner or the Examiner of 
Interferences to the Board of Examiners-in-Chief, to 
the Commissioner and to the Court of Appeals of the 
District of Columbia, which may then be followed by a 
bill in equity under section 4915, Revised Statutes, in one 
of the United States district courts and an appeal to 
the proper circuit court of appeals. 

The reasons and circumstances which caused the 
enactment of laws providing for this elaborate system 
of remedies are interesting. 

The first statute providing an appeal from a decision 
in a patent application is contained in the Act of 1836, 
but a brief survey of our patent system as it existed prior 
to 1836 is instructive and will assist in understanding 
the system of appeals finally established. 

The Act of 1790, creating the patent system of the 
United States, authorized the " Secretary of State, the 
Secretary of the Department of War and the Attorney- 
General, or any two of them, if they shall deem the in- 
vention or discovery sufficiently useful and important, to 
cause letters patent to be made out in the name of the 
United States, to be tested by the President of the 
United States." Thomas Jefferson was the Secretary 
of State while this act was in force. He is said to have 
inspired it, to have taken great pride in it and to have 
given personal consideration to every application. It 

7861—1 



is related that when an application for patent was filed, 
he would summon Henry Knox, Secretary of War, and 
Edmund Randolph, Attorney-General, and that these 
three distinguished officials would examine the applica- 
tion with great care. 

The granting of a patent at this time was quite an 
event in the history of the State Department where the 
clerical work of issuing the patent was performed. The 
law was construed to give this tribunal authority to 
refuse a patent if the invention did not come up to its 
standard of usefulness and importance. This tribunal 
was absolute in its authority and there was no appeal 
from its decisions. It is recorded that its members scru- 
tinized the specifications and claims so critically and 
rigidly that most of the applications were rejected. Only 
three patents were granted during the first year and the 
total issue before the act was repealed in 1793 was only 
fifty-five. The severity of their examination and their 
lack of sympathy with inventors caused great dissatis- 
faction. 

The Act of 1793, repealing the Act of 1790, took away 
this power of rejection and confided in the Secretary of 
State, alone, the duty of issuing patents. The certificate 
of the Attorney-General, however, was required as to 
the correctness of the forms and the signature of the 
President of the United States was still necessary. The 
patent issued as a matter of course if the application was 
in proper form and the required fee was paid. In other 
words, the issuing of patents was placed upon a record- 
ing or registration basis. This act also created a Board 
of Arbitration to pass upon interfering applications, one 
member of which was chosen by each of the applicants 
and one by the Secretary of State. Their decision was 
final and if either party refused to go into the arbitra- 
tion, his opponent was given the patent. 

It is recorded that for the twelve years prior to 1802, 
the entire work of the Patent Office was performed by a 
single clerk in the State Department and that all of the 
records filled but a dozen pigeon holes. 

In 1802 Dr. Thornton was appointed a clerk in charge 
of the issuing of patents. Later he was given the title 
of "Superintendent." He was a man of scientific attain- 
ments and is one of the interesting characters connected 



with the early history of our patent system. He exer- 
cised autocratic control over its affairs for twenty- six 
years. 

Under the Patent Act of 1793 no investigation was 
made as to the novelty or utility of the invention, the 
oath of the applicant that to the best of his knowledge 
the invention was new, being accepted as sufficient. 
Under this practice, the^ patentee received his patent 
with only such assurance as to its validity as he might 
gain from his own investigation. Necessarily, the patent 
was of small commercial value. The total number of 
patents issued prior to 1836 was only nine thousand 
nine hundred and fifty-seven (9,957). 

The Act of 1836 reorganized the Patent Office and 
inaugurated practically the present system of granting 
patents only after examination has shown the invention 
to be new and useful. This change in the patent system 
introduced by the Act of 1836 is referred to in the Patent 
Office Report for 1848, page 84, as follows: 

Perhaps the most important feature of this 
law is that which relates to the examination to 
which applications are required to be subjected. 
Prior to its passage the examinations consisted 
merely in a comparison of the specification, 
drawings and model, to ascertain that they agreed 
together and with the claims made; but the law 
of 1836 required the examination to enter into 
the questions of novelty, utility, and priority of 
invention — a provision which largely added to 
the labors and responsibility of the office. 

The Act of 1836 made the Patent Office a separate 
bureau of the State Department and provided a head 
therefor, designated the Commissioner of Patents. It 
provided also for a chief clerk, an examining clerk, two 
other clerks, one of whom was to be a competent draughts- 
man, a machinist and a messenger. 

Section 7 of the Act of 1836 provides, inter alia, that 
when an application is filed — 

. . . the commissioner shall make, or cause to 
be made, an examination of the alleged new inven- 
tion or discovary ; and if, on any such examination, 



it shall not appear to the commissioner that the 
same had been invented or discovered by any 
other persop in this country prior to the alleged 
invention or discovery thereof by the applicant, 
or that it had been patented or described in any 
printed publication in this or any foreign country, 
or had been in public use or on sale with the 
applicant's consent or allowance prior to the 
application, if the commissioner shall deem it to 
be sufficiently useful and important, it shall be 
his duty to issue a patent therefor. . . . 

The words "sufficiently useful and important" are 
the identical words that were contained in the Act of 
1790. In this respect it is, therefore, a return to the 
practice under the original Patent Act of 1790. It indi- 
cates that if the practice under the latter act had been 
unsatisfactory, the practice under the Act of 1793 
had proved even more unsatisfactory. Instead of the 
three secretaries of departments, however, it is now r 
the newly created official, the Commissioner of Patents, 
who was to pass upon the applications. Moreover, to 
prevent an arbitrary exercise cf power certain restric- 
tions were placed upon the authority of the Commissioner 
and an appeal was provided from his decisions. The 
system inaugurated by the Act of 1836 remains our 
system today with but few changes in its essential 
features. The machinery for carrying it into effect has 
been expanded and improved in an endeavor to keep 
pace with the enormous growth of business. 

Section 9 of this act fixed the applicatipn fee for citi- 
zens of the United States and aliens who had resided here 
for one year, at $30; for subjects of Great Britain, $500, 
and for all other persons, $300. No further or final 
fee was required and a rebate of $20 was given if the 
application was withdrawn after rejection. Section 
12 of the Act of 1837 fixed the amount returned to the 
applicant under these circumstances at two-thirds of 
the application fee. This schedule of rates remained in 
force until the Act of 1861 when the discrimination r in 
favor of citizens of this country was abolished and the 
present schedule of fees was established. 



APPEALS FROM ADVERSE DECISIONS OF THE 

COMMISSIONER. 

The Patent Act of 1836 (5 Stat., 117) providing for a 
Commissioner of Patents and for an examination as to 
the novelty and utility of the invention, also provided 
for an appeal from the adverse decision of the Commis- 
sioner to a board of examiners. This board was to con- 
sist *of three disinterested persons appointed by the 
Secretary of State, one of whom at least, was to be 
selected "if practicable and convenient, for his knowledge 
and skill in the particular art, manufacture or branch 
of science to which the alleged invention appertains." 
The applicant was required to pay a $25 appeal fee. 
Each member of the board was to receive in each case 
a compensation not to exceed $10. Section 8 of the 
act provided for interference proceedings between pend- 
ing applications, or a pending application and an unex- 
pired patent, and an appeal from the decision of the 
Commissioner on priority on like terms and conditions 
to those mentioned above. 

The Act of 1839 (5 Stat., 353) substituted in place of 
this board of examiners, as the appellate tribunal, the 
Chief Justice of the District Court of the United States 
for the District of Columbia who was to be paid annually 
out of the Patent Fund in consideration of such duties, 
the sum of $100. The reason for this change in the 
appellate tribunal is set forth in the report of the Com- 
missioner of Patents for 1860, as follows: 

But this board, temporary in its nature, its 
members being appointed for each occasion, and 
their services inadequately remunerated, experi- 
ence proved to be an entire failure; and hence, 
by the eleventh section of the Act of 1839, it was 
abolished, and the appellate jurisdiction trans- 
ferred 'to the chief justice of the District Court of 
the United States for the District of Columbia/ 
This was a step in advance. It was a decided 
improvement upon the original tribunal, and gave 
rise to no complaint, until the year 1850, when 
Chief Justice Cranch announced to this office that 
he was unable by reason of the infirmities of 
age, to discharge the duties imposed upon him by 
the acts of Congress. 

7861—2 



Under the law of 1839 it was the duty of the Chief 
Justice, after a hearing of the case, to return the papers 
to the Commissioner together with a certificate of his 
proceedings and decision which the act directs shall be 
entered of record in the Patent Office and shall govern 
the future proceedings in the case. 

The Act of 1852 (10 Stat., 75) provided that appeals 
fiom the Commissioner of Patents "may also be 'made 
to either of the assistant judges of the Circuit Court of 
the District of Columbia,' ' and further provided "that 
in case appeal should be made to the said Chief Judge 
or either of the said assistant judges, the Commissioner 
of Patents shall pay to such Chief Judge or assistant 
judge, the sum of $25 required to be paid by the appellant 
into the Patent Office." This act, giving concurrent 
jurisdiction to the assistant judges was passed by Con- 
gress on account of the infirmity of the Chief Justice. 

As stated above, Chief Justice Cranch notified the 
Patent Office in 1850 that he was unable to hear any 
patent appeals on account of the infirmities of age. This 
continued until his death in 1855. The injurious conse- 
quences resulting from this state of affairs are set forth 
in the Commissioner's Report for 1860. It appears that 
in ex parte appeals, the appellant was unable to have his 
case heard, while in inter partes cases, the defeated party 
by an appeal was able to hold up indefinitely the issu- 
ance of the patent to the successful party. Even after 
the Act of 1852, the defeated party was able to do this 
by taking his appeal to the infirm Chief Justice. Com- 
missioner Hodges attempted to prevent this injustice 
by ordering that where appeals had been taken to the 
Chief Justice, the appellants should transfer them to 
one of the assistant judges and that all appeals there- 
after should be taken to one of the latter judges. At- 
torney General Gushing, however, held that the Com- 
missioner had no authority to do this and that Congress 
alone had power to remedy the evil (6 Opinions, Attorney 
General, 39). 

The reason for the change made by the Act of 1852 
in the compensation allowed the judges from a hundred 
dollars a year to twenty-five dollars in each case is not 
clear. The evil resulting therefrom, however, is set 



forth in the annual report of the Secretary of the Interior 
for 1857, as follows: 

The appellant not only selects the judge who 
shall try the case, but also pays the fee of twenty- 
five dollars allowed him. The amount of com- 
pensation thus received will depend upon the 
number of cases brought before him ; that number 
will inevitably be influenced by his course of 
decision. The judge is thus placed in a position 
of embarrassment, if not of humiliation, alike 
to be deplored by himself and the country. 

This matter is again referred to by Commissioner 
Fisher in his annual report for 1869 where he recommends 
doing away with appeals to the court from decisions of 
the Commissioner of Patents and advances ten reasons 
in support of his recommendation. The fourth and 
eighth of these reasons read as follows: 

(4) The allowance of a fee of twenty-five 
dollars for each appeal has a tendency to encour- 
age appeals. When there are frequent reversals 
of the Office, attorneys are inclined to appeal 
from every decision; and the more frequent the 
appeal, the larger the aggregate of fees paid to the 
judge; in this connection, as a simple matter of 
fact, if may be mentioned that during the ad- 
ministration of my immediate predecessor, forty- 
two cases were appealed from him to one of the 
judges, and of these, thirty-eight were reversed 
and only four affirmed. 

• . . • . . 

(8) Nine-tenths of the cases appealed involve 
mere questions of fact, upon which the judgment 
of the primary examiner is as likely to be correct 
as that of the Commissioner or judge.. 

Commissioner Fisher took a conspicuous part in fram- 
ing the Act of 1870 and it was undoubtedly largely due 
to his recommendation that the appellate practice from 
the Commissioner's decisions, while not entirely abol- 
ished, was modified by that act. 
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Section 48 of the Consolidated Patent Act of 1870 
(16 Stat., 198) provides: 

And be it further enacted, That if such party, 
except a party to an interference, is dissatisfied 
with the decision of the commissioner, he may 
appeal to the Supreme Court of the District of 
Columbia, sitting in banc. 

It should be noted that this act eliminated the appeal 
from the decision of the Commissioner in an interference 
case and provided for the hearing of the appeal in ex 
parte cases by the Supreme Court of the District of 
Columbia, sitting in banc, or general term, this court 
being the successor of thfe old Circuit Court of the Dis- 
trict of Columbia. 

Section 4911 of the Revised Statutes approved June 
22, 1874, reads the same as section 48 of the Act of 1870. 

The last change in the appellate tribunal having juris- 
diction of appeals from decisions of the Commissioner is 
contained in the Act of February 9, 1893, creating the 
Court of Appeals of the District of Columbia (27 Stat., 
434). This act vested in thp above-mentioned court the 
determination of appeals from the Commissioner form- 
erly vested in the general term of the Supreme Court of 
the District of Columbia. It also restored the appeal 
from the decision of the Commissioner in an interfer- 
ence case, which, as noted above, existed prior to the 
Act of 1870, by providing that "in addition any party 
aggrieved by a decision of the Commissioner of Patents 
in any interference case may appeal therefrom to said 
Court of Appeals." 

This court construes the statute as permitting ap- 
peals from the decision of the Commissioner in inter- 
ferences only in cases where there has been a final 
determination of priority, and holds that its jurisdiction 
is limited strictly to the question of priority. In numer- 
ous decisions it has refused to consider the patentability 
of the issue in an interference case or to entertain an 
appeal from a Commissioner's decision on any prelimi- 
nary or interlocutory matter arising in the interference. 

In ex parte cases the court holds that the right of 
appeal is confined to those cases in which an application 
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for patent has been finally denied by the Commissioner. 
The jurisdiction of this court in patent applications is 
set forth succinctly in its decision, In re Fullager, 138 
O. G., 259; 32 App. D. C, 222, as follows: 

The jurisdiction of this court to entertain ap- 
peals from decisions of the Commissioner of 
Patents, in proceedings relating to patents, is 
limited to two classes of cases. The first is 
where the claims of an applicant for a patent, or 
the reissue of a patent, after having been twice 
rejected, have been finally rejected on an appeal 
to the Commissioner in due course of procedure. 
The second is where on an appeal to the Com- 
missioner in an interference proceeding there has 
been a final decision of priority in favor of one of 
the parties thereto (R. S., sees. 4909,4910,4911; 
Westinghouse vs. Duncan, C. D., 1894, 170; 
66 O. G., 1009; 2 App. D. C, 131, 132; Allen 
vs. Lowry, C. D., 1905, 643; 116 O. G., 2253; 26 
App. D. C, 8, 17, 26; Union Distilling Co. vs. 
Schneider, C. D., 1907, 613; 129 O. G., 2503; 
29 App. D. C, 1). ' 

Examination of this decision shows that Fullager was 
involved in an interference with one Emmet; that in 
said interference a decision had been rendered by the 
Commissioner affirming the decision of the lower Patent 
Office tribunals dissolving the interference upon the 
ground that Fullager had no right to make the claims of 
the issue, since his verified showing was insufficient to 
warrant granting him a reissue patent. From the de- 
cision of the commissioner, Fullager attempted to appeal 
ex parte and the court held that it has no jurisdiction 
to entertain an appeal from a decision of the Com- 
missioner on a motion to dissolve an interference under 
such circumstances. 

In passing upon the question of its jurisdiction the 
court considers the effect rather than the form of the 
Commissioner's order or decision from which appeal 
has been taken. This is set forth in Moore vs. Heany 
(149 O. G., 831; 34 App. D. C, 31), where the court 
was considering whether an appeal would lie from a 
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Commissioner's order striking an application from the 
files, as follows: "A court would look to the substance, 
the necessary effect. and operation of the order rather 
than to its formal recital merely." 

Examination of a few cases will show how this principle 
has been applied by the court. These cases also show 
that although the court has indicated in the case of 
Fullager, supra, that its jurisdiction does not attach 
until after the case has been appealed in succession from 
the Examiner to the Examiners-in-Chief and to the 
Commissioner, decisions in the case by the tribunals 
below the Commissioner have not been uniformly insisted 
upon. 

In the case of In Re Seiden (164 O. G., 741; 36 App. 
D. C, 428), the claims had already been allowed by one 
primary examiner, and the application was ready for 
issue, subject to some slight amendments. Upon com- 
pliance by the applicant with these suggestions the suc- 
cessor of the first primary examiner called the case to 
the attention of the Commissioner and stated that he 
proposed to reject three of the twenty-four claims as 
not patentable. The Commissioner, upon considera- 
tion of the application, held it abandoned for lack of 
sufficient prosecution within the statutory period of two 
years. 

An appeal from the Commissioner's decision was 
entertained, the court holding that the action of the 
Commissioner was in effect a rejection of the claims. 

A similar holding was made by the court in the case 
of Mattulath (179 O. G., 833; 38 App. D. C, 497) 
where the Examiner's holding that an application was 
abandoned was affirmed by the Commissioner on peti- 
tion from the Examiner's ruling. 

In Cosper vs. Gold and Gold (151 O. G. 194; 34 App. 
D. C, 198), the court dismissed an appeal taken from a 
decision of the Commissioner dissolving an interfer- 
ence because one of the parties had no right to make the 
claims of the issue, upon the ground that the decision 
of the Commissioner was interlocutory and not a final 
award of priority. After the return of the case to the 
Commissioner, he set aside his decision dissolving the 
interference and entered an award of priority. Upon an 
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appeal from that judgment the court entertained the 
same and passed upon the question of priority, notwith- 
standing no decision on the question of priority had ever 
been rendered by the Examiner of Interferences (Cosper 
vs. Gold and Gold; Cosper vs. Gold, 168 O. G., 787; 36 
App. D. C, 302). 

Townsend vs. Thullen (142 O. G., 1116; 32 App. D. C, 
575), was a case where the Primary Examiner granted 
a motion to dissolve the interference as to certain counts 
on the ground that Townsend had no right to make them. 
His decision was affirmed by the Examiners-in- Chief 
and by the Commissioner. An appeal was taken to 
the court and was entertained, the court holding that 
tha necessary result of the Commissioner's action was 
an award of priority to Thullen. 

In the New Departure Manufacturing Company, 
vs. Robinson (188 O. G., 1056; 39 App. D. C, 504), the 
Examiner of Interferences directed the attention of the 
Commissioner to a prior interference and the Com- 
missioner dissolved the interference upon the ground that 
the question Qf priority was res adjudicata by reason 
of the final decision in the prior interference. An appeal 
to the court was entertained, notwithstanding no decision 
in the proceeding had been rendered by any of the 
tribunals subordinate to the Commissioner. 

In the case of Moore vs. Chott (192 O. G., 520; 40 
App. D. C, 591), the Examiners-in-Chief reversed the 
action of the Primary Examiner rejecting the claims of 
the application. The Commissioner took up the case 
under his supervisory authority and refused the patent. 
The Court of Appeals of the District of Columbia held 
that the Commissioner acted within his authority and 
that the applicant's remedy was by regular appeal and 
not by a writ of mandamus. An appeal .to the United 
States Supreme Court was dismissed for lack of juris- 
diction (Chott vs. Ewing, 215 O. G., 1264; 237 U. S., 
197). 

In Mann vs. Brown (214 O. G., 1026; 43 App. D. C, 
457) where an interference was appealed to the Com- 
missioner and he dissolved the interference in view of a 
reference that applied to the party Mann and entered 
an order in his application refusing him a patent and 
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Mann appealed, the court held that the proceeding 
can not be changed from one statutory class to another 
and dismissed the appeal. 

In Carlin vs. Goldberg (236 O. G., 1222) a motion to 
dissolve on the ground that Carinas structure was in- 
operative had been granted by the various Patent Office 
tribunals. On petition of Carlin the Commissioner 
changed his decision to one awarding priority to Gold- 
berg on the ground that Carlin had no right to make the 
claims. The court held that the Commissioner had no 
jurisdiction to convert an appeal on the motion to dis- 
solve into an appeal on priority. It attempted to dis- 
tinguish from the Cosper vs. Gold case, supra, by stating 
that in the latter case the interference had been tried 
and was ripe for an award of priority and that the issue 
of priority turned upon Cosper's right to make the claim, 
but that in the case at bar a reversal of the Commis- 
sioner would operate as a grant of priority to Carlin 
and Goldberg would be deprived of his day in court on 
that issue. 

No appeal lies from the decision of the^Court of Ap- 
peals of the District of Columbia on an appeal from the 
Commissioner of Patents (Frasch vs. Moore, 137 O. G., 
230; 211 U. S., 1; Johnson vs. Muesser,.145 0. G., 767; 
212 U. S., 283; sec. 250 of the Judicial Code, and Chott vs. 
JEwing, 215 O. G., 1264; 237 U. S., 197). 

APPEALS TO THE EXAMINERS-IN-CHIEF AND TO 

THE COMMISSIONER. 

The first statutory provision for appeals within the 
Patent Office is found in the Act of March 2, 1861, 
which provides for an appeal from the Primary Exam- 
iners to the Examiners-in-Chief and from the Examiners- 
in-Chief to the Commissioner. The reasons and the 
conditions in the Patent Office which led to the enact- 
ment of this statute legally creating the lower appellate 
tribunal and providing for appeals to the Examiners-in- 
Chief and to the Commissioner may well be considered 
together. 

At the time of the passage of the Act of 1836 creating 
the Patent Office as a separate bureau of the State De- 
partment and for a long time thereafter, the amount of 
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business transacted by the Office was small and did not 
require the establishment of an appellate tribunal 
within the Office although, as heretofore noted, the act 
did provide an appeal from the decision of the Com- 
missioner. For example, the number of applications 
filed in the year 1840 was 765 and the number of patents 
granted, 473. In fact, the establishment of the Patent 
Bureau by the Act of 1836, with an office force of seven 
persons, as stated above, \fras generally regarded as 
extravagant. At that time the number of applications 
was so small that the Commissioner was presumed to 
examine them himself or to have the examinations made 
directly under his eye by the examining clerk. For a 
long time thereafter, the amount of work was not too 
great for the Commissioner personally to supervise it. 

The number of examiners did not exceed four until 
the year 1848, when the force was increased by the 
addition of two principal examiners and two assistant 
examiners. During this year the number of applica- 
tions was 1,628 and the number of patents granted 660. 
The entire Patent Office was, therefore, about the size 
of one of the present forty-three examining divisions and 
the relation of the Commissioner to his examining force 
at that time is comparable to that existing at present 
between the principal examiner of a division and his 
assistant examiners. 

The Patent Office was transferred from the jurisdic- 
tion of the State Department and made a bureau of the 
Interior Department upon the establishment of the 
latter in 1849. For a number of years prior to the estab- 
lishment of the Agricultural Bureau, the Commissioner of 
Patents had charge of the collection of agricultural 
statistics and some of the Patent Office reports in the 
forties are filled principally with matter relating to 
agriculture. For some years the duty of registering 
copyrights was also added to the other duties of the 
Commissioner of Patents. 

By 1853 the number of applications filed annually 
had increased to 2,673, and the Rules of Practice of the 
Patent Office for that year, page 16, states: 

It is not often that the Commissioner is able 
to investigate a case in person, and only in very 
especial circumstances can he. undertake it. 
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In the Rules of Practice issued February 20, 1854, 
first appeared the following rule : 

114. Should there be — notwithstanding these 
reasons — a second rejection, the applicant may 
in person, or by his agent, or in writing, as above 
contemplated, bring the matter before the com- 
missioner, who will, if possible, examine the case 
in person; but should he not be sufficiently at 
leisure, it will be referred to a board of examiners. 

The decision attained in either of these modes 
will be final, so far as the action of this office is 
concerned. The only remaining remedy will be 
by appeal in those cases allowed by law. 

Up to about this time apparently the Commissioner 
had endeavored to exercise a personal supervision over 
the actions of the examiners whether they were favorable 
or adverse to the grant of a patent. The annual report 
of the Commissioner of Patents for the year 1855, how- 
ever, contains the following statement: 

The multiplicity of business in the office renders 
it wholly impossible for the Commissioner to 
exercise a personal supervision over the decisions 
in each of the numberless cases presented for 
official action. When the Examiner reports in 
favor of granting a patent it is issued without 
further question or examination. 



This annual report for 1855 contains the first sug- 
gestion of "the appointment of an examiner-in-chief, 
whose sole duty would be to review the actions of the 
present examiners with a view to introducing correct- 
ness and uniformity of decision.' ' 

Rule 114 of the Rules of Practice of 1854, quoted 
above, indicates that at this time the business of this 
Office had become so heavy that it was impossible for 
the Commissioner personally to review the actions of 
examiners in all cases brought to his attention and that 
he instituted a board of examiners to relieve him of some 
of this work. This board, which was the forerunner of 
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the board of examiners-in-chief, is referred to in the 
annual report of the Commissioner of Patents for 1857, 
as follows (pp. 7-8) : 

Whatever might be the capabilities of the 
Commissioner for physical and mental labor, it 
would be impossible for him to discharge the 
administrative duties of his office, and hear, in 
person, all the appeals brought before him from 
the decisions of examiners. The usage has hence 
grown up of referring the investigation of most 
of these appeals to a board constituted for the 
occasion, consisting of two or more examiners, 
who make their report to the Commissioner. 
As these boards lack permanence, and from 
necessity, indeed, have been constantly changing 
without a critical examination of each report by 
the Commissioner — which is not practicable — 
uniformity in action and in the assertion of prin- 
ciple can not be maintained. To prevent in future 
that conflict, which has been so often deplored 
in the past, it has been recommended that there 
shall be appointed a permanent board of three 
examiners-in-chief, who shall be charged with 
the duty of hearing and determining upon all 
appeals from the judgment of the primary 
examiners. Such a tribunal would, no doubt, 
attain the end sought, arid the members of it — 
should their appellate duties not fully occupy 
their time — could, by the Commissioner, be 
assigned labor in the classes requiring such 
assistance with much advantage to the public 
service. 

In the Patent Office Report for 1858, the Commis- 
sioner states (p. 5) : 

Since the month of November, 1857, a board 
temporarily organized, and consisting of three 
examiners, specially detailed for this duty, have 
been occupied in the examination of appeals from 
the decisions of the primary examiners to the 
Commissioner. During the past year they investi- 
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gated and disposed of 535 cases, in most of which 
they have submitted elaborately prepared re- 
ports. The results of their action have been 
eminently satisfactory, and have commanded, it 
is believed, the entire confidence of the country. 

This matter is again referred to in the Commis- 
sioner's annual report for 1860 (p. 6), as follows: 

Previous to the month of December, 1857, it 
was the practice of the Commissioner to hear 
appeals in person from the adverse action of the 
examiners; but it was soon found, from the 
natural increase of the business of the Office, 
that this was becoming a physical impossibility; 
and hence was adopted the alternative of deputing 
temporary boards of examiners, which, in some 
measure, relieved the Commissioner of the burden 
thrown upon him. But the plan soon developed 
its own imperfections. Each board had its 
own principle of action, and, in many instances, 
this differed from the rules prescribed by the 
Commissioner. As a corrective, it was at length 
determined by Commissioner Holt to establish 
a permanent board of appeal within the Office, 
whose members, three in number, should be 
taken from the examining corps, and whose duty 
it should be to examine all ex parte rejected 
cases, and submit their report and recommenda- 
tion, as to their final disposal, to the Commis- 
sioner for his approval. This board has now been 
in existence for over three years, and the wisdom 
of its creation is a matter placed beyond all 
doubt. 

The volumes of the Commissioner's Manuscript 
Decisions shows that the action of this board was in 
the form of a report which if satisfactory to the Com- 
missioner, was approved and adopted by him. 

The above excerpts from various reports of the Com- 
missioner show that prior to 1861 the matter of ap- 
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peals to the Commissioner and later the reference of them 
largely to a board was not provided for by statute, but was 
a matter of usage or practice that gradually developed in 
the Office due to its growth and to the consequent in- 
ability of the Commissioner to attend in person to all the 
duties imposed upon him. 

The repeated recommendations of the Commissioners 
finally produced the desired result and Congress provided 
for the board of examiners-in-chief and for appeals within 
the Office in section 2 of the Act of March 2, 1861 (12 
Stat., 246) which reads as follows: 

And be it further enacted, That for the purposes 
of securing greater uniformity of action in the 
grant and refusal of letters patent, there shall be 
appointed by the President, by and with the 
advice and consent of the Senate, three examiners- 
in- chief, at an annual salary of $3,000 each, to 
be composed of persons of competent legal 
knowledge and scientific ability, whose duty it 
shall be, on the written petition of the applicant 
for that purpose being filed, to revise and deter- 
mine upon the validity of decisions made by 
examiners, when adverse to the grant of letters 
patent; and also to revise and determine in like 
manner upon the validity of the decisions of 
examiners in interference cases, and when re- 
quired by the Commissioner in applications for 
the extension of patents, and to perform such 
other duties as may be assigned to them by the 
Commissioner; that from their decisions appeals 
may be taken to the Commissioner of Patents 
in person, upon payment of the fee hereinafter 
prescribed; that the said examiners-in-chief shall 
be governed in their action by the rules to be 
prescribed by the Commissioner of Patents. 

Section 10 of the act fixed the fee for an appeal from 
the examiners-in-chief to the Commissioner at twenty 
dollars but no fee was required on an appeal from the 
examiners to the exanrneiv- in-chief. 
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The report of the Commissioner for 1865 contains the 
following recommendation for a ten-dollar fee on appeal 
to the examiners-in-chief: 

The Act of March 2 1861, provided for the 
appointment of a board of examiners-in-chief, 
whose duty it should be to revise and determine 
upon the validity of decisions made by examiners 
when adverse to the grant of letters patent. An 
experience of five years has fully confirmed the 
wisdom of the enactment, but it has at the same 
time demonstrated the necessity of additional 
legislation upon the subject. While a fee of 
twenty dollars is charged upon an appeal from 
the examiners-in-chief to the Commissioner, no 
charge is made for an appeal from the examiners 
to the board. It results from this that appeals 
are taken in many cases without a shadow of 
ground, and, in contested cases, merely for the 
purpose of delay. During the year 1865 there 
were 495 appeals taken to the board, of which 
number 166 remained undisposed of at the close 
of the year. If a fee of ten dollars were charged 
on appeals to the board it would check the number 
of frivolous appeals, and would be gladly paid by 
those inventors who are confident of the justice 
of their claim, as they would recognize it as secur- 
ing them an early decision in place of the delay 
of months to which they are now so generally 
subjected. 

After consultation with many inventors, and 
with solicitors in extensive practice, I am satisfied 
that the proposed amendment would be received 
with almost universal favor. 

This recommendation resulted in the Act of June 27, 
1866 (14 Stat., 76) fixing the fee for such appeal at ten 
dollars. 

The Act of 1870 and the Revised Statutes contain 
similar provisions and no material change appears until 
last year when. Congress increased the number of 
examiners-in-chief from three to five (Act of Feb. 15,1916). 
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BILL IN EQUITY UNDER SECTION 4915, REVISED 

STATUTES. 

An applicant has still another remedy from an adverse 
decision; namely, by bill in equity. Provision for this 
remedy is first found in section 16 of the Act of 1836 
which contained certain of the provisions now embodied 
in sections 4915 and 4918 of the .Revised Statutes. 

The first portion of section 16 of the Act of 1836 reads: 

And be it further enacted, That whenever there 
shall be two interfering patents, or whenever a 
patent on application shall have been refused on 
an adverse decision of a board of examiners, on 
the ground that the patent applied for would 
interfere with an unexpired patent previously 
granted, any person interested in any such patent, 
either by assignment or otherwise, in the one case, 
and any such applicant in the other case, may 
have remedy by bill in equity. 

At this time it will be recalled, the appellate tribunal 
to the Commissioner was a "board of examiners." The 
Act of 1839, which substituted for this tribunal the Chief 
Justice of the District of Columbia, alsp changed and 
enlarged the remedy by bill in equity. Section 10 of 
the Act of 1839 provides — 

And be it further enacted. That the provisions 
of the sixteenth section of the before-recited act 
shall extend to all cases where patents are refused 
for any reason whatever, either by the Commis- 
sioner of Patents or by the Chief Justice of the 
District of Columbia, upon appeals from the 
decision of said Commissioner, as well as where 
the same shall have been refused on account of, or 
by '.reason of, interference with a previously 
existing patent; and in all cases where there is no 
opposing party, a copy of the bill shall ,be served 
upon the Commissioner of Patents, when the 
whole of the expenses of the proceeding shall be 
paid by the applicant, whether the final decision 
shall be in his favor or otherwise. 
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The provisions of this act are substantially the same 
as those of section 52 of the Act of 1870 and of present 
section 4915 of the Revised Statutes, except for the 
substitution of the "Supreme Court of the District of 
Columbia" in the latter in place of "Chief Justice of the 
District of Columbia" in the former. Since the Act of 
1893, it is the refusal of the patent by the Court of 
Appeals of the District of Columbia that entitles the 
applicant to a remedy by bill in equity. 

The remedy provided by bill in equity under section 
4915, Revised Statutes, is not an appeal from the de- 
cision of the Commissioner or the decision of the court 
rendered on appeal from the Commissioner's decision, 
but is an original proceeding in which new or additional 
testimony may be taken and the case determined upon a 
new record. Referring to section 4915, Revised Statutes, 
the United States Supreme Court states in Butterworth 
vs. Hoe (112 U. S., 50; 1884, C. D., 429): 

It is thereby provided that the applicant may 
have remedy by bill in equity. This means a 
proceeding in a court of the United States having 
original equity jurisdiction under the patent 
laws, according to the ordinary course of equity 
practice and procedure. It is not a technical 
appeal from the Patent Office, like that author- 
ized in section 4911, confined to the case as made 
in the record of that office, but is prepared and 
heard upon all competent evidence adduced and 
upon the whole merits. 

It appears to be settled that a bill in equity under 
section 4915, Revised Statutes, can not be maintained 
until the complainant has exhausted his remedy by 
appeal (Kirk vs. Com. of Pats., 37 0. G., 451; Prindle vs. 
Brown, 136 F. R., 616; Walker on Patents, £. 118). It 
is not clear that there are now any cases in which a bill 
in equity to obtain a patent can be maintained until after 
an appeal has been taken from the decision of the Com- 
missioner to the Court of Appeals of the District of 
Columbia. Between the years 1870 and 1893, however, 
the statutes did not provide an appeal from the decision 
of the Commissioner on priority in an interference case 
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and the defeated party's only remedy was by this bill 
directly from the Commissioner's decision. Walker (p. 
118) states that " where the Commissioner withholds 
a patent by virtue of his general supervisory authority, 
the remedy now under consideration is the only one to 
which the applicant can resort, for no appeal lies to the 
Court of Appeals of the District of Columbia/ 7 citing 
in support thereof Hull vs. Com. of Patents, 7 0. G., 
559; 8 0. G., 46. In the recent case of Moore vs. Chott, 
192 0. G., 520; 40 App. D. C, 591, where a patent had 
been refused by the Commissioner under his supervisory 
authority even after it had been allowed by the examiners- 
in-chief, the Court of Appeals of the District of Columbia 
held that the applicant's remedy was by direct appeal to 
that court from the decision of the Commissioner. 

In view of this case and of the court's decisions in the 
cases of Selden and Mattulath, supra, where appeals 
were entertained from the holding of the Commis- 
sioner that the applications were abandoned, and of 
the case of Heany and others, heretofore cited, in which 
the court indicated it had jurisdiction by appeal from 
any holding of the Commissioner that had the effect of 
denying an applicant a patent, it appears that the above 
statement of Walker is not now correct and that the por- 
tion of section 4915, Revised Statutes, providing that 
an applicant may have remedy by bill inequity " when- 
ever a patent on application is refused, either by the 
Commissioner of Patents or by the Supreme Court of 
the District of Columbia" is a dead letter so far as the 
reference to the Commissioner is concerned. 

The remedy by bill in equity is a part of the applica- 
tion for the patent and is governed by the rule of sec- 
tion 4894, Revised Statutes, as to laches. In other 
words, unless the bill is filed within one year from the 
decision of the Court of Appeals of the District of Co- 
lumbia, it must be shown to the satisfaction of the court 
that the delay was unavoidable (Gandy vs. Marble, 
39 0. G., 1423; 122 U. S., 432; Westinghouse Electric 
& Mfg. Co. vs. Ohio Brass Co., 186 F. R., 518). 

The complainant in the suit may be the applicant or 
the assignee (Smith vs. Thompson, 177 F. R., 721 ; Wende 
vs. Thompson, 191 F. R., 620). 
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If there is a party whose interests are adverse to those 
of the complainant, such as an opponent in an inter- 
ference, he should be made the defendant and the bill 
filed in the federal district court for the judicial district 
of which that party is an inhabitant. Where there is no 
opposing party, the bill must be served on the Commis- 
sioner of Patents and filed in the Supreme Court of the 
District of Columbia unless he consents to accept service 
and appear elsewhere (Butterworth vs. Hill, 31 O. G., 
1043; 114 U. S., 129; Illingworth vs. Atha, 51 O. G.. 
803; 42 F. R., 141). 

Where the defeated party in an interference proceeding 
seeks remedy by bill in equity, the question of the 
patentability of the claims may be raised and will be 
considered by the court (Hill vs. Wooster, 50 O. G., 560; 
132 U. S., 693; Richards vs. Meissner, 155 F. R., 135; 
Hansen vs. Slick, 216 F. R., 164). 

The court is without authority under section 4915 to 
enjoin the Commissioner from issuing a patent to the 
successful party in an interference proceeding (Illing- 
worth vs. Atha, 42 F. R., 141), and it is the practice of 
the Patent Office not to withhold the patent to the suc- 
cessful party pending the determination of a suit in 
equity under section 4915, Revised Statutes (Sargent, 12 
0. G., 475; Wells vs. Boyle, 43 O. G., 753; Dunbar vs. 
Schellenger, 128 O. G., 2087; Mclntyre vs. Perry, 169 
O. G., 943). 

An appeal lies from the decree of the Supreme Court 
of the District of Columbia to the Court of Appeals of 
the District of Columbia or from a federal district court 
to the Court of Appeals of the same judicial circuit in 
cases under section 4915, Revised Statutes, as in other 
equity cases. Formerly an appeal could be taken to the 
United States Supreme Court as shown by the fact that 
that court entertained jurisdiction in Gandy vs. Marble, 
39 O. G., 1423; 122 U. S., 432; Hill vs. Wooster, 50 O. G., 
560, 132 U. S., 120, and Morgan vs. Daniels, 67 O. G., 81 1 ; 
153 U. S., 120. In Durham vs. Seymour, 74 O. G., 1731 ; 
161 U. S., 235, ihe* Supreme Court held that the Acts 
of March 3, IT I . and of March 3, 1885, respectively, did 
away with ai»r«oals of this kind from the circuit courts 
and the Supreme Court of the District of Columbia. 
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Th« Judicial Code, Act of March 3, 1911, continues the 
practice of not permitting appeals in such cases to the 
United States Supreme Court. 

As shown by this elaborate system of remedies, the 
patent laws are, as stated in one court opinion, supremely 
indulgent to the claims of inventors. Various Commis- 
sioners, and others, have recommended doing away with 
some of these remedies and appeals, both within and 
without the Office. 

In view of the expense to which a defeated party in 
an interference proceeding may subject the successful 
party and of the length of time during which it is possible 
to prevent him from receiving his patent ; also of the long 
period an applicant may keep his rejected application 
alive, much may be said in favor of limiting the number of 
remedies. A discussion of the subject, however, would 
unduly extend this paper. 

January 18, 1917. 
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Following her proclamation, on November 30, 1601, she 
delivered what proved to be her valedictory known as the 
Golden Speech of Queen Elizabeth to her last Parliament. It 
throws so much light on the very beginning of the patent 
system that I shall quote some passages of it:* 

' i Since I was Queen/ ' she says, "yet did I never put my 
pen to any grant but upon pretext and semblance made me 
that it w r as for the good and avail of my subjects generally, 
though a private profit to some of my ancient servants, who 
have deserved well ; but that my grants shall be made griev- 
ances to my people, and oppressions to be privileged under 
color of our patents, our princely dignity shall not suffer it. 

"In my governing of this land, I have ever set the last 
judgment day before mine eyes, and so to rule as I shall be 
judged and answer before a higher Judge, to whose judg- 
ment seat I do appeal ; in that never thought was cherished 
in my heart that tended not to my people's good. 

"And if my princely bounty have been abused, and my 
grants turned to the hurt of my people contrary to my will 
and meaning, or if any in authority under me have neglected, 
or converted what I have committed unto them, I hope God 
will not lay their culps to my charge. 

"To be a King and wear a crown is a thing more 
glorious to them that see it than it's pleasant to them 
that bear it: * * * * The cares and troubles of a 
crown I cannot more fitly resemble than to the drugs 
of a learned physician, perfumed with some aromatic savor. 
* * * * p QT m y own p ar ^ we re it not for conscience 

sake to discharge the duty that God hath laid upon me, 
and to maintain His glory- and keep you in safety, in 
mine own disposition I should be willing to resign the 
place I hold to any other, and glad to be freed of the 
glory with the labors, for it is not my desire to live nor to 
reign longer than my life and reign shall be for your good. 
And though you have had and may have many mightier and 
wiser princes sitting in this seat, yet you never had nor shall 
have anv that will love vou better. 

"Thus, Mr. Speaker, T commend me to vour royal loves, 
and yours to my best care and your further counsels, 

♦The History of the English Patent Law is derived mainly from "The English 
Stents of Monopoly", by William Hyde Price, Harvard University Press, 1913. 



and I pray you, Mr. Controller and Mr. Secretary, and you 
of my Council, that before these gentlemen depart to their 
countries, you bring them all to kiss my hand." 

Patents began to be granted by the King as early as the 
reign of Edward III, distinguished as it was by great intel- 
lectual and industrial development. A grant by Edward to 
John Perchy of the sole right to import wines into London 
was adjudged void by Parliament. On the other hand a 
charter granted by Henry VIII to the physicians of London 
was confirmed by Parliament. The statute of monopolies of 
1624 expressly excepted all grants allowed or confirmed by 
Act of Parliament from its declaration of invalidity. 

The Conflict Over the Royal Prerogative. 

These facts are evidence of a great controversy between the 
Crown on the one hand attempting to assert its prerogative, 
and Parliament and the common law judges seeking to annul 
the patents. 

Subjects were warned by the Crown against infringement 
"upon pain of imprisonment of their bodies and forfeitures 
of all and every the said materials, instruments and things 
aforesaid, which shall be wrought, framed and made by any 
person or persons contrary to the tenor of these presents and 
royal prohibition therein." The exercise of the prerogative 
was not limited to encouraging inventors. It was a sort of 
protective system, "by the cherishing of manufactures of 
all sorts among the people whereby great numbers of them 
are set on work and maintained and much treasure thereby 
saved kept within the Kingdom, which was unthriftily other- 
wise spent in the maintenance of manufactures abroad 
whereby strangers in foreign parts have received employ- 
ment' ' (Mansell Patent Extension, 1634). It was made use 
of to preserve the forests. For example, the patent to Man- 
sell on the making of glass with the use of coal as fuel 




BEARING OF THE CONTRACT THEORY OF PATENTS 

ON CERTAIN DEFENSES. 



Toward the close of 1601 the numerous patents relating 
to commerce and manufacture which Queen Elizabeth had 
granted were subjected to vigorous attack in Parliament. 
Raleigh, Cecil and Bacon defended the royal prerogative and 
the patents granted by virtue thereof. The Queen finding 
that they were unable to stem the tide of opposition, by 
proclamation dated November 28, "of her mere grace and 
favor to all her loving subjects, and by her regal power and 
authority" declared void a number of these grants and as to 
those still left in force decreed "that all and every her High- 
ness ' loving subjects, that at any time hereafter shall find 
themselves grieved, injured or wronged by reason of any of 
the said grants, or any clause, article or sentence therein con- 
tained, may be at his or their liberty to take their ordinary 
remedy by her Highness' laws of this realm, any matter or 
thing in any of the said grants to the contrary notwithstand- 
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mg." 

While thus graciously permitting these matters to be tried 
in the Queen's bench she reaffirmed her right to make such 
grants, saying: "And as her Majesty doth greatly commend 
the duty and obedience that her loving subjects have yielded 
in conforming themselves to the said grants, being under the 
great seal of England : So her Majesty doth notify and sig- 
nify by these presents that if any of her subjects shall sedi- 
tiously or contemptuously presume to call in question the 
power or validity of her prerogative royal, annexed to her 
imperial crown, in such cases all such persons so offending 
shall receive severe punishment, according to their de- 
merits. ' ' 



grants by Parliament. It is true that he was at last forced 
largely to annul his grants, decreeing among other things that 
all patents not put into use within three years should be re- 
called. But these concessions came just before the assembling 
of the long Parliament. The controversy which led to his 
decapitation is intimately connected with the agitation over 
the exercise of his prerogative. 

After the establishment of the Commonwealth, certain mo- 
nopolies were maintained because it had developed that they 
furnished an easy method of collecting taxes. The most not- 
able was the monopoly of soap. The system of grants irre- 
spective of novelty faded out of the English law only with 
the development of more rational and equitable methods of 
taxation. 

During the whole course of this agitation against monopo- 
lies, it will be seen, the question of the right to grant patents 
for inventions was confused with a number of other questions 
contributing to the establishment of the monopolies. These 
questions were, the right of the Crown to prohibit citizens 
from entering into certain lines of business and to grant 
leave to certain citizens to enter into certain lines of busi- 
ness; to prohibit the exportation of certain classes of raw 
material or goods, commonly called embargo ; to prohibit the 
importation of certain classes of raw material or goods, or 
to impose a tax thereon in the nature of a tariff protection ; 
the granting of charters to corporations; the regulation and 
control of mining operations ; the conservation of the forests ; 
and the like. 

Patents as Contracts. 

In the course of this development certain principles were 
established which are still important. One bears on the 
subject under discussion, viz.: 

The grant was a contract between the Crown and the 
patentee, his heirs and assigns. Some of the old patents 



Tivere in the form of indentures and the Crown was at times 
a partner. James I invested one hundred thousand pounds 
sterling in the Royal alum works, operating under a patent. 
This illustrated how completely they were matters of royal 
prerogative. Yet out of this idea of contract between Crown 
and patentee undoubtedly developed the modern conception 
that a patent is a contract. Originally the consideration need 
not be but frequently was some discovery, invention or new 
importation. Originally also disclosure of the new thing was 
not required as a condition of the patent. But slowly out of 
the great confusion of ideas was evolved the conception of a 
transaction in the nature of a contract according to which a 
grant is made in consideration of and coextensive with an 
immediate disclosure of something which is new and useful 
to the public. As Lord Eldon stated it in Cartwrigkt v. 
Earner, patents were to be "considered as bargains between 
the inventors and the public, to be judged of on the principle 
of keeping good faith by making a fair disclosure of the 
invention. ' ' 

It was a logical step from this that anyone having an in- 
vention to communicate might obtain a grant; and thus the 
King's prerogative disappears as an influence in the patent 
system. As I have already hinted, it played, I believe, a far 
more important part than it is given credit for in the de- 
velopment of the system. The critical view of patents which 
the courts of England took for more than a century after the 
passage of the Statute of Monopolies in 1624, tends to show 
that the exception therein in favor of new inventions and 
importations was not especially a popular effort to develop 
industries and encourage invention. The exception is, rather, 
evidence of the King's influence, who was able to save from 
the general prohibition of monopolies so much of the royal 
prerogative. 

With the disappearance of the royal prerogative there dis- 
appeared also another conception, viz., that the right to use 
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an invention arose out of the grant. The old patents con- 
tained two separate clauses, one specifically granting the 
right to make use of the invention and the other prohibiting 
any one else from doing so. It was customary for the Kings 
to grant licenses to trade. Many were granted by Henry III. 
One dated in 1248 granted " power to Jordan de Bruneswik 
to conduct from beyond seas to England ministers cunning 
in any kind of minting and exchange of silver to do in the 
realm what pertains to the business of each and to receive 
their wages/ ' When, however, it became established that 
freedom of trade is the birthright of every subject and mo- 
nopolies were strictly limited to new manfactures, the grant 
carried with it no right of use and no restriction of estab- 
lished trade but merely the right to exclude others from en- 
joyment, of the new thing. The words of the granting clause 
of our patents "the exclusive right to make, use and vend 
the said invention" which is recited in Section 4884 of the 
Revised Statutes, is an heritage of the old idea that the grant 
conferred the right to use as well as the right to exclude 
others from using. 

Patents began to be granted in the American Colonies 
about the time of the protectorate. One is recorded in the 
General Court in Boston as early as 1641. Just after the 
Revolutionary War some states granted patents. The patent 
Act of 1793 made special provision for their surrender upon 
the granting of federal patents. James Rumsey of Maryland 
was granted the exclusive right by Maryland and Virginia 
"of navigating their rivers with his newly invented steam- 
boat." The developments of Fulton led to similar rights 
being granted by a number of the States, notably New York 
and New Jersey, all of which were held void by the Supreme 
Court of the United States in the case of Gibbons v. Ogden, 
reported in 9 Wheaton. These matters need not detain us, 
because the Constitution of the United States in its practical 
effect put the entire matter into the control of the Federal 
Legislature. Article 1, Section 8, reads as follows: 
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The Congress shall have power * * * * to promote 
the progress of Science and Useful Arts, by securing for 
limited Terms to Authors and Inventors the exclusive Right 
to their respective Writings and Discoveries." 

Under this provision Congress, if it undertakes to provide 
a patent system, must enact one which is primarily directed 
to rewarding inventors and the only reward is to secure to 
them exclusive rights for limited periods. A system which is 
not characterized by these features is de hors the Constitu- 
tion. 

Acting under this authority Congress has passed four acts 
which have in turn been the basis of our entire patent system ; 
the Acts of 1790, 1793, 1836 and 1870. The Act of 1870 be- 
came the basis of the present provisions of the Revised 
Statutes controlling patents. 

It is desirable to bring out one point in which these funda- 
mental patent acts all agree with each other. 

The Act of 1790 contained the clause "if it shall appear 
that the patentee was not the first and true inventor or dis- 
coverer, judgment shall be rendered," etc. The phrase "not 
originally discovered by the patentee," equivalent as thero 
used to "first inventor, ' ' is in the Act of 1793. The Act of 1836 
lacked these expressions, but contained among the defenses 
"that the patentee was not the original and first inventor or 
discoverer of the thing patented." In another section it was 
provided that if when the patentee made application he be- 
lieved himself to be the first inventor, his patent should not be 
held void because the invention was previously known or 
used in a foreign country provided it had not been described 
in a publication. This is substantially the condition of the 
present statutes. 

It will thus be seen that from the very start the Constitu- 
tion and the Acts passed to carry its provisions into effect 
excluded from consideration anything equivalent to the Brit- 
ish conception of right derived from importation. While sub- 
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sequent to 1836 one might obtain a patent for something 
which was known abroad, he must not have known of it when 
he filed his application and it must not have been described 
in a printed publication. The British idea had been evolved 
at a time when anyone who went down to the sea in ships 
was in danger from the violence of enemies and when the 
King's prerogative was wide respecting all dealings with 
foreign parts. I believe that the necessity for excluding all 
rights arising out of importation (which was still a feature 
of the British system) was the reason for the use of " first 
inventor/ ' "originally invented" and similar expressions in 
our statutes. I shall have occasion to recur to this point 
later on. 

Definition. 

Having thus briefly reviewed the history in certain of its 
features of the patent systems of Great Britain and this 
country, I shall venture the following definition of a patent 
for an invention under the laws of the United States : 

A patent for an invention is a contract between a party 
claiming to be the inventor thereof and the Government, 
made in consideration of a disclosure of the invention by 
the claimant in his application, and proceedings taken as 
required by statute, and evidenced by letters patent convey- 
ing a grant by the Government to the inventor and his as- 
signs, for a limited period, of the right to exclude all others 
from making, using, and selling the invention patented. 

In popular language, of course, the word patent means the 
original document, or a printed copy of the illustrations and 
description attached thereto, or the invention itself, or some 
particular physical embodiment of it. I shall myself have to 
use the word in one of its popular meanings for mere conve- 
nience. But my definition is directed to the mutual legal 
rights of the parties evidenced by the original document 
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constituting the letters patent. Just as every written memo- 
randum of agreement is merely an indenture witnessing the 
agreement, so the letters patent are only evidence of a con- 
tract 

In the course of this discussion I attach so much import- 
ance to the contract theory of patents that I wish to call your 
attention not merely to the discussions of the theory found in 
the text books as, for example, in Walker, Section 152, or 
Robinson, Section 40, but chiefly to the very interesting case 
of Grcmt v. Raymond, 6 Peters, 218. In this case the Su- 
preme Court, speaking through Chief Justice Marshall 
recognized the right of reissue in the absence of statutory 
provision therefor, basing its conclusion on the fact that the 
patent is a contract. I quote the following passage from 
Brodix's American and English Patent Cases, Vol. 4, pages 
271-272: 

"To promote the progress of useful arts, is the interest 
and policy of every enlightened government. It entered into 
the views of the framers of our Constitution, and the power 
* to promote the progress of science and useful arts, by secur- 
ing for limited times, to authors and inventors, the exclusive 
right to their respective writings and discoveries, ' is among 
those expressly given to Congress. This subject was among 
the first which followed the organization of our Government. 
It was taken up by the first Congress at its second session, 
and an act was passed authorizing a patent to be issued to the 
inventor of any useful art, etc., on his petition, ' granting to 
such petitioner, his heirs, administrators, or assigns, for any 
term not exceeding fourteen years, the sole and exclusive 
right and liberty of making, using and vending to others to 
be used the said invention or discovery/ The law further 
declares that the patent ' shall be good and available to the 
grantee or grantees, by force of this act, to all and every in- 
tent and purpose herein contained. ' The amendatory act, of 
1793, contains the same language, and it cannot be doubted 
that the settled purpose of the United States has ever been, 
and continues to be, to confer on the authors of useful in- 
ventions an exclusive right in their inventions for the time 
mentioned in their patent. Tt is the reward stipulated for 
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the advantages derived by the public for the exertions of the 
individual, and is intended as a stimulus to those exertions. 
The laws which are passed to give effect to this purpose 
ought, we think, to be construed in the spirit in which they 
have been made, and to execute the contract fairly on the 
part of the United States, where the full benefit has been 
actually received, — if this can be done without transcending 
the intention of the statute, or countenancing acts which are 
fraudulent or may prove mischievous. The public yields noth- 
ing which it has not agreed to yield — it receives all which it 
has contracted to receive. The full benefit of the discovery, 
after its enjoyment by the discoverer for fourteen years, is 
preserved ; and for his exclusive enjoyment of it during that 
time the public faith is pledged. That sense of justice and 
of right which all feel, pleads strongly against depriving the 
inventor of the compensation thus solemnly promised, be- 
cause he has committed an inadvertent or innocent mis- 
take.' ' 

See also : 

Century Electric Co. v. Westingkouse Electric Co., 191 

F. R., 350 ; 
Nat'l Tube Co. v. Cyrus Mark, C. C. A., 6th Cir., de- 
cided July 25, 1914. 
In the making of these contracts the Government is repre- 
sented by the Patent Office. With whom may the Patent 
Office enter into such contracts? That is to say, to whom 
may it make grants? 

The section of the Revised Statutes which directly answers 
this question is § 4886. There are two sections numbered 
4886, the one applicable to patents granted or to be granted 
on applications filed prior to January 1, 1898, the other ap- 
plicable to all patents granted or to be granted upon appli- 
cations filed since that date. The difference between these 
two sections does not concern us. The section as contained 
in the Act of March 3, 1897, reads as follows : 

"Any person who has invented or discovered any new and 
useful art, machine, manufacture, or composition of matter, 
or any new and useful improvements thereof, not known or 



13 

used by others in this country, before his invention or dis- 
covery thereof, and not patented or described in any printed 
publication in this or any foreign country, before his inven- 
tion or discovery thereof, or more than two years prior to 
his application, and not in public use or on sale in this coun- 
try for more than two years prior to his application, unless 
the same is proved to have been abandoned, may, upon pay- 
ment of the fees required by law, and other due proceeding 
had, obtain a patent therefor." 

I shall now discuss in a general way the rights which the 
Patent Office must guard while making the grants authorized 
by this section of the Revised Statutes. 



The Rights of the Contracting Pabties. 

There are three classes of rights of this character, viz. : 

1. The rights of the Government, 

2. The rights of the general public. 

.3. The rights of rival inventors, involving interferences. 

1. Under the rights of the Government may be mentioned 
the right to the fees, the right of the Office to enforce its 
rules, to protect itself against unreasonable inconvenience, 
against fraud attempted to be practiced upon it and the like. 
These are fairly obvious, but should be clearly distinguished 
from the other two classes of rights. 

2. The second group is the rights of the general public. 
These are four-fold, viz.: 

The right to be protected against the granting of a patent, 

(a) Where the applicant has not invented the thing to 
be patented. The constitutional provision is sufficient 
authority for this statement. 

(&) Where the applicant has not taken the steps required 
by the statute or if so has not taken them within the time 
limited thereby. This is with reference to the due proceed- 
ing mentioned in Section 4886. 

Thus he must not fail to disclose the invention upon 
which the patent is to be based, in his application therefor; 
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nor to particularly point out and distinctly claim what is 
his invention or discovery (Sec. 4888) ; nor to file within 
two years of the first public use or publication and within 
one year after his first application for foreign patent 
granted before his patent here is granted. 

Again there is the right of the public to be protected 
against the granting of a patent, 

(c) Where it was already in possession of the thing sought 
to be patented before the applicant made his invention. I 
shall discuss this point in more detail when I come to con- 
sider the defense of anticipation or want of novelty. 

Finally there is the right of the public to be protected 
against the granting of a patent. 

(d) Where the Government has already once paid the 
price of disclosure by granting a valid patent to the same 

or another inventor for the same invention. There mav not 

» 

be two valid patents based upon the same indivisible dis- 
closure. The patent specification must set forth the sub- 
ject-matter in consideration for the disclosure of which 
the patent is granted; and the public has the right to be 
protected against risk of being twice mulcted where the 
same identical subject-matter is involved. I shall have oc- 
casion to refer to this point again when considering the 
second of the defenses recited in Section 4920. 

It is believed that the foregoing enumeration exhausts 
the rights of the general public. No member of the gen- 
eral public, as such, is under our system given the right to 
oppose the granting of a patent. It is the duty of the 
office, where there is just cause, to refuse the grant and 
thus to protect the public interest. The Office may draw 
information from any source but nobody outside of the 
Office has any officially recognized standing except in de- 
fense or support of his own right to a patent. This brings 
us to the consideration of the third of the above groups, 
viz., the rights of rival inventors. 
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3. The provision of the statute upon interferences is Sec. 
4904, which provides that where there are rival applicants or 
an applicant for a patent to an invention already patented 
to another whose patent has not expired, the Office must 
proceed "to determine the question of priority of inven- 
tion." This phrase "priority of invention" occurs no- 
where else in the statute. It is intended to cover only those 
eases where two parties are claiming the same thing as 
against the public. 

T have thus briefly outlined the fundamental rights to be 
protected, because I believe that a study of them will ex- 
plain much that is difficult in the decisions. There is con- 
fusion in part between the rights of an individual as a mem- 
ber of the general public on the one hand and as a claim- 
ant for a patent on the other. The statute must cover #11 
such rights, and that in broad and general language. But 
inferences drawn from the general language of the statute 
must be strictly in accord with the fundamental rights 
which have been pointed out. 

Let me take a particular illustration. It is very often 
said that the present statute requires the Office to grant 
the patent to the first inventor. As has been shown, it does 
not contain such a requirement. At the most it is there 
by inference. It is true that the applicant must swear that 
he believes himself to be the original and first inventor. But 
Sec. 4886 says that any person who has invented something 
of patentable character may receive a patent upon due 
proceedings which include only the prescribed oath, pro- 
vided that the thing was new and not public when he in- 
vented it, nor more than two years before he applies. The 
language is too broad to warrant the statement that a pat- 
ent is not valid if it be granted to one who is not the 
original and first inventor, unless the question, who is the 
first inventor, be considered with reference to the right 
which it is sought to protect against invasion. Is it a pub- 
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lie right or a private right? Is the question one of anticipa- 
tion or of priority? 

This distinction arises out of the contractual character 
of patents. The general public, through the statute, as an 
encouragement to invention and an inducement to disclos- 
ure, offers a patent to anyone who comes forward with a 
new and useful thing which he has invented. New means 
new to the public, one party to the contract; just as use- 
ful means useful to the public. If the thing itself is not in 
the public knowledge or public use, it is new as against the 
public unless novelty is negatived by the statutory equiva- 
lent of public knowledge or use of the thing itself, viz., a 
patent or printed publication describing it. I shall take 
occasion to review the cases upon this point of anticipa- 
tion but at the moment I can only state my view that in so 
far as any public right against a patentee is concerned, 
new means new to the public and does not require that no- 
body ever thought of it or applied for a patent for it or 
used it before the patentee. 

But there may be a third party to be considered in con- 
nection with the contract which the Government is about to 
enter into; for there may be two inventors, or more, for 
that matter. The Government must keep faith with all of 
these parties. It has invited anyone who has invented to 
seek a patent. Where there are rival claimants the one 
must win who has the best right. In such a case there 
arises a contest of priority, where the patent should be 
granted to the one who is the original and first inventor. 
In considering such rival private rights public knowledge 
of what has been done is of importance only in so far as it 
is necessary to protect against unreasonable delay in put- 
ting the public in possession of the invention, or fraud which 
may be aided by concealment. Thus sketches which are 
closely guarded, workings in secret, applications for patent, 
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all may be important and even controlling in determining 
the private right which is in controversy. 

Automatic Weighing Machine Company v. Pneumatic 
Scale Corp., 166 F. R., 288. 
I now wish to take up the different lines of cases illus- 
trating the points which I have briefly outlined above. 

Discussion of Cases. 

Anticipation. Upon this point I wish to bring out at the 
start that public use and public knowledge means knowledge 
and use of the actual thing and not a drawing or descrip- 
tion thereof. In the case of Coffin v. Ogden, 85 U. S., 120, 
the Supreme Court said: 

"The whole act is to be taken together and construed in 
the light of the context. The meaning of these sections 
must be sought in the import of their language, and in the 
object and policy of the legislature in enacting them. The 
invention or discovery relied upon as a defense must have 
been complete, and capable of producing the result sought 
to be accomplished; and this must be shown by the defend- 
ant. The burden of proof rests upon him, and every rea- 
sonable doubt should be resolved against him. If the thing 
were embryotic or inchoate; if it rested on speculation or 
experiment; if the process pursued for its development had 
failed to reach the point of consummation, it cannot avail 
to defeat a patent founded upon a discovery or invention 
which was completed, while in the other case there was only 
progress, however near that progress may have approxi- 
mated to the end in view. The law requires not conjec- 
ture, but certainty. If the question relates to a machine, 
the conception must have been clothed in substantial forms 
which demonstrate at once its practical efficacy and utility." 

I shall not quote other cases, but I cite the following: 
Lyman Company v. Laler, F. C. 8632; Ellithorpe v. Robert- 
son, F. C. 4408 ; Stillwell et al. v. Cincinnati Compcmy, F. C. 
13,453; and Detroit Lubricator Manufacturing Company v. 
Renchard, 9 F. R. 293. 
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The knowledge and use relied upon must be public (Gay- 
lor v. Wilder, 51 U. S., 477.) Secret knowledge or use, even 
though carried to the point of commercial operation, does 
not constitute an anticipation (Matthes v. Burt, 114 0. G., 
764; Acme Company v. Gary Manufcucturing Company, 96 
F. R., 344; Boyd v. Cherry, 50 F. R M 279, 283; Matheson 
v. Campbell, 69 F. R., 597, 604; BuUock v. Jones, Fed Cas., 
2132, and Heath v. HUdreth, Fed. Cas., 6309). And even 
though an inventor may himself seek a patent, he cannot 
prevail over a subsequent inventor by reason of an actual 
reduction to practice and use thereof which he has kept 
secret until stirred by his rival (Mason v. Hepburn, 84 0. G., 
147, and Thompson v. Weston, 99 O. G., 864). 

If the existence of an actual machine or the physical 
thing can not be proved and recourse is had to other evi- 
dences of prior knowledge, only the statutory equivalent of 
actual knowledge and use can avail. As the Supreme Court 
said of the Corn-Planter patent, 23 Wallace, 181: "Can 
the fact that such an application was made and afterward 
voluntarily withdrawn and never renewed, make any differ- 
ence! We think not. Had a patent been actually granted 
to Remy and Kelly it would have been different The case 
would then have come directly within the 7th section of the 
Act of 1836, which makes a ' patent ' or a * description in a 
printed publication' of the invention claimed a bar to a 
further patent therefor. But a mere application for a pat- 
ent is not mentioned as such a bar." 

Trade circulars describing the invention have been ex- 
cluded because not addressed to the general public and 
therefore not the printed publications of the statute (Par- 
sons v. Colgate, 15 F. R., 600; New Process Fermentation 
Company v. Koch, 21 F. R., 580 ; and Britton v. White Manu- 
facturing Company, 61 F. R., 93). 
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Effective Date of a Patent Considered as an Anticipation 

Only. 

In the case of Bates v. Coe, 98 U. S., 31, the Supreme 
Court said that the defense t)f prior patenting or publication 
is established if the patent introduced for the purpose, 
whether foreign or domestic, was duly issued or the complete 
description of the invention was published in some printed 
publication prior to the patented invention in suit; and the 
patent offered in evidence or the printed publication will 
be held to be prior, if it is of prior date to the patent in 
suit unless the patent in suit is accompanied by the applica- 
tion for the same, or unless the complainant introduces 
parol proof to show that his invention was actually made 
prior to the date of the patent, or prior to the time the ap- 
plication was filed. But the court added: 

" Neither the defendant in an action at law nor a re- 
spondent in an equity suit can be permitted to prove that 
the invention described in the prior patent, or the inven- 
tion described in the printed publication, was made prior 
to the date of such patent or printed publication, for the 
reason that the patent or publication can only have the 
effect as evidence that is given to the same by the Act of 
Congress. Unlike that, the presumption in respect to the 
invention described in the patent in suit, if it is accom- 
panied by the application for the same, is that it was made 
at the time the application was filed; and the complainant 
or plaintiff may, if he can, introduce proof to show that it 
was made at a much earlier date." 

In this great line of cases (there are many others) the 
courts were not considering questions of pleading, but of 
substantial right. Where the question is one of anticipa- 
tion it must be shown that the knowledge was already 
available to the public before the patentee made his inven- 
tion. 
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Effective Date Where Two Patents Have Been Granted 

for a Singm} Invention. 

There are cases seemingly at variance with this principle 
which on careful study will be found to come under a differ- 
ent rule. I have already mentioned the fact that the public 
must be protected against being called upon to give two 
grants in consideration of the disclosure of the same thing. 

1. The case of Drewson v. Hartje Mfg. Co., 131 F. R., 734, is 
here in point. In that case the patent to Drewson was held 
to be void because of a patent to Symons which was filed 
before but was granted after Drewson filed. But both of 
these patents were for devices for separating liquid from 
gases. Symons claimed the device just as clearly as did 
Drewson, and the court found that the apparatus of the 
Drewson patent is the apparatus of the Symons patent 
with a cooler added, the addition whereof was not inven- 

* 

tion. This was not, therefore, really a case of anticipation, 
but one where the public had already paid the price of dis- 
closure by a grant to a prior inventor. 

2. Lastly there is the line of cases where it is pleaded under 
Sec. 4920 that the patentee had surreptitiously or unjustly 
obtained a patent for that which was in fact invented by an- 
other, who was using reasonable diligence in adapting and 
perfecting the same. These cases are Westinghouse v. 
Chartier Valley Gas Company, 43 F. R., 582, and Barnes 
Sprinkler Company v. Walworth Manufacturing Company, 
60 F. R., 605. In each of these cases the invention covered 
by the patent sued on and the patent filed before but 
granted after it was filed were for one and the same inven- 
tion. The case was therefore one between rival patentees 
or presented a question like the Drewson case of protection 
to the public against the grant of two patents for the same 
thing (See Reed v. Landman, 1891 C. D., 73, 79). 
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Summary of Cases. 

I /ihall close the discussion of these lines of cases by the 
following quotation from the case of Diamond Drill Com- 
pany v. Kelly Bros., 120 F. R., 282, in which I think Judge 
Archbald correctly states the distinction I am here pointing 
out (page 287) : 

"The Maier bed-spring fastener, patented May 13, 1890, 
of which much is made, may as well be disposed of in this 
connection. Aside from its date, it is not an anticipation, 
in my judgment ; simply making use, as it does, for quite a 
different purpose, of interlocking coils fastened with a pin. 
But however that may be, its date is against it here. Where 
the question is one of anticipation, the date when the alleged 
anticipating patent was granted is what controls. This was 
decided in Bates v. Coe, 98 U. S., 31 ; 25 L. Ed'., 68, where, 
speaking to this question, it is said: * Neither the defend- 
ant in an action at law, nor a respondent in an equity suit, 
can be permitted to prove that the invention described in 
the prior patent * * * was made prior to the date of 
such patent, * * * for the reason that the patent * * * 
can only have the effect as evidence that is given to the 
same by the act of Congress. ' 

"In this respect it is put by the statute on the same foot- 
ing as a printed publication disclosing the invention, which 
cannot be known until it has been given to the public by 
being issued. It is true that the defendant in such a suit 
may plead and show, as the statute provides, that the pat- 
entee was not 'the original and first inventor or discoverer 
of any material and substantial part of the thing patented'; 
and it is also true that the answer in the present instance 
sets up this defense, as well as all the others which the 
statute allows, alleging that the invention was known to 
and used by each of the patentees named in the several 
patents cited as anticipations, and was in public use and on 
sale by each of thera more than two years prior thereto. 
Wholesale pleading of this kind does not commend itself, 
although it may not be unusual; but, entirely aside from 
that, it does not control the issues made by the proofs.. The 
defense that the patent has been anticipated is one thing, 
and that the patentee was not the original inventor is 
quite another, and the proofs bearing on each are equally 
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separate and distinct. In the present instance, as between 
the Maier patent and the one in suit, we have at most, the 
same principle applied to different subjects — a bed spring and 
a belt fastener. It may be that the one which was patented 
first would be held to anticipate the other, although, as I have 
indicated, that is not my view ; but it could not be said that 
either patentee, as against the other, was or was not the first 
inventor. In accordance with this, not one word has been 
offered to show that Maier was the original discoverer of 
this belt clasp, any more than that he or anyone else ever 
made any prior use of it ; and, whatever be the allegations of 
the answer, that is not what is really contended for. He 
patented one device, and Jackson another, and each, so far as 
the other was concerned, was first in his own line. The only 
question raised is whether Maier 's patent, assuming that it 
would negative the novelty of the Jackson, was prior in date 
of issue. It is clear that it was not, and that is the end of if. 
The case of Barnes Automatic Sprinkler Company v. Wal- 
worth Manufacturing Company, 9 C. C. A., 154, 60 Fed., 605, 
is not at variance with this view, because the issue there was 
who was the real inventor of the very invention in suit, which 
is entirely different." 

Patent Office Practice. 

In its treatment of patents as anticipations from the date of 
application the Office departs more widely from the practice 
of the courts than at any other point (Ex parte Eddleblute, 
1890 C. D., 124; and MUlett & Reid v. Duell, 1901 C. D., 410). 

It would seem to follow from the foregoing discussion that 
the Office should do away with the requirement of Rule 75,* 



• Rule 75. When an original or reissue application is rejected on reference to 
an expired or unexpired domestic patent which substantially shows or describes but 
does not claim the rejected invention, or on reference to a foreign patent or to a 
printed publication, and the applicant shall make oath to facts showing a completion 
of the invention in this country before the filing of the application on which the 
domestic patent issued, or before the date of the foreign patent, or before the date 
of the printed publication, and shall also make oath that he does not know and does 
not believe that the invention has been in public use or on sale in this country, or 
patented or described in a printed publication in this or any foreign country for 
more than two years prior 1o his application, and that he has never abandoned the 
invention, then the patent or publication cited will not bar the grant of a patent to 
the applicant, unless the date of such patent or printed publication is more than two 
years prior to the date on which application was filed in this country. 
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that an inventor against whom a patent has been cited which 
shows but does not claim the invention which the applicant 
claims shall swear back of the filing date of the patent cited. 
I have not yet had occasion officially to pass upon this ques- 
tion. But I wish to suggest the following about it : 

The present rule of the Office is a rule of very great con- 
venience. It wards off a good many applications for reissue 
with interferences resulting therefrom. For patentees who 
found that features disclosed in their patents were appro- 
priated by others who swore back of the date of grant only, 
would apply for reissue if there was still time, as in most 
cases there would be. The Office would thus be given addi- 
tional work and many times the later applicant would merely 
pull the chestnuts out of the fire for the patentee. Moreover, 
a change in the rule would result in an increase in the number 
of patents which would be defeated by public use, for the 
obvious reason that many inventors about the time of filing 
an application will make some use of what is disclosed 
therein. 

Then, too, the question of identity of invention claimed in 
the two patents would be treated by the courts very differ- 
ently from the way in which the Patent Office treats it. 
Under Section 4887 in its present form and more particularly 
as it limited the terms of United States patents by foreign 
patents before the Act of 1897, there are decisions holding the 
invention in American and foreign patents identical without 
any close reference to the claims. Under the doctrine of 
the Drewson case discussed above, where the disclosure of 
the patent in suit did not differ in a patentable sense from 
that of the patent of earlier filing date I doubt whether a 
modification of the rule of the Office would be of real assist- 
ance to applicants in many cases. I must confess, however, 
that when a claim is rejected upon two or more patents taken 
together where one or all of them had not been granted at the 
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date of the application under consideration, I view the re- 
jection with little favor. 

* 

I have presented these two fundamental questions of antici- 
pation and priority in some detail because I believe that no 
branch of the patent law is in so great need of careful study. 
I trust that by the presentation of the contract theory of 
patents in the foregoing discussion I have suggested to you a 
sure pathway through the labyrinth of cases. 



[Note. — Extracts from cases cited on page 12]: 

National Tiibe Company v. Cyrus Mark, C. C. A., Sixth 
Circuit, decided July 25, 1914, by Denison, C. J., on the law 
of contracts as applied to patents. 

"If, however, there was a doubt about the force to be 
given in the present case to this phrase as one of limitation, 
that doubt must be set at rest by consideration of the rules 
of construction in force in the Patent Office when this patent 
issued. The meaning put upon possibly ambiguous lan- 
guage of the grant, both by the Patent Office and by the 
patentee, becomes a binding rule of construction of that 
grant. This is both by the general law of contracts and by 
the rules of estoppel. It seemingly must be equally true or 
a fixed and universal construction, applied all the time to 
all patents, and presumably known to all patentees, as of a 
special meaning fixed by the special action." 

Century Electric Company v. Westinghouse Electric & 
Mfg. Co. (191 F. R., 350), page 359: 

"The second contention of counsel for the defendant is 
that patents No. 511,915 for the process and No. 555,190 
for the apparatus are for the same invention, and there- 
fore the latter is void. The rules and principles which have 
already been stated and applied in the consideration of the 



25 

validity of these patents in the face of No. 445,207 condi- 
tion the decision of the question which this contention pre- 
sents. The claims for these two patents were first made in 
a single application filed May 15, 1888. At that time there 
was a clause in rule 41 of the Rules and Practice of the 
Commissioner of Patents that i claims for a machine and 
the process, in performance of which the machine is used, 
must be presented in separate applications, ' a clause which 
was held to be unauthorized and void in 1904 in Stemmetz 
v. Allen, 192 U. S., 543, 563 ; 24 Sup. Ct. 416 ; 48 L. Ed., 555. 
Under that clause the Commissioner required Tesla to di- 
vide his application, to present his claims for his process 
and his claims for his apparatus in separate applications. 
He complied with this requirement and these patents issued 
on the separate applications. There can be no doubt, there- 
fore, that at the time the contracts, evidenced by those pat- 
ents, were made the parties to them believed that they were 
for distinct and separate inventions and intended that pat- 
ents for them a*s such should issue. But counsel argue that 
notwithstanding this fact the patented process cannot be 
used without the patented apparatus, nor the patented ap- 
paratus without the patented process, and from this fact 
they deduce the conclusion that they are for the same inven- 
tion. The deduction does not seem to be warranted. " 
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The question of novelty of inventions arises whenever 
a person seeks to enjoy the exclusive right to an inven- 
tion, under the protection of a patent, as against the 
interests of the public. 

This subject involves two inquiries; first, an inquiry 
into the law, rules and tests applied in determining the 
identity or diversity of inventions; and second, an in- 
quiry into those statutory provisions in view of which 
novelty may be affirmed or denied of any one of identical 
inventions. This paper will be confined, in the main, to a 
discussion of questions arising under the second of these 
inquiries* those arising under the first belonging more 
properly to the domain of "invention." 

A comprehensive understanding of the law of novelty 
requires that we keep in mind the fundamental principles 
which underlie our patent system. Robinson, in his law 
of Patents, states five principles, which he conceived to 
be fundamental, two of which are peculiarly applicable 
to the subj ect under discussion. They are : 

1. "That under our existing civilization public 
policy requires the State to encourage the exer- 
cise of inventive skill by conferring upon inventors 
a temporary monopoly in their inventions, and by 
securing to them its enjoyment. 

2. That the grant and acceptance of this 
monopoly creates a contract between the in- 
ventor and the State, obliging the former to an 
immediate and complete disclosure of his inven- 
tion to the public, and the latter to the legal 
protection and vindication of the monopoly in 
the invention thus disclosed." 

L-3456 



We should also keep in mind tfie important bearing 
that the leading English cases have in the interpretation 
of our laws. The patent acts of the United States are, 
in a great degree, founded on the principles and usages 
which have grown out ol the English Statute; and "where 
English Statutes . . . have been adopted into our 
legislation, the known and settled construction of those 
statutes by the courts of law has been considered ^s 
silently incorporated into the acts, or have been received 
with all the weight of authority/' (Pennock vs. Dialogue, 
2 Peters, 1.) 

To promote the progress of the useful arts is the policy 
of all enlightened governments; ^nd experience has 
taught that this can be best accomplished by securing 
to inventors for limited times the exclusive right to their 
inventions. To grant to an inventor the exclusive right 
to his invention tends to awaken the inventive faculties 
and to eacouiage inventors in disclosing their secrets 
to the public. 

The fact that the inventor confers a benefit upon the 
public, constitutes the essential principle upon which all 
patent systems are founded, and without which they 
would not be permitted to exist. This is the broad 
principle that distinguished the lawful from the unlawful 
monopolies that flourished in England prior to the enact- 
ment by Parliament of the Statute of Monopolies (21 
Jac. ch., 3), and which influenced the British Parliament 
when they introduced into the Statute of Monopolies the 
proviso, that any language declaring void "all monopo- 
lies, and all commissions, grants, licenses, charters, 
and letters patent, heretofore made or granted, or 
hereafter to be made or granted, to any person or per- 
sons, bodies politic or corporate whatsoever, of or for the 
sole buying, selling, making, working, or using of any- 
thing, within this realm, etc.," should not extend to 
"any letters patent and grants of privilege for the term 
of fourteen years or under, hereafter to be made, of the 
sole working or making of any manner of new manu- 
factures, within this realm, to the true and first inventor 
and inventors of such manufactures which others, at 
the time of making such letters patent and grant, shall 
not use, so as also they be not contrary to the law, nor 



mischievous to the State, etc." And the framers of our 
Constitution were no doubt guided by the same princi- 
ple when they empowered Congress to promote the prog- 
ress of science and useful arts, by securing for limited 
times to authors and inventors the exclusive right to their 
respective writings and discoveries. (U. S. Constitution, 
Article 1, Sec. 8.) 

This principle has been recognized generally by our 
courts as the vital characteristic of our patent system. 
Thus, in Blanchard vs. Sprague, 3 Sumner, 535, Judge 
Story said : 

" Patents for inventions are now treated as a just 
reward to ingenious men and as highly beneficial 
to the public, not only by holding out suitable 
encouragements to genius and talents and enter- 
prise, but as ultimately securing to the whole 
community great advantages from the free com- 
munication of secrets and processes and machinery 
which may be most important to all the great 
interests of society, to agriculture, to commerce, 
and to manufactures, as well as to the cause of 
science and art." 

From the above it is evident that the primary object 
of our patent system, is not, as popularly supposed, 
to reward meritorious inventors, but to "promote the 
progress of science and useful arts." The interests of the 
public are of primary consideration while those of the in- 
ventor are but secondary and subordinate. A patent 
granting to an inventor, for a limited time, the exclusive 
right to his invention is but a means to the desired end; 
and it is only when an inventor has promoted the prog- 
ress of science and useful arts by creating and disclosing 
to the public a new and useful invention that he*is en- 
titled to the protection of a patent. 

The theory that a patent is a contract was suggested 
first by Lord Elden (C&rtwright vs. Arnott, Easter Term 
1800, cited in Harmer vs. Playne, 11 E., 101), and has 
been re-stated many times by the courts both in England 
and in the United States. In Whitney vs. Emmett 
(Baldwin, 303), Mr. Justice Baldwin said: 

"A patent is a bargain with the public in which 
the same rules of good faith prevail as in other 
contracts. . . ." 

2—3456 



In Century Electric Co. vs. Westinghouse Electric 
Mfg. Co. (207 O. G., 1249) the court said: 

"A patent is a contract made by the acceptance 
by the Government of the offer which the patentee 
by his application makes to disclose his inven- 
tion, in consideration that the United States 
will secure to hinjt the exclusive use and sale of it 
for seventeen years." See also Grant vs. Ray- 
mond (6 Peters, 218). 

The terms and conditions of the contract between the 
inventor and the Government are those prescribed by the 
acts of Congress relating to patents. Section 4886 
of the Revised Statutes provides, subject to certain other 
conditions and limitations therein specified, that: 

"Any person who has invented or discovered 
any new and useful art, machine, manufacture or 
composition of matter, or any new and useful 
improvements thereof, not known or used by 
others in this country before his invention or dis- 
covery thereof, and not patented or described 
in any printed publication in this or any foreign 
Country, before his invention or discovery thereof, 
. . . may . . . obtain a patent theref or/ ' 

Section 4892 of the Revised Statutes provides that: 

"The applicant shall make oath that he does 
verily believe himself to be the original and first 
inventor or discoverer of the art, machine, manu- 
facture, composition or improvement for which he 
solicits a patent; that he does not know and does 
not believe that the same was ever before known 
or used. . . ." 

And section 4920 of the Revised Statutes provides, 
that in an action for infringement the defendant may 
plead the general issue and prove on trial any one or more 
of the following special matters: 

"Second. That he (the plaintiff) had surrep- 
titiously or unjustly obtained the patent for that 
which was in fact invented by another, who was 



using reasonable diligence in adapting and per- 
fecting the same; or — 

Third. That it has been patented or described 
in some printed publication prior to his supposed 
invention or discovery thereof, ... or, 

Fourth. That he was not the original or first 
inventor or discoverer of any material and sub- 
stantial part of the thing patented; . . ." 

The law, therefore,, requires as one of the conditions 
precedent to the grant of a patent, that the invention 
shall be "new." In fact, this is a vital element of the 
contract, for if the invention be not new, then the in- 
ventor is in no position to give to the public the re- • 
quired consideration for the grant. The element of 
novelty of an invention has always been regarded, both in 
England and in the United States, as essential to the 
validity of the patent. Lord Coke, in his commentary 
upon that clause of the Staute of Monopolies which ex- 
cepts letters patent from the general prohibition of 
monopolies^ says that the letters patent thus referred to 
"must be of such manufactures which any other at the 
time of making letters patent did not use; for albeit it 
were newly invented, yet if any. other did use it at the 
making of the letters patent or grant of the privilege, it is 
declared and enacted to be void by this act (3 Inst., 184). 

In Evans vs. Eaton (3 Wheaton, 454) the Supreme 
Court held: 

" Under the patent law if a thing secured by f 
patent had been in use or had been described in a 
public work anterior to the supposed discovery, 
the patent is void whether the patentee had 
knowledge of this previous use or not." 

By the act of 1790, Congress prescribed as an essential 
condition to the grant, that the invention be new to all 
the world, the language of the act being, "not before 
known or used;" by the act of 1793, the right to a patent 
was limited to those inventions "not known or used be- 
fore the application ;" by the act of 1800, to those inven- 
tions "never before known or used in this or any foreign, 
country;" whereas the law as it now stands is far more 



liberkl to the inventor as will hereinafter more fully 
appear. 

While the law requires that an invention, in order to be 
patentable, shall be new, yet this condition is not abso- 
lute either as to time or place. In the eye of the law an 
invention is new when it is: 

(1) "not known or used by others in this coun- 
try before his (the inventor's) invention or dis- 
covery thereof, and — 

(2) not patented in this or any foreign cpuntry 
before his invention or discovery thereof, and — 

(3) not described in any printed publication in 
this or any foreign country before his invention 
or disco v ery thereof. ' ' 

These statutory requirements of novelty will be con- 
sidered in the above order. ' 

PRIOR KNOWLEDGE OR USE. 

The words of the Statute, "not known or used by 
others," mean "not known or used by the public!" 
(Pennock vs. Dialogue, 2 Peters, 1.) 

Prior knowledge of an invention such as will negative 
its novelty must, as a rule, include its practical use. 
(Searles vs. Bouton, 21 O. G., 1784; Judson vs. Bradford, 
16 O. G., 171.) Such use of the invention is usually 
necessary to demonstrate its operativeness and practica- 
bility and to communicate knowledge thereof to the pub- 
lic. In Sayles vs. Railway Co. (4 Fisher, 584) it was 
held that where the identity between the two jcases can 
be ascertained only by actual use, such use is necessary 
to negative novelty. But where an invention is complete 
and capable of being employed practically 'and this is 
evident from the mere inspection thereof, it will nega- 
tive the novelty of a subsequent invention, where the 
two are identical, although not actually used before 
the date of the subsequent invention (Coffin vs. Ogden, 
18 Wall., 120; Reed vs. Cutter, 1 Story, 590; Bedford t*. 
Hunt, 1 Mason, 302; Whitely vs.. Swayne, 7 Wall., 
685). 

A prior invention, in order to anticipate a subsequent 



invention, need not necessarily be used by the public but 
only in a manner accessible to the public. (Gayler vs. 
Wilder, 10 Howard, 477.) In Carpenter vs. Smith (1 
Web., 530) on motion for a new trial, Ebinger, C. B., 
said: 

"Public use mfeans a use in the public so as to 
come to the knowledge of others than the in- 
ventor, as contradistinguished from the use of it 
by himself in his chamber. . . . The public 
use and exercise of an invention means a use and 
exercise in public not by the public." 

To constitute prior knowledge and use of an invention, 
the extent of the use and the number of persons to 
whom the knowledge has been communicated is im- 
material. The prior knowledge and use by a single per- 
son is sufficient. (Stead vs. Williams, 2 Web., 126; 
Coffin vs. Ogden, 18 Wall., 120; Bedford vs. Hunt, 1 
Mason, 302; Bannerman vs. Sanford, 99 F. R., 294). 
Novelty may be negatived by evidence that only one 
specimen of the thing patented was made in this coun- 
try prior to the invention to the patentee, even though 
it were not used until that time. (Corn Planter Patent, 23 
Wall., 181; Parker vs. Ferguson, 1 Blatch., 407; Pitts vs. 
Wemple, 2 Fish., 10.) 

A secret use of an invention by its author or by others, 
under injunction of secrecy, can never bar the right of a 
subsequent inventor to a patent. (Carpenter vs. Smith, 1 
Web., 530; Kendall vs. Windsor, 21 Howard, 322; Mason 
vs. Hepburn, C. D., 1898, 510;Thomson vs. Weston, C. D., 
1902, 521; Matthes vs. Burt, C. D., 1905, 574; Acme 
Co. vs. Gary Mfg. Co., 96 F. R., 344.) But where an 
invention is used by others than the inventor, in their 
trade, even though in concealment, but without any 
injunction as to secrecy, the use is a use in public. 
(Heath vs. Smith, 3 Ell. & B., 255; Reed vs. Cutter, 1 
Story, 590; Dalby vs. Lynes, C. D., 1895, 381.) 

To negative novelty, the prior knowledge or use must 
have been of the invention itself and not of mere repre- 
sentations thereof. Written descriptions or draw- 
ings do not constitute prior knowledge or use of an in- 
vention. (Detroit Lubricator Mfg. Co. vs. Renchard, 9 

3—3456 
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F. R., 293; Lyjnan Ventilating & Refrigerator Co. vs. 
Laylor, 6 0. G., 642; Northwestern Fire Extinguisher Co. 
vs. Philadelphia Fire Extinguisher Co., 6 O. G., 34.) 
Nor is novelty negatived by the prior construction of a 
model. (Union Paper Bag Machine Co. vs. Pultz & 
WaJkley Co., 16 Blatch., 76; Kelleher vs. Darling, 14 
O. G., 673; Gamewell vs. Municipal Signal Co., 61 F. R., 
948.) With reference to prior drawings and prior models, 
Walker, in his Patent Laws (Sec. 61) states: 

" Novelty is not negatived by any prior un- 
published drawings, .no matter now completely 
they may exhibit the patented invention; nor 
by any prior model, no matter how fully it may 
coiucide with the thing covered by the patent. 
... The reason of this rule is not stated with 
fullness in either of the cases which support it, but 
that reason is dedUcible from the statute, and 
from the nature of drawings and of models. The 
statute provides, relevant to the newness of 
v patentable machines and manufactures and im- 
provements thereof, that they shall not have 
been previously known or used by others in this 
country. Now, it is clear that to use a model or a 
drawing, is not to use the machine or manufacture 
which it represents, and it is equally obvious, 
that to know a drawing or a model, is not the 
same thing as knowing the article which that 
drawing or that model more or less imperfectly 
pictures to the eye. . . 



)) 



In American vs. Wagner (151 F. R., 576) Judge Coxe 
(Lacombe & Townsend concurring) commented upon the 
above, section arid, after having reviewed the authorities 
cited by Mr. Walker, said : 

"The law, section 4886 of the Revised Statutes, 
provides that any person may obtain a patent, 
inter alia, for a machine invented by him, 'not 
known or used by others in this country before his 
invention or discovery thereof.' It is clear, as 
pointed out by Mr. Walker, that knowledge of a 
model of a machine is not knowledge of the 
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machine itself any more than knowledge of a 
model of Brooklyn Bridge is knowledge of that 
structure. But we think the rule should be 
restricted to a model pure and simple as the 
word is understood in common parlance, viz., a 
pattern, a copy, a representation usually upon a 
reduced scale. The word "model" should not 
be construed to mean the identical device which 
is covered by the patent. . . ." 

A device which is essentially a toy, without practical 
use, and not suggesting the subsequent invention, will 
not be held to anticipate. (Westinghouse vs. Nefr England 
Granite Co., 110 F. R., 753.) 

Nor is novelty negatived by prior forfeited or aban- 
doned applications (Corn Planter Patent, 23 Wall., 181; 
Northwestern Fire Extinguisher Co. vs. Philadelphia Fire 
Extinguisher Co., supra, and rule 177) ; nor by applica- 
tions for patents (Adams vs. Howard, 26 0. G., 825; 
Howes vs. McNeal, 15 O. G., 608; Barker vs. Stowe, 14 
O. Xj., 559; Thomson-Houston Elec. Co. vs. Ohio Brass 
Co., 130 F. R., 542). These are not inventions, are not 
accessible to the public, hence confer no benefit on the 
public. (General Electric Co. vs. Allis-Chalmers Co., 
190 F. R., 165; Vacuum Engineering Co. vs. Dumm, 209 
F. R., 219.) 

A mere prior application is not a bar to a subsequent 
application except as affecting priority. (Brown vs. Guild, 
90 U. S., 181.) 

To negative novelty the prior invention and the subse- 
quent invention must be identical. (Judson vs. Brad- 
ford, 16 O. G., 171; Ellithorp vs. Robertson, 4 Blatch., 
307; Livingstone vs. Jones, 1 Fish., 521.) And the prior 
invention to be effective as an anticipation must have 
been in its completed state. A leading case to this 
effect is Coffin vs. Ogden, supra, in which Judge Swayne 
said: 

"If a thing were embryotic or inchoate, if it 
rested in speculation or experiment, if the process 
pursued for its development had failed to reach 
the point of consummation, it can not avail to de- 
feat a patent founded upon a discovery or inven- 
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tion which was completed, while in the other case 
there was only progress, however near that prog- 
ress may have approximated to the end "in view. 
The law requires not conjecture, but certainty. 
If the question relates to a machine, the concep- 
tion must have been clothed in substantial forms, 
which demonstrate at once its practical efficacy 
and utility." (See also Washburn vs. Beat Em All, 
143 V. S., 275; Gottfried vs. The Phillip Best 
Brewing Co., 5 Bann & A., 4; Wayne vs. Holmes, 
2 Fish., 20; Howe vs. Underwdod, 1 Fish., 160; 
Galloway vs. Bleaden, 1 Web., 521; Drawbaugh v$. 
Seymour, C. D., 1896, 527.) 

An alleged anticipation must disclose a practically 
operative device (Simonds vs. Hathorn, 93 F. R., 958) ; 
and should show the invention subsequently patented in 
such manner as to enable one skilled in the art or science 
to which it relates, to make or construct and practically 
use the invention for the purposes contemplated by the 
subsequent patent. (McNeely vs. Williams, 96 F. R., 
978.) 

And to be effective as an anticipation, it is not only 
necessary that the prior device shall have been complete 
and operative but it must have been used publicly. In 
Lincoln vs. McWhirter (142 F. R., 967) the court said: 

"It is not enough to defeat the patent that some 
one other than Gilmour had conceived the inven- 
tion before he did, or had even perfected it, so 
long as it had not been in public use or described 
in some patent or publication. If Gilmour was an 
original inventor, though a subsequent one, it was 
his right to qbtain a patent. . . ." (See 
also American Caramel Co. vs. Thomas Mills & 
Bro., 149, F. R., 743.) 

Unsuccessful and abandoned experiments are not in- 
ventions, hence, do not negative the novelty of the sub- 
sequent inventions (Deering vs. Winona, 155 tJ. S., 286; 
American Bell Telephone Co. vs. Molecular Telephone 
Co., 32 F. R., 214; Brown vs. Guild, 90 V. S., 181; Coffin 
vs. Ogden, 85 IT. S., 120); nor is novelty negatived by 
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prior abandoned inventions, when complete and op- 
erative, where knowledge thereof had not been com- 
municated to the public. But where the prior abandoned 
inventions had been used in public, and the use was not 
for experimental purposes, the right to a patent therefor 
is forever lost. As was said in Pennock vs. Dialogue (2 
Peters, 1): % 

"It has not been, and indeed can not be, denied 
that an inventor may abandon his invention and 
surrender and dedicate it to the public. This 
inchoate right, thus once gone, can not afterward 
be resumed at his pleasure; for where gifts are 
once made to the public in this way, they become 
v absolute." 



Where it was shown that six pairs of cuff-button links 
were made and although they never went into general 
use, yet they were used for a short time by two or three 
of the witnesses, held to be a prior use and not an aban- 
doned experiment and to invalidate a patent for a later 
invention (Flomerfelt vs. Newwitter, C. D., 1898, 562). 
x See also Clisby vs. Reese (88 F. R., 645); United Shoe 
Machinery Co. vs. Greenman (153 F. R., 283) ; Sayles vs. 
Railway Co. (4 Fisher, 584) ; Waterman vs. Thomson (2 
Fish., 461). 

An inventor may abandon his invention to the public 
by a disclosure but without claiming it in his patent 
and when he does so no one else acquires the right to ob- 
tain a patent therefor. See Ex parte Grosselin (C. D., 
1901, 248), and the decisions therein quoted. 

Where the question at issue is one of priority between 
rival inventors the later inventor who has received a 
patent, or who has completed his invention aud given 
it to the public in commercial form, will prevail over an 
earlier inventor who had deliberately concealed his in- 
vention, suppressed its use and withheld it from the pub- 
lic. In such case the earlier inventor abandons his right 
to his rival. (Mason vs. Hepburn, C. D., 1898, 510; Mar- 
coni vs. Shoemaker, C. D., 1907, 392; Whitney vs. Brewer, 
C. D., 1912, 127; Quenzer vs. Collis, C. D., 1912, 172; 
Henderson us. Gilpin, C. D., 1913, 310.) And in Barber 
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vs. Wood (207 O. G., 299) the Examiners-in-Chief ruled 
as follows : 

"We are satisfied that the testimony 1 in this case 
shows that Wood with knowledge that Barber was 
in the field, deliberately withheld his invention 
from the market and neglected to renew his for- 
feited application or to reassert his claims for a 
patent until practically the end of the period al- 
lowed by the statute, and that such conduct on the 
part of Wood amounts to an abandonment of the 
invention within the meaning of that term as used 
in section 4897, R. S." 

r 

But it is well settled that this doctrine will not be ex- 
tended to cases not falling clearly within it. Conceal- 
ment or suppression by the first inventor, or some other 
of the elements essential to the doctrine of estoppel, 
must be clearly established by competent evidence. (Wal- 
ker vs. Lederer, C. D., 1912, 177; Lederer vs. Walker, 
C. D., 1912, 560.) [ 

Nor is novelty negatived by a prior accidental produc- 
tion of an invention unaccompanied by such knowledge 
as to enable the act to be repeated (Ransom vs. New 
York, 1 Fish., 252; Tilghman vs. Proctor, 102 U. S., 
707; Wickelman vs. Dick, 88 F. R., 264); nor by any- 
thing that was neither designed, nor adapted nor actually 
used to perform the function of the thing patented 
(Clough vs. Manufacturing Co., 106 U. S., 178; National 
Brake-Beam Co. vs. Interchangeable Brake-Beam Co., 
106 F. R., 693); nor by prior inventions in non-analogous 
arts. In Potts vs. Creager (97 F. R., 78) the Supreme 
Court held: 

"We do not think the disintegration of apples 
or of cocoanut kernels is so analogous to the dis- 
integration of wet clay that the ingenuity shown 
in the adaptation of the device for disintegrating 
clay can be minimized by reference to these other 
arts." 

And in Ansonia Brass and Copper Co. vs. Electric 
Supply Co., 144 U. S., 11, where an insulated cable or 
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wire was in question, the citation of a submarine cable 
coated somewhat similarly for the purpose of rendering it 
impervious, and not intended at all as a high insulator, 
was held not good as a citation. 

If the prior devices are taken from analogous arts, 
they should furnish a clear suggestion of the subsequent 
invention. The rule was stated in Williams vs. American 
String- Wrapper Paper Co. (86 F. R., 641), as follows: 

"Anticipation ought not to be found in prior 
devices in the art to which a^patent belongs unless 
they are of such a chaiacter as to furnish clear, if 
not unmistakable suggestion, of the improvement 
in question; and if the anticipatory suggestion 
comes from another art, it should, of course, have 
less significance, proportioned inversely to the 
distance from which it is brought.'' 

Prior knowledge and use such as will negative the 
novelty of an invention, must have been in this country. 
Section 4886 R. S. so prescribes and section 4923 R. S. 
provides further: 

"Whenever it appears that a patentee, at the 
time of making his application for the patent, be- 
lieved himself to be the original and first inventor 
or discoverer of the thing patented, the same shall 
% not be held to be void on account, of the invention 
or discovery, or any part thereof, having been 
known or used in a foreign country, before his in- 
vention or discovery thereof, if it had not been 
patented or described in a printed publication.' ' 



The reason for this provision of the law was stated in 
Gayler vs. Wilder (10 Howard, 477), as follows: 

"But if the foreign discovery is not patented, 
nor described in any printed publication, it might 
be known and used in remote places for ages, and 
the people of this country be unable to profit by it. 
The means of obtaining knowledge would not be 
within their reach, and so far as their interest is 
concerned, it may be the same thing as if the im- 
provement had not been discovered. It is the in- 
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ventor here that brings it to them and places it in 
their possession, and as he does this by the effort 
of his own genius, the law regards him as the first 
and original inventor, and protects his patent, al- 
though the improvement had in fact been invented 
before and used by others.' ' (See also, De- 
Ferranti vs. Westinghouse, Jr. C. D?, 1890, 
114.) 

Nor is novelty negatived by prior knowledge in this 
country of the use of an invention in a foreign country. 
In Westinghouse Machine Co. vs. General Electric Co. 
(C. D., 1913, 493) the court found that one DeKando had 
, actually made his invention abroad and reduced it to 
practice; that one Waterman, an electrician, went 
abroad to inform himself as to the invention of DeKando; 
that the details of the invention were explained to him; 
that he saw the invention in actual use; that DeKando 
turnished him with an elaborate description of the inven- 
tion; that he brought to the United States the in- 
formation that he had gained in Europe, together with 
the description of the invention and notes that he 
made relating to the invention; that he made a written 
report of the invention to one Stiliwell and described the 
same, in the United States, to a number of electrical 
engineers of standing, all capable of understanding the 
invention; and that he explained the invention to the 
American Institute of Electrical Engineers, in the 
United States, all prior to the legal date of the invention 
of the same thing by Armstrong, the patentee. Not- 
withstanding these facts the court sustained the validity 
of Armstrong's patent. (See also, Doyle vs. Spalding, 
C. D., 1884, 181; Gueniffet et al. vs. Wictorsohn, C. D., 
1908, 367, and De Kando vs. Armstrong C. D., 1911, 
413.) 

The words of the statute, "before his invention or dis- 
covery," mean at the time of his invention or discovery. 
The state of public knowledge at the time an invention is 
made is the measure of an inventor's rights; and in an 
infringement suit, where anticipation is set up* as a de- 
fense, it must be established as of a date anterior to the 
date of the patentee's discovery or invention; not merely 
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prior to the date of the application for or the date of his 
patent. (Von Schmidt vs. Bowers, 80 F. R., 121; Plough 
Works vs. Starling, 140 U. S., 184; Loom Co. vs. Higgins, 
105 U.S., 580.) 

And even though an invention may have been fully 
known to the public at a former period, yet if it has be- 
come lost and forgotten one who re-invents it confers a 
benefit upon the public and is entitled to the reward of a 
patent. This doctrine was announced in Gayler vs. 
Wilder, supra, in which Chief Justice Taney said : 

"It is well-known that centuries ago discoveries 
were made in certain arts the fruits of which have 
come dowu to us, but the means by which the work 
was accomplished are at this day unknown. The 
knowledge has been lost for ages. Yet it would 
hardly be doubted, if any one now discovered 
an art thus lost, and it was a useful improve- 
ment, that, upon a fair construction of the act of 
Congress, he would be entitled to a patent. Yet 
he would not literally be the first and original 
inventor. But he would be the first to confer 
on the public the benefit of the invention. He 
would discover what is unknown, and communi- 
cate knowledge which the public had not the 
means of obtaining without his invention. . . ." 
(See, also, Converse vs. Matthews, 58 F. R., 246, 
and Mason vs. Hepburn, C. D., 1898, 510.) 

But in order to be able to determine the state of public 
knowledge at the time an invention is made, it is neces- 
sary first to fix the legal date of the inventive act. 

This question was considered very exhaustively by 
Judge Colt in Automatic Weighing Machine Co. vs. 
Pneumatic Scale Corporation (166 F. R., 288) in which 
he reviewed all of the leading cases bearing on the ques- 
tion. The following excerpts from his opinion appear to 
sum up his couclusions: 

"From these established and seemingly contra- 
dictory principles of the patent law, first, that an 
invention in order to be patentable must be re- 
duced to practice, and second, that, under the 
statutes, reduction to practice is not essential 
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either before or af tet the grant of a patent, it fol- 
lows that there must be some stage of an inven- 
tion when it must be presumed as a matter of law 
that the inventor has reduced his invention to 
practice; and that stage is presumed to have been 
reached when he has done all that he is required 
to do to obtain a valid patent, namely, when he 
has filed a complete and allowable application; 
and hence the Patent Office has adopted the rule 
that the filing of such an application is construc- 
tive reduction to practice, and the Federal Courts 
have adopted the rule that such an application is 
conclusive evidence that the patentee made his in- 
vention . . . that is, reduced his in venticta to 
practice ... at least as early as that date. 

"The law appears to be well established that a 
conception evidenced by disclosure, drawings, and 
even a model, confers no rights upon an inventor 
unless followed by some other act, such as actual 
reduction to practice, or filing an application 
for a patent. A conception of this character is not 
a complete invention under the patent laws. . . . 
An inventor must not stop with this stage of his 
invention, but he must proceed with reasonable 
diligence to perfect his invention, either by actual 
reduction to practice, or by filing his application 
for a patent. 

"We understand the true rule to be that & paten- 
tee who undertakes to carry back the date of his 
invention to his drawings and disclosure must 
show reasonable diligence in adapting and per- 
fecting his invention, either by actual reduction 
to practice or by filing his application. This rule 
is supported by the great weight of authority, and 
we have found no cases which directly hold that 
this is not the law. . . . 

"No sound reason has been advanced why the 
doctrine of diligence should not apply to a patentee 
as well as to an inventor who has not secured 
a patent. On the other hand, any such distinction 
in favor of patentee is not in harmony with 
the patent laws. We have seen that an invention 
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in the sense of the patent law signifies a com- 
^ pleted invention, and that the earliest date of an 
invention is the time of its completion. We have 
also seen that an invention may be completed 
either by actual reduction to practice or by filing 
a complete and allowable application in conformity 
with the statutes. 

"This general principle, however, is subject to 
this qualification: 

By section 15 of the act of July 4, 1836, c. 357 
5 Stat., 123, it is provided that a defendant in an 
action upon a patent may set up in defense that 
the plaintiff had 'surreptitiously or unjustly ob- 
tained his patent for that which was in fact in- 
vented by another who was using reasonable 
diligence in adapting and perfecting the same." 

"Section 6 of the act of Feb. 21, 1793, c. 11, 1 
Stat., 322, provided that the defendant in an ac- 
tion upon a patent may set up that the plaintiff 
'had surreptitiously obtained a patent for the 
discovery of another person/ and section 15 of the 
act of 1836 amended by this section by adding the 
words 'or unjustly,' and the words 'for that 
which was in fatt invented by another who was 
using reasonable diligence in adapting and per- 
fecting the same/ 

"This* amendment introduced a new and just 
principle into the patent law, inasmuch as it pro- 
tected the first conceiver of the invention by per- 
mitting him to carry back the date of his in- 
vention to the time of his drawings and disclosure, 
provided he was using reasonable diligence in 
adapting and perfecting his invention. . . ." 

It sometimes occurs that the public come into posses- 
sion of the full knowledge of an invention, from an inde- 
pendent source, after its conception by a later inventor 
but before he has reduced it to practice, or filed an ap- 
plication for a patent, the inventor, in such cases confer- 
ring no benefit on the public ; and yet the later inventor 
under the law, as interpreted by the courts, is entitled 
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to a patent for his invention, provided he has exercised 
due diligence in reducing his invention to practice or in 
filing an application. The law, thus interpreted, is not 
entirely consistent with the principle that a patent is a 
contract, except upon the theory, that the inventive act is 
continuous and indivisible and is primarily an act of 
mind, the hand being the mere agent of the mind in em- 
bodying the inventive idea. The mental part of the 
inventive act in such cases, having been completed in ad- 
vance of the public knowledge of the invention and 
nothing remaining to be done except what could be ac- 
complished by the skilled mechanic, it seems reasonable 
and in harmony with the general policy of our patent 
system, to permit the later inventor to carry the date of 
has inyention, and with it, the inchoate right to a patent, 
back to the date of its conception. 

As to whether the doctrine of constructive reduction 
to practice is applicable to inventions disclosed but not 
claimed in applications for patents, the Court of Appeals, 
D. C, in Saunders vs. Miller (C. D., 1909, 461) said: 

"The filing of the process application can not be 
considered as constituting a constructive reduc- 
tion to practice of the apparatus, for it was not the 
invention involved in the amplication." 

With respect to the legal date of an invention made 
in a foreign country, in Welsbach Light Co. vs. American 
Incandescent Light Co. (C. D., 1900, 227) the court held, 
that the language oi the statute refers to the actual and 
not the artificial date of an 'invention; and that the paten- 
tee, in a United States patent for an invention previously 
made by him and patented in a foreign country may, to 
avoid alleged use in this country by an infringer, before 
the date of the foreign patent, show the date of the ap- 
plication for the foreign patent, for the purpose of show- 
ing the actual date of his invention in a foreigli country. 

PRIOR PATENTS. 

The second of the statutory requirements of novelty is, 
that the thing which an inventor seeks to protect by a 
patent, shall not have been patented in this or any for- 
eign country before his invention or discovery thereof. 
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The term "patented" as employed in the statute 
means, "made known" (Rumpff et al. vs. Kohler vs. 
Krugener, C. D., 1883, 29; Howe vs. Morton, 1 Fisher, 
586) ; and a patent is the medium through which a sover-. 
eign power makes known to the world an invention and 
the patentee's rights with respect thereto. 

The public are presumed to take notice of a patent 
when published, whether issued by this or any foreign 
country; and to have full knowledge of the invention dis- 
closed theieby. It is evident, therefore, that a later 
inventor of the same invention would be unable to con- 
fer any benefit on the public, hence, could not give the 
required consideration for a patent. As a matter of fact, 
the later inventor himself is presumed to have derived 
his knowledge of the invention from such prior patent, 
which presumption would negative his claim as an 
original and first inventor. It has been authoritatively 
stated that knowledge and the means of knowledge on the 
part of the public are the same. (1 Web., 718.) 

In Cornish vs. Keene (1 Web., 501) Tindal, C. J., 
said : 

"Undoubtedly if you could show under the 
hand of the plaintiff, or anybody's hand, that the 
secret had been publicly communicated to the 
world, which was intended to be covered by the 
subsequent patent, there is an end to that patent; 
if the world at large had been informed by this 
specification of the color, fabric and manu- 
facture which is intended to be effected by the 
subsequent patent, the subsequent patent must 
fall to the ground." 

A patent has been defined as : 

"A grant of some privilege, property or au- 
thority made by the Government or sovereign 
of a country to one or more individuals." (Phillips 
Pat., 1.) 

To answer the requirements of the law and to be 
effective as a bar to a grant for a subsequent invention, 
the prior patent must have been issued by the Govern- 
ment or sovereign of a country as a public document; it 
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must have been made accessible to the public by publicar- 
tion before the later invention or discovery; and it must 
have fully communicated the same invention to the 
public. • 

It is the prior patent itself and nothing less that is 
effective as an anticipation of a subsequent invention. It 
has been repeatedly held that prior descriptions in the 
specifications of applications for patents, where the 
patents have not issued, do not constitute anticipations. 
(Graham vs. McCormick, 21 O. G., 1533; Parker vs. 
Stowe, 14 O. G., 559.) Nor do prior patents, unless com- 
plete, negative the novelty of subsequent inventions. 
An English patent becomes complete only when the 
specifications have been filed in the office of the Great 
Seal (Lorillard vs. Dohan, 20 O. G., 1,587; Smith vs. 
Goodyear. Dental Vulcanite Co., 11 O. G., 246). See, 
also, Willimantic Linen Co. vs. Clark Thread Co., 4 
Baan. and Ard., 134. 

A prior patent, to anticipate, must have been accessible 
to the public. If kept in secret, it confers no benefit on 
the public and constitutes no bar to a subsequent 
grait. (Schoerken vs. Swilt & Courtney & Beecher 
Mfg. Co., 19 0. G., 1493.) And the same is true of a 
private patent granted in a foreign country. (Brooks vs. 
Norcross, 2 Fisher, 661.) 

The effective anticipating date of a patent is the date 
when it actually issued; and when a patent, alone, is set 
up as a defense, in an infringement suit, evidence will not 
be admitted to prove that' the invention disclosed therein 
was made prior to said date. (Bates vs. Coe, 98 U. S., 
31; General Electric Co. vs. Allis-Chalmers Co., 190 
F. R., 165.) 

.In Johns-Pratt Co. vs. E. H. Freeman Elec. Co. (201 
F. R., 356) the court held: 

"This patent notwithstanding it was cited by 
the Examiner as an anticipation of the invention of 
the patent in suit as a matter of fact is not found 
in the prior art. It was issued in January, 1900, 
which, although prior to the date of the issue 
of the patent in suit was subsequent to the filing 
of the application therefor, and consequently 
Downes can not properly be cited as an anticipa- 
tion of it." 
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But when the question is that of priority between two 
parties holding patents for the same invention and not 
one of anticipation, and the defense is made under the 
fourth subdivision of section 4920 R. S. 

* 

"That he (one of the patentees) was not the 
original and first inventor or discoverer of any 
material and substantial part of the thing 
patented." 



it has been held that this fact may be established by any 
competent proof. (Sundh Electric Co. vs. Interborough 
Rapid Transit Co., 198 F. R., 94; Barnes Automatic 
Sprinkler Co. vs. Walworth Mfg. Co., 60 F. R., 605; 
Diamond Drill Machine Co. vs. Kelly Bros., 120 F. R., 
282; Turner Brass Works vs. Appliance Mfg. Co., 203 
F.R., 1001.) 

There is, however, a well established piactice of the 
Office making the effective anticipating date of a domestic 
patent, which shows or describes but does not claim the 
invention claimed by a later inventor, the date of the 
filing of the application on which the domestic patent 
issued; and to overcome such patent as a bar, the later 
inventor must make oath to facts showing the completion 
of his invention in this country before the filing of said 
application. (Rule 75; Ex parte McElroy, C. D., 1909, 
52; Ex parte Gasser, C. D., 1880, 94; Ex parte Hunter, 
C. D., 1889, 218; Ex parte Saunders, C. D., 1883, 23; 
Ex parte Donovan, C. D., 1890, 109; Ex parte Eddle- 
blute, C. D., 1890, 124; and Millett et al. vs. Duell, 
C. D., 1901, 410.) 

In most cases an enforcement of the provisions of Rule 
75 imposes no very great hardship upon applicants. 
There are cases, however, in which meritorious inventors 
who are able to meet all of the requirements of the law 
are barred by this rule from receiving patents for their 
inventions. For example, let it be assumed that the 
domestic patentee acquired his knowledge of the inven- 
tion, disclosed but not claimed in his patent, in a foreign 
country; that the later inventor made his invention after 
the patentee filed his application but before the patent 
issued, and that the invention had not been known or 
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used in this country nor patented nor described in this or 
any foreign country before it was invented by the 
later inventor. In such a case the later inventor would be 
clearly entitled to a patent under the law and yet a patent 
would be denied him under this rule. In considering 
this phase of the question, we should of course keep in 
mind the fact that mere knowledge &nd use of an in- 
vention in a foreign country does not bar the right of an 
independent hvventor to a patentee in this country 
(Sec. 4923, R. S.) ; and the further fact, that knowledge 
in 'this country of the use of an invention in a foreign 
country is not such knowledge or use of an invention in 
this country as is contemplated by the law. (Westing- 
house Machine Co. vs. General Electric Co. supra.) 
This rule, therefore, appears to be inconsistent with the 
law. 

"A foreign patent or other foreign printed publica- 
tion describing an invention^ is no defense to a suit 
upon a patent of the United States, unless published an- 
terior to the making of the invention or discovery secured 
by the latter, provided that the American patentee, at 
the time of making application for his patent, believed 
himself to be the first inventor or disco Verer of the 
thing patented. He is obliged to make oath to such be- 
lief when he applies for his patent; and it will be pre- 
sumed that such was his belief until the contrary is 
proven." (Elizabeth vs. Pavement Co., 97 U. S., 126.) 
See, also, Columbus Chain Co. vs. Standard Chain Co., 
148 F. R.,622. 

In Canada an invention is patented so as to be avail- 
able to the patentee when signed, sealed and registered. 
(Bate Refrigerating Co. tw. Gillett, C. D., 1'882, 426.) 
An English patent is not issued until the great seal is at- 
tached, although it may be dated back to an earlier 
date. (Holmes Burglar Alarm Telegraph Co. et al. vs. 
Domestic Telegraph & Telephone Co. et al., C. D., 1890, 
403.) In De Ferranti vs. Westinghouse Jr. (C. D., 1890, 
114), Commissioner Mitchell held, that under the British 
laws (Act of Dec. 31, 1883) an invention can not be said to 
be "patented" within the meaning of sections 4886 and 
4887 of the Revised Statutes, before the seal is finally 
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attached, the sealing of the patent being the last step 
preceding its publication as a patent; and that — 

"The fact that the specification (British) of the 
foreign applicant was made accessible to the 
public in an unpublished form prior to the filing 
date of an American application is immaterial, 
because it was not then a printed publication, nor 
was it a patent." (See, also, Bliss vs. Merrill, 
C. D., 1888, 182.) 



The date of publication of a foreign patent is the con- 
structive date of its publication in this country. (Rous- 
seau ps. Brown, D. C, 1903, 101.) 

Where a foreign patent on its face purports, to have 
been published on a certain date, the burden of proving 
that it was not effective as a publication on that date is 
shifted to the party making the allegation. (Hummel vs. 
Tingley, C. D., 1900, 22.) 

As to the sufficiency of disclosure of an invention in an 
alleged anticipating patent, it is a well settled rule, that 
an invention patented here is not to be defeated unless 
- the description or drawings of the prior patent contain 
or exhibit a substantial representation of the patented 
invention, and are so full, clear and exact as to enable 
any person skilled in the art or science to which it apper- 
tains, without the necessity of making experiments, to 
practice the invention. Hanifen vs. Godshalk Co., C. D., 
1898, 342; Kirchberger vs. American Acetylene Burner 
Co., 128 F. R., 599; Westinghouse Electric Co. vs. Great 
Northern Ry. Co., 88 F. R., 258; Gordon vs. Warder, 
150 U.S., 47; Seymour vs. Osborne, 11 Wall., 516. 



PRIOR PRINTED PUBLICATION. 

The third of the statutory requirements of novelty 
is, that the invention shall not have been described in any 
printed publication in this or any foreign country before 
his (the inventor's) invention or discovery thereof. 

The essentials of a publication, in order that it may be 
effective as an anticipation of a subsequent invention, 
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were stated by the court in Reeves vs. The Keystone 
Bridge Co. (5 Fisher, 456) as follows: 

"Section 15 of the Patent Act of 1836— and it 
has been incorporated in the act of 1870 — provides 
that a patent may be successfully opposed by 
showing that the thing patented 'had been de- 
scribed in some public work anterior to the sup- 
posed discovery thereof by the patentee'. It is 
obvious that this provision requires, first, a 
description of the alleged invention ; second, that 
it shall be contained in a work of public character 
and intended for the public; and, third, that this 
work was made accessible to the public by publi- 
cation before the discovery of the invention by the 
patentee.' ' 

'in Stead vs. Williams (2 Web., 137) TindelVC. J., 
stated the underlying principle of the law, as follows: 

"If the invention has already been made 
public in England, by a description in a work 
— whether written or printed — which has been 
publicly circulated, in such case the patentee is 
not the first and true inventor within the 
meaning of the. statute whether he has him- 
self borrowed his invention from the public 
or not; because we think the public can not be 
precluded from the right of using such informa- 
tion as they were already possessed of at the 
time the patent was granted." 

Works of a public character are those intended for the 
dissemination of the ideas of the author throughout 
the public generally, and not those addressed to particu- 
lar individuals or to particular classes of individuals. 
Works of the latter character, even though printed, are 
not such publications as contemplated by law. It has 
been held, that business circulars which are sent only to 
persons engaged or supposed to be engaged in the trade, 
are not publications, in the sense in which the term is 
employed in the statute (Britton vs. White Mfg. Co., 
C. D., 1897, 508; New Process Fermentation Co. vs. Koch, 
C. D., 1884, 421; Seymour vs. Osborne, 11 Wall., 516); 
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and in Forschner vs. Baumgarten (35 O. G., 137) the 
court took the san*e view with respect to a catalogue. 
On the other hand, "Crookes* Hand Book of Dyeing 
and Calico Printing/ ' was held to.be a publication 
such as would defeat claims of a subsequent inventor 
for an invention therein disclosed. (In re Schaeffer, C. D., 
1894, 134). In Ex parte Atterbury, C. D., 1876, 79, 
it was held that a " pattern book" was not a printed 
publication. Acting Commissioner Spear said : 

"It is fatal to it that it bears no date, to go 
no further. On inspection, it appears to be merely 
a collection of plates, without a word of descrip- 
tion and no information is conveyed of any cer- 
tain character whatever. It can only be the 
foundation of guesses more or less probable." 

An undescribed figure of the drawing of a patent, how- 
ever, which adequately discloses an applicants inven- 
tion, has been held a good and sufficient reference 
in and of itself alone. (Ex parte Borden, C. D., 1884, 9; 
Millett vs. Duell, C. D., 1901, 410.) There are many 
decisions to the effect that a description in an application 
for a patent, filed in the Patent Office, is not a publica- 
tion. (Northwestern Fire Extinguisher Co. vs. Phila- 
delphia Fire Extinguisher Co., 6 O. G., 34.) 

In Cohn vs. V. S. Corset Co. (6 O. G., 259) it was 
held that an English provisional specification is a publi- 
cation when once published ; but not unless complete and 
specific, was, in effect, the ruling in Goff vs. Stafford 
(14 O. G., 748) and Coburn vs. Schroeder (22 O. G., 419). 

The so-called publications made in the British Official 
Journal and the German Imperial Gazette concerning 
applications for patents in these countries and the laying 
open of such applications to public inspection do not 
constitute either publications of or patents for the inven- 
tions involved. (Parkin et al. vs. Jenness, C. D., 1893, 
64.) 

A prior publication, in order to be effective as an antici- 
pation must not only be of a public character but 
must have been made accessible to the public. In Cottier 
vs. Stimson (20 F. R., 906) the court said: 

"But something besides printing is required. 
The statute goes upon the theory that the work 
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has been made accessible to the public, and that 
the invention has been thereby given to the public 
and is no longer patentable to any one. Publica- 
tion means put into general circulation or on sale 
where the Vork is accessible to the public." 

A journal devoted to a special science, printed in 
German, and deposited in the library of the Patent 
Office and in the library of the Institute of Civil En- 
gineers and accessible to them, although proved to have 
been read by but one person, was held to be a sufficient 
publication. (United Telephone Go. vs. Harrison, Cox- 
Walker & Co., L. R., 21 Ch., 720.) 

And the publication must have beenmade accessible 
to the public prior to the date of the later invention. 
(Elizabeth vs. Paving Co., 97 U. S., 126; Bartholomew vs. 
Sawyer, 1 Fisher, 516.) 

As to the sufficiency of disclosure in a prior publication ' 
of the invention sought to be anticipated, Mr. Justice ' 
Clifford said: 

"Patented inventions can not be superseded by 
the mere introduction of a foreign publication of 
the kind, though of prior date, unless the descrip- 
tion and drawings contain and exhibit a substantial 
representation of the patented improvement, in 
such full, clear, and exact terms as to enable 
any person skilled in the art or science to 
which it appertains, to make, construct, and prac- 
tice the invention, to the same practical extent 
as they would be enabled to do if the informa- 
tion was derived from a prior patent. Mere 
vague and general representations will not support 
such a defense, as the knowledge supposed to be 
derived from the publication must be sufficient 
to enable those skilled in the art and Science to 
understand the nature and operation of the inven- 
tion and to carry it into practical use. ^What- 
ever may be the particular cfrcumktances under 
which the publication takes place, the account 
published, to be of any effect, to support such a 
defense must be an account of a complete and 
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operative invention capable of being put into 
practical operation." (Seymour vs. Osborne, 11 
Wall., 516.) See also, Westinghouse Co. tfc, 
Saranac, 108 F. R., 221; Downtown vs. Yaeger, 
108 U. S., 466; Marconi vs. Shoemaker, C. D/,1907, 
392. 

The words, "skilled in the art" epaployed in the statute 
and in the decisions, include careful workmen who are 
skillful in the particular line of business in which they 
are engaged. The law does not warrant a construction of 
those words which includes only persons of high scientific 
attainments. (Pupin vs. Hutin vs. Stone, C. D., 1902 
269.) 

The description in a prior foreign publication must 
be such as to show that the article described in the patent 
in suit can be certainly arrived at by folio wing the descrip- 
tion, without the assistance of local prior knowledge 
or a local prior use in the foreign country where the 
description is published. (Badische vs. Kalle, 104 U. S., 
802.) 

A prior description in an encyclopedia of an improve- 
ment claimed unsupported by any proof that it was 
operative, held not sufficient to defeat a patent. (Sey- 
mour vs. McCormick, 60 V. S., 96.) 

BURDEN OF PROOF. 

The rule of evidence, in suits for infringement, was , 
stated in Lalance & Grosjean Mfg. Co. vs. Habermann 
Mfg. Co. (C. D., 1893, 167) as follows: 

"He who alleges prior use must establish it by 
the same high class of testimony which a prosecut- 
ing attorney is required to produce in a criminal 
cause. He holds the affirmative of that issue and 
must prove it beyond a reasonable doubt. If the 
evidence is susceptible of two interpretations, the 
* one sustaining the other destroying the patent, the 
court must accept the former." 

But where the defense establishes a case of anticipa- 
tion, the burden of proof is transferred to the com- 
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plainant, who must furnish the court with conviiu 
proof that the anticipation was anticipated by hi] 
making the invention. (New England Motor Co. 
Sturtevant Co., 150 F. R., 131; Consolidated Ry. ET< 
trie Co. vs. Adams & Westlake Co., 161 F. R., 34 
Such proof must establish a well-defined perfection of 
invention anterior to the date of the anticipation, ke< 
ing in view the rule, that "a conception of the mil 
is not an invention until represented in some physic 
form/' "Expression of the means of an alleged invents 
hi a drawing or sketch, is frequently the best attaiaal 
evidence of the needful 'representation in physical fori 
and may rightly be accepted as satisfactory proof of su^ 
fact, when fairly authenticated, Hiefinite, and reasonal 
under all the circumstances." (Consolidated Ry. El( 
trie Co. vs. Adams & Westlake Co., supra.) 

February 25, 1915. 
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Decisions of the courts undoubtedly establish the 
. generic rule that subject-matter, to be patentable, 
must require invention as distinguished from mechanical 
skill. That is the answer of the courts to a question of 
law. They also establish certain rules, viz: the rule 
concerning double use, that concerning choice of ma- 
terial, that concerning aggroupments of elements, that 
concerning the substitution of one element for another 
in an old combination, and others less widely applicable — 
which are subsidiary to the rule requiring invention, 
stating classes of cases instead of merely individual 
cases in which invention is or is not found. 1 cite these 
subsidiary rules, which are all familiar. Decisions relat- 
ing directly and in terms to the distinction between in- 
vention and mechanical skill are also familiar. The 
marginal claim presents a question to the decision of 
which no one of the subsidiary rules is by itself un- 
mistakably applicable or adequate. We are therefore 
driven back to the fundamental rule requiring invention, 
to be employed as a guide in the application of, or instead 
of, the subsidiary rule. Further, since neither the pres- 
ence nor the absence of invention unmistakably appears 
without further inquiry, we are driven back to con- 
sideration of the grounds for the distinction between 
invention and mechanical skill. 

What is invention in the sense of the patent law? That 
is a question of fact arising in consequence of the inter- 
pretation of the law. Nearly related to it is the extra- 
legal question, what is invention irrespective of the patent 
law, and not confined to the useful arts? If a satisfactory 
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answer to the latter question can be found it may throw 
light upon the former. But in considering it we have 
to remember that any conclusion reached can not alter 
the meaning of the law as interpreted* by competent 
legal authorities, however it may aid us in comprehending 
that meaning. 

The definition of invention which can be derived from 
the decisions is the definition of its antithesis, mechanical 
skill, as the devising of what can be devised by a person 
ordinarily skilled in the art from his knowledge of the art, 
anything otherwise patentable which can not be so devised 
being patentable invention. This leaves what can be accom- 
plished by mechanical skill undefined, to be determined 
by experience. Supplementary to this definition we find 
in the decisions examples of invention and of mechanical 
skill, and we find definitions or partial definitions of cer- 
tain classes of subject-matter which are one or the other, 
and we find some statements concerning the character 
of invention. It has been said that invention is the 
exercise, or the result of the exercise, of the inventive 
faculty, which would be a direct definition of invention 
if we had an authoritative definition of the inventive 
faculty. The ordinary double use, the ordinary substitu- 
tion of material, the aggregation, the substitution for an 
element in a combination of its equivalent element, are 
not inventions; the exceptional double use, the excep- 
tional substitution of material, the true combination, the 
substitution for an element in a combination of another 
element not its equivalent, are inventions. 

Upon reviewing the examples of invention passed upon, 
it can be readily seen that each is the material embodi- 
ment or physical expression of an idea of an adaptation 
or adjustment of means to ends. The patentable ma- 
chine, article, substance, or process is patentable be- 
cause of its suitability to perform a certain useful func- 
tion, additional conditions being satisfied. The inventive 
idea embodied or expressed in each involves the idea 
of means, which I take to be the idea of the thing, or of 
the act or series of acts in a process, plus the idea of its 
employment for a useful purpose. Upon reviewing ex- 
amples of mechanical skill we find that they also are 
essentially adaptations or adjustments of means to ends, 
each involving an idea of means. Both invention and 



mechanical skill consist essentially of the adaptation or 
adjustment of means to ends. If we look beyond the 
range of the patent law, seeking the character of what 
may be called either invention or skill in human affairs 
generally, examining them simply as practical experience, 
we soon perceive that the adaptation or adjustment of 
means to ends is the vital feature of all rational human 
activity. How then is patentable invention to be 
distinguished from mechanical skill, or from anything 
which any person can rationally do? Perhaps by the 
term "original," defining invention as original adapta- 
tion or adjustment of means to ends. But if we apply 
thorough analysis to the various instances of adapta- 
tion or adjustment of means to ends, mechanical or other, 
we shall find that an element of originality is embraced 
in every one of them. All human activity is, to some 
greater or less extent, original. Of course, in many 
instances the element of originality would be regarded by 
any instructed person as negligible in the application of 
the patent law. But at what point in the series of 
instances does that element become significant? 

Invention, defined merely # by examination of practical 
experience and without reference to the interpretation of 
the patent statute, appears to be any rational adaptation 
or adjustment of means to ends. Such examination 
shows that the inventive faculty is simply the faculty 
of thinking, which may have a so-called "creative" 
or a merely adaptive character, applied to the adapta- 
tion or adjustment of means to ends. To interpret 
the term "invented" in the statute as including all which 
lies within this fundamental concept of invention and also 
within the field of patentability would make the statute 
absurd, because it would apply to the most common- 
place act of any mechanic which happened to be new ac- 
cording to the most minute analysis. Obviously the 
legislators had in mind inventions which differed from 
what was before known to some substantial degree. 
But what constitutes a substantial degree of difference? 

The essential character of a patent is that of a contract 
under which the inventor is given the exclusive right to 
make, use, and sell certain carefully defined things or proc- 
esses in which his inventive idea is embodied or ex- 
pressed for a given period and the inventive idea will be 
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free to the public after the expiration of that period. 
Grant vs. Raymond, 6 Peters, 218. Thus the public 
buys the invention. But there is no reason for the public 
to buy the invention if already in possession of it. There- 
fore the law says that the invention must be new to be 
patentable. There is no reason for the public to buy the 
invention if it be potentially in possession of it. The 
public is potentially in possession of the invention if it be 
within the reach of its ordinary resources, irrespective 
of the effort of any given inventor. That occurs when the 
invention lies within the reasonably expectable improve- 
ment of the art which is incidental to its ordinary intelli- 
gent practice. Here we find the reason for making a 
distinction between invention and mechanical skill. In 
view of the mode of payment, the public can afford to 
buy, and ought to pay for if it uses, any invention offered 
which is not already in its possession, actually or poten- 
tially. The nimble anticipator of the incidental improve- 
ment has nothing to offer the public which the public 
needs, or in justice ought, to buy. Atlantic Works vs. 
Brady, 23 0. G., 1330; General Electric Co. vs. Winona 
Interurban Railway Co., 170 0. G., 706. 

From the reasoning herein adopted it appears that 
every rational adaptation or adjustment of means to ends 
is an invention according to the untechnical definition 
of the term, that if any such invention be new and 
useful and lie within the field of patentability it is patent- 
able unless it comes within the restriction upon patenta- 
bility imposed by the authoritative interpretation of the 
law, and that that restriction consists in the require- 
ment that the invention must transcend the reasonably 
expectable improvement in the arts which is incidental 
to their ordinary practice. 

The difficulty presented by the marginal claim resides 
especially in estimating the reasonably expectable inci- 
dental improvement, which is the indefinite factor of the 
problem. Involved in this is the difficulty of estimating 
the value of differences which are neither palpably 
substantial nor palpably negligible. The difficulty 
can not be entirely eliminated ; perhaps it can be cornered 
into some narrowly restricted field of thought. 

Two comparisons are involved in the decision. The 
first is between what is stated in the claim and what is 



found to actually exist in the prior art. In this compari- 
son we have two definite terms, and the difference be- 
tween them can be definitely found. The second com- 
parison is between that difference and the expectable 
incidental improvement, and in that comparison the 
second term is not definitely given. 

Every adaptation or adjustment of means to ends, from 
a great product of inventive genius such as the wireless 
telegraph to, say, the process of building a box, has three 
factors, viz: the means employed, the end accomplished 
or function, and the relation of utility which subsists 
between the means and the function. By function, I 
mean the immediate function, not some ulterior utility. 
This analysis is gross, but I think it covers the ground in a 
generic sense. Neither means nor function is always 
quite simple, and the relation of utility may admit of 
analysis into elemental relations. Sometimes the im- 
mediate function is so associated with the ulterior pur- 
pose that it can not be perfectly appraised until that 
purpose has been taken into account. Either factor may 
be found in the first comparison to be actually new, to 
some greater or less degree. We have to find by the 
second comparison whether the novelty is substantial, 
i. e., required invention, i. e., transcends the expectable 
incidental improvement. If the means, which may be an 
individual thing or act or a combination of things or acts, 
be substantially new, we have the most common case of 
patentability. If the means be not substantially new, 
but the function be substantially new as compared with 
any function known in the prior art, we have the case of 
an invention which is undoubtedly patentable under the 
rule concerning double use. If the means be old, and the 
function also be old but only as the function of some other 
means, we have to consider whether the relation of utility 
thus presented is substantially different from the relation 
of utility disclosed in either the nearest reference showing 
the means or the nearest reference showing the function. 
This case necessarily involves some difference between 
the relation of utility in the invention claimed and the 
relation of utility in any prior invention. If that differ- 
ence be found substantial, we have the case of patenta- 
bility under the rule concerning double use, or, what 
comes to the same thing in particular classes of cases, 
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under the rule concerning substitution of material or that 
concerning the substitution of one element for another in 
a combination. The substitution of an old material or 
element is the double use of that material or element for 
a function new in its use, but in itself old, viz : the function 
of the material or element which it replaces. If either 
means or function be new, there is necessarily actual 
novelty in the relation of utility. Thus in every instance 
of actual novelty there is some novelty in the relation 
of utility. That relation is the characteristic feature of 
an adaptation or adjustment of means to ends. In one 
of the three classes of cases some novelty in that relation 
necessarily exists. Can we make substantial novelty in 
that relation the test of patentability in all three classes 
of cases? We can if substantial novelty in either means 
or function necessarily implies novelty which is sub- 
stantial in the relation of utility. When there is decided 
novelty in the means there can scarcely be doubt of sub- 
stantial novelty in the relation of utility. In the doubtful 
case a trifling novelty in the means is found. We have 
to decide upon cases in which the novelty in the means, 
considered merely as a novelty in structure, or in an act or 
series of acts, is of little or no consequence and clearly 
unsubstantial, but in which if we consider the thing or 
act not merely as a thing or act but with reference to its 
function, the novelty found is appreciable and may sup- 
port the conclusion of patentable invention. If we find 
that it does support that conclusion we find substantial 
novelty in the means dependent upon substantial novelty 
in the relation of utility and make the latter the decisive 
test. I believe that to be the principle which will explain, 
and render consistent with the general tenor of decisions, 
the entire series of decisions in which means have been 
found patentable when the novelty residing therein 
appears to be insignificant. But is not substantial novelty 
in the relation of utility always the decisive test of the 
patentability of novel means, although we do not always 
find it necessary to give special attention to the point? 
A novel means is patentable because of its suitability to 
perform a certain function; in other words, because of the 
relation of utility. Substantial novelty in the relation of 
utility is precisely what makes the novelty of the means 
substantial. If there be any claims to which that test 



is not applicable the so-called purely structural claim 
is one; i. e., the claim which states a device of old kind 
performing the function performed by all devices of that 
kind but having an improved construction, the novelty 
being of no consequence to that function, but having 
a collateral utility, say cheapness. In that case we must 
consider the feature or features of novelty in relation 
to the collateral advantage, which is its or their function. 
I do not think that we can find the construction patent- 
able without finding substantial novelty in the relation of 
utility between the novel feature or features and the 
collateral advantage. The dependence of the patenta- 
bility of an adaptation or adjustment of means to ends 
in which only the function is new upon the substantial 
novelty of the relation of utility is, in my view, not more 
real, but more readily obvious. 

I believe that the solution of the problem presented by 
the marginal claim can be reduced to a comparison 
of relations of utility. In support of that conclusion, and 
of the view herein taken of the bearing of the fact that a 
patent is essentially a contract, I cite the lectures de- 
livered last winter before the law class of Georgetown 
University by Commissioner Ewing. 

But what novelty in the relation of utility is necessary 
to transcend the expectable incidental improvement? 
Perhaps we shall find that the mere location of the 
essential novelty in that relation goes far to answer that 
question. 

It is, very fortunately, true that the generality of men, 
working more or less together, can apply what they know 
to useful purposes in very multifarious ways. Thus 
is the business of human life carried on in all fields of 
activity, including the practice of the useful arts. Me- 
chanical skill can apply its knowledge with indefinitely 
extended variation in the mere association of items of 
that knowledge. The mechanic, or the educated engineer 
or designer, may usefully apply in practice known 
facts in indefinitely extended multiplication and permu- 
tation without transcending the expectable incidental 
improvement. In that a certain measure of ingenuity 
and originality is involved. 

The independently definable items of knowledge within 
the field of patentability concern things or acts which 
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may become means, and desired ends which may be- 
come functions of means. That knowledge also includes 
associations of means with functions in known ways. 
Mechanical skill can, and constantly does, variously 
associate known means with known means, and known 
functions with known functions, in unitary operations 
or in the service of single ulterior purposes, according to 
circumstances. If it also associates a known means with 
a known function in a new association but in a known 
way of associating it is still only intelligently selecting 
and applying, according to circumstances, the known 
resources of the art. Obviously the elements involved 
in all the possible permutations include means, func- 
tions and relations of utility, and if all the elements 
involved in a given association are known we have in it 
only what mechanical skill can accomplish, according 
to experience in all human activity. It is also clear, 
both according to that experience and according to the 
decisions in patent cases, that an actual novelty which 
lies within mechanical skill may exist in an element of 
either kind. 

But if the inventor has produced a new means, or has 
discovered a new function, or has employed an old 
means for an old function according to a new mode of 
association, the novelty in each instance being more 
than negligible, he has, according to experience in human 
activity in general, transcended mechanical skill how- 
ever well instructed it may be. The pertinent lessons 
of experience, contemporaneous and historical, in all 
fields of human activity, are, the facility with which 
permutations of items of established knowledge can be 
effected, and the difficulty, sometimes astonishing after 
the fact, which attends the discovery and establishment 
of any, even a small, really new item. In the latter 
experience the so-called "creative" character of thinking 
appears. 

Aside from combinations, either a means or a function 
which is substantially new upon its own account is rare. 
If either be presented a substantially new relation of 
utility is sure to exist somewhere. The collateral ques- 
tion as to where the invention resides, in a choice of new 
material or in the material itself, in an aggroupment 
of elements one of which is new or in that element itself, 





and so on, may be answered by finding the new relation 
of utility. In the general run of cases, including com- 
binations and aggregations, the things or acts which may 
become means or elements in means and the desired ends 
which may become functions are items, often familiar, in 
preestablished knowledge. The substantial novelty, if 
any, resides in the association of those things or acts in a 
combination, or in the association of the means with the 
function. According to general experience in human 
affairs, including experience in the useful arts, if either 
association be mere association, involving only the ap- 
plication of two or more items of knowledge, or a mere 
copying of some analogous association, it lies within the 
range of mechanical skill, otherwise not. Let us see if this 
agrees with the rules established by decisions. 

Under the rule concerning aggroupments of elements, 
when the unifying relation between the elements grouped 
is nothing more than that of mere association, so that the 
aggroupment produces no other result than the use to- 
gether of those elements, each performing its usual 
function and no more, the aggroupment is not patentable. 
The fact of association as well as the elements associated 
may be embodied in a unitary structure or expressed in 
a unitary series of steps without avoiding the rule, as in 
Reckendorfer vs. Faber, 10 O. G., 71. But when the 
aggroupment establishes a unifying relation between the 
elements which embraces something more than mere 
association, so that the function of the aggroupment is 
something other than the mere sum of the functions of 
the elements as they might separately act, whereby what 
is sometimes called a new mode of operation is introduced, 
the differences from the prior art not being negligible, the 
aggroupment is patentable. I take it that such is the rule 
whatever analysis of any given instance may show to be 
the character of that in the unifying relation in that 
instance which distinguishes it from mere associa- 
tion. Thus in the patentable combination a new rela- 
tion of utility is introduced, which makes it a substan- 
tially new means. As being in harmonv with this view, I 
cite Ex parte McCullom, 204 O. G., 1346. 

Under the rule concerning the substitution of one ele- 
ment for another in an old combination, when the 
element substituted is an equivalent for the element re- 
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placed, an equivalent being a device known to have, or 
obviously having, the function which the element re- 
placed has in the combination, the resulting new com- 
bination is not patentable, but when the element sub- 
stituted is not an equivalent, the new combination is 
patentable. In the former case no new item is added to 
knowledge. In the latter case a new item is added, it 
being the knowledge of the relation of utility between the 
substituted element and its function in the combination. 

The rule concerning the substitution of materials is 
parallel to that concerning the substitution of elements, 
its peculiarities being only such as result from the 
character of the combination and its ingredients. 

The rule concerning double use has reference to cases 
involving only the novel association of means and ends. 
The association is unpatentable when it does not, but is 
patentable when it does, add a substantially new item to 
knowledge. The latter may occur when the function 
is substantially new, or when the function is old but the 
relation of utility is nevertheless substantially new. 

I have not described or defined the relation of utility 
beyond the implied statement that it is the relation 
subsisting between two terms, means and function, when 
they are associated and utility results from the associa- 
tion. I think that we should rest upon that definition, 
without undertaking any more particular description as 
necessarily applicable in all cases. The relation of 
utility appears in some discussions of combinations and 
aggregations as "mode of operation," and that descrip- 
tion seems apt in the cases in which it is employed. 
Perhaps thorough analysis would show that it might be 
applied in all cases. Every thing or act employed as a 
means or as an element in a means is so employed because 
of some natural property which it possesses which renders 
it capable of use for performing some action, or for some 
purpose which is useful with reference to an action. That 
property may be called its mode of operation, or its con- 
tribution to the mode of operation of a combination in 
which it is an element. But it may be doubted whether 
that description is fairly applicable in every instance of 
patentable double use or substitution. Does every new 
relation of utility involve a new mode of operation of 
something? If we should find a substantially new 
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relation of utility according to the broader definition 
which did not involve a new mode of operation we \yould 
nevertheless find patentable invention. 

The degree of novelty in the relation of utility which is 
necessary to confer patentability is the element in the 
problem which is not reducible to general rule. It must 
be substantial, not negligible. It must be distinguishable 
from mere association of its terms by constituting an 
item of knowledge not attainable in the course of the 
incidental improvement of the art. If the solution of the 
problem presented by the case in hand can be tun to cover 
by an application of generic rules based upon sound 
analysis of the general topic, it can only be finally caught 
by the exercise of specific judgment addressed to the 
individual case. 

This paper is submitted in the conviction that it con- 
tains a sound, and I hope a useful, generalized interpreta- 
tion of all the decisions which pertain to patentable 
novelty, reading each in comparison with the others and 
in view of the facts to which it was applied. In my view 
they are all pertinent as illustrations. They all follow 
a substantially uniform line of reasoning, variously ap- 
plied to individual cases. An excellent selection, with 
analyzing discussion, is contained in Mr. Tucker's paper 
on "Invention vs. Mechanical Skill. ,, I regard as es- 
pecially instructive the decisions relating to double use, 
and those in which slight novelty in means was found 
patentable because of distinguishing novelty in function,' 
which must, of course, be read in comparison with others 
in which an adverse conclusion was reached. I cite 
below a few decisions deemed especially in point as 
illustrations, viz: Ex parte McCullom, supra; Atlantic 
Works vs. Brady, supra; Webster Loom Co. vs. Higgins, 
21 O. G., 2031; McClain vs. Ortmayer & Son et al, 42 
O. G., 724; Ansonia Brass & Copper Co. vs. Electrical 
Supply Co., 58 O. G., 1692; Topliff vs. Topliff, 59 O. G., 
1257; Potts vs. Creager, 70 O. G., 494; Consolidated 
Electric Mfg. Co. vs. Holtzer, 72 O. G., 415; Mast, Foos 
& Co. vs. Dempster Mill Mfg. Co., 82 O. G., 338; Hobbs 
vs. Beach, 94 O. G., 2357; Westinghouse Electric Mfg. 
Co. vs. Allis-Chalmers Co., 158 O. G., 482; Diamond 
Rubber Co. vs. Consolidated Tire Co. and Rubber Tire 
Wheel Co., 166 O. G., 251; In re Moulton and Jones, 191 
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O. G., 588; National Tube Co. vs. Mark et al., 209 
O. Q., 329. 

I suppose that the words " invented or discovered" in 
the statute were intended to designate an act which has, 
in its intellectual aspect, the character called by Robin- 
son " creative' ' in contradistinction to "merely imita- 
tive." The statute must always be construed as apply- 
ing to the things and acts designated in it. Experience 
may improve our understanding of the natural character 
of those things or acts. Since the first patent statute was 
enacted we have had an enormous amount of pertinent 
experience, in which improvements requiring but a 
moderate degree of ingenuity bulk large, and in which 
the very great aggregate value of such improvements, and 
their dependence upon something more than what is 
incidental to the intelligent practice of the arts, are 
shown. That experience also throws a strong light 
upon the natural character of the act of invention which 
the statute designates. I believe that, in the light of 
accumulated experience, we can see that the creative 
activity designated by the statute amounts to invention 
in the fundamental sense herein stated minus the ex- 
pectable incidental improvement, and that it is mani- 
fested when a substantially new item of knowledge is em- 
braced in its result. Clearly, the legislators were vastly 
more interested in the improvements which inventors 
would achieve than in the character of the mental proc- 
ess required for the achievement. I think that the 
minds of the legislators and the minds of the judges 
came together upon the proposition that what is not 
mechanical skill is invention, and that mechanical skill 
is but another name for the expectable incidental im- 
provement. 

November 19, 1914. 
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